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United States Court of Appeals for the 

District of Columbia 


a. District Court of the United States for the District of 

Columbia 

No. 58864 In Equity 

The Proctor & Gamble Company, A Corporation, 

Plaintiff, 

vs. 

Conway P. Coe, Commissioner of Patents, Defendarijt 

United States of America, 

District of Columbia , ss: 

BE IT REMEMBERED, That in the District Court o| the 
United States for the District of Columbia, at the 
City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were 
filed and proceedings had, in the above-entitled chuse, 
to wit:— 

1 Bill for Injunction. 

Filed June 11, 1935 

In the Supreme Court of the District of Columbh 
Holding an Equity Court 
Equity No. 58864 

The Proctor & Gamble Company, A Corporation 

Plaintiff , 

vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

1. Now comes the plaintiff above named, a corporation 
organized and doing business under the laws of the State of 
Ohio, and brings this Bill against Conway P. Coe, Cpmmis- 
sioner of Patents, whose official residence is Washington, 
District of Columbia, and for its cause of action s^ys that 




2 


THE ; PROCTOR & GAMBLE CO. VS. CONWAY P. COE. 

on or about the 26th day of October, 1931 The J. L. Pres¬ 
cott Company did institute in the United States Patent Of¬ 
fice, before the Defendant above named, or his predecessor 
in said Office, a certain cancellation proceeding No. 2373, 
against this plaintiff, praying for cancellation of the regis¬ 
tration certificate for the trade-mark Chipso No. 141,205, 
of this plaintiff. Plaintiff also says that on or about the 
20th day of November, 1931, said The J. L. Prescott Com¬ 
pany did enter in the United States District Court for the 
District of New Jersey, by way of an amended counter¬ 
claim constituting an independent suit in equity in a cer¬ 
tain cause of action No. 4307 against the plaintiff, under the 
statutes of thej United States having to do with interference 
between registered trade-marks, U. S’. C. Title 15, Para¬ 
graphs 102 (Feb. 20, 1905, c. 592, Par. 22, 33 Stat. 729), 
praying among other things that the plaintiff be re- 
2 quired to turn over its said certificate of registration 
to the Commissioner of Patents of the United States 
for cancellation. 

2. Plaintiff says that certain proceedings having been 
had over the protest of this relator in the United States Pat¬ 
ent Office, the Court of Customs and Patent Appeals did on 
the 29th day of April, 1935, decide that the said proceeding 
for cancellation was well taken and order the cancellation 
of the said registration for the mark Chipso by the defen¬ 
dant, the Commissioner of Patents, and the mandate of said 
Court is about to issue to the defendant so decreeing. 

3. Plaintiff says that during the course of the proceed¬ 
ings for cancellation above identified, said The J. L. Pres¬ 
cott Company did prosecute the proceeding above named in 
the United States District Court, and due proceedings hav¬ 
ing been had the said matter was submitted to the Judge of 
the said Court and has not as yet been decided. 

4. The plaintiff says that if the said mandate of the Court 
of Customs and Patent Appeals be carried out by the Com¬ 
missioner of Patents, defendant herein, it will result in the 
cancellation of the registration Chipso, whereas the issue 
of cancellation thereof is now pending for decision as afore¬ 
said in the United States Courts. Plaintiff says there is no 
provision in the law for revivor of a registration once the 
same is cancelled by the Commissioner of Patents, where¬ 
fore, the decision of the United States Courts in the action 
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aforesaid if against the cancellation of said registration 
Chipso, would be impossible of performance had the defen¬ 
dant already cancelled it; and plaintiff further says that tljie 
act of the Commissioner, defendant herein, of cancelling tlfie 
said registration would oust the jurisdiction of the United 
States Court on the said issue of cancellation in any eveikt. 

5. Plaintiff says that no injury will be inflicted 
3 upon the said The J. L. Prescott Company by with¬ 
holding the cancellation of said registration by de¬ 
fendant herein and that much injury will result to the plain¬ 
tiff if same were cancelled; and that the decision of the 
United States Court in the proceeding hereinabove referred 
to will be binding on the Commissioner of Patents, defen¬ 
dant herein, wherefore, should the defendant act to canbel 
said registration he would disenable himself from be}ng 
bound by the said decision of the United States Court. 

6. The plaintiff says that in the proceedings in the spd 
cancellation proceeding, the Patent Office tribunals, includ¬ 
ing the Court of Customs and Patent Appeals, refuse^ to 
consider the equities arising through laches and delay, ynd 
creating an estoppel, in connection with the right to h^ve 
cancellation on the part of said The J. L. Prescott Com¬ 
pany, but that in the proceedings in the said suit under] U. 
S. Code Title 15, paragraph 102, the equities are all pleaded 
and were submitted to the United States District Court and 
received by it as part of the issue; wherefore the conclusion 
of the Patent Office tribunals aforesaid is not fully determi¬ 
native of the issues involved between the plaintiff andj the 
said The J. L. Prescott Company, and should not by th^ de¬ 
fendant herein be brought to a conclusion preventing! the 
rights of the plaintiff in its registration certificate fronji be¬ 
ing fully and completely determined by a court of record 
pursuant to statute as hereinbefore recited, with all equi¬ 
table defenses on the issues of cancellation of its registra¬ 
tion taken into effect, and plaintiff further says that in yiew 
of the fact that its rights to a registration certificate should 
not in any event be concluded without consideration c^f its 
equitable defenses, the Commissioner of Patents, defendant 
herein, should be enjoined from cancellation of plaintiff’s 
said registration until final determination of the said cause 
in the United States Courts. 
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4 WHEREFORE, the plaintiff prays for a writ of 

injunction directed to the defendant, enjoining him 
from cancelling the registration certificate for the trade¬ 
mark Chip so of the complainant, until such time as the is¬ 
sue in the United States Courts and heretofore identified 
has been finally determined, and that a temporary injunc¬ 
tion to the said effect be issued forthwith pending final 
hearing. 

THE PROCTOR & GAMBLE COMPANY 

By HERBERT G. FRENCH 
Vice President. 

MARSTON ALLEN 
C. RUSSELL RIORDON 
F. D. McKENNEY 
Attorneys for Plaintiff. 

State of Ohio, 

County of Hamilton, ss: 

On this 10th day of June, 1935, before me personally ap¬ 
peared Herbert G. French, who being by me first duly 
sworn, deposes and says that he is Vice-President of The 
Proctor & Gamble Co., the plaintiff herein; that he has read 
the foregoing Bill in Equity for Injunction by him sub¬ 
scribed and knows the contents thereof and that the same is 
true to his own knowledge except as to matters therein 
stated to be alleged upon information and belief, and as to 
these matters he believes it to be true. 

i HERBERT G. FRENCH 


Sworn to and subscribed before me this 10th day of June, 
1935. 


MATTHEW ADDY GREEN 


(Seal) Notary Public, Hamilton County, Ohio 

My Commission Expires May 2,1938. 
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Motion for Injunction. 
Filed June 111935 
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Now comes the complainant in the above-entitled cau 
and prays the Court that a temporary writ be issued etn- 
joining the defendant in the above entitled cause, and at¬ 
taches to this motion the following papers: 

(1) Answer and counterclaim of The J. L. Prescott Com¬ 
pany in Cause No. 4307, United States District Court fjor 
the District of New Jersey; 

(b) Supplementary counterclaim in said last nam 
cause; 

(c) Answer of The Proctor & Gamble Company to siid 
supplementary counterclaim; 

(d) Printed Record in the Court of Customs & Patent 
Appeals in Cancellation Proceeding 2373, showing the pro¬ 
ceedings had before the United States Patent Office in ihe 
said cancellation proceedings. 

(e) Opinion of the Court of Customs & Patent Appe| 
in the said Cancellation Proceeding; 

and says that the Mandate from said The Court of Custdms 
& Patent Appeals will be sent down to the defendant on 
June 14th, 1935, and that unless a preliminary injunction 
is granted to the complainant against the said defendant, 
he will, in the course of his duty, cancel the complainant’s 
registration, prior to the time that final hearing can be had 
on the petition for writ of injunction. I 

THE PROCTOR & GAMBLt 
COMPANY 

MARSTON ALLEN 
By F D McKENNEY 
C. RUSSELL RIORDON 
Its Attorneys. 

MA*HS 
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6 In the District Court of the United States 

District of New Jersey. 

Eq. No. 58864 

The Proctor & Gamble Company, Plaintiff , 

vs. 

J. L. Prescott Company, Defendant. 

Filed Jun 11 1935 Frank E. Cunningham, Clerk. 
Answer and Counterclaim of Defendant. 


Answer. 

The answer of J. L. Prescott Company, a corporation, 
Defendant, to the Bill of Complaint, of The Proctor & 
Gamble Company, a corporation, Plaintiff. 

This defendant, saving and reserving to itself all rights 
of exception to said Bill of Complaint, on account of the 
many errors, uncertainties and other imperfections therein 
contained, for Answer thereto, or to so much and such parts 
thereof as it is advised by counsel it is necessary or ma¬ 
terial for it to make answer unto, answering says: 

1. That Defendant has no knowledge or information, 
other than from said Bill of Complaint, as to the corporate 
organization, existence, residence or citizenship of the said 
Plaintiff, and demands stric/c proof thereof. 

2. Defendant admits that it is a corporation as alleged 
in the said Bill of Complaint. 

3. This Court has jurisdiction of the subject-matter 
hereof. 

4. Defendant has no knowledge or information of the 
matters contained in Paragraph 4 of the said Bill of Com¬ 
plaint, other than from the allegations therein eon- 

7 tained, and therefore demands strict proof thereof. 

Furthermore, this Defendant avers that the Certifi¬ 
cate of Registration No. 100,664 is not a certificate of regis¬ 
tration of a trade-mark for the goods alleged by Plaintiff 
to have been manufactured by its predecessor, Wm. Waltke 
& Co. 


THE PROCTOR & GAMBLE CO. VS. CONWAY P. COE. 7 

5. Defendant has no knowledge or information of the 
matters alleged in Paragraph 5 of the Bill of Complaijnt, 
other than from the allegations therein contained, and there¬ 
fore demands strict proof thereof. 

6. Defendant denies that Plaintiff devised the trade-mark 
“OXYDOL”, denies that the same has been universally ac¬ 
cepted and acquiesced in by the public, and denies that 
Plaintiff has any proprietary rights to the mark “02lY- 
DOL”. 

Defendant denies that Plaintiff or its predecessor has ex¬ 
ercised any great effort or diligence in order to prevent 
others from using the same mark or simulations thereof, 
and denies that anyone has been caused to discontinue £ny 
unauthorized use of any mark similar to the Plaintitff’s 
alleged trade-mark “OXYDOL”. 

7. Defendant denies that the value of the trade-niark 
“OXYDOL” is in excess of One Million ($1,000,000|00) 
Dollars, or of any great value whatsoever. 

8. Defendant admits that on or about June 11, 192^, it 
commenced to market and caused to be distributed, both in 
New Jersey, and elsewhere in the United States, a certain 
liquid sodium Hypochlorite solution and intended for | use 
as a Germicide, etc., which is a chemical, and that the booties 
in which the same was marketed contained the name 
“OXOL”, without any authority asked for or received 
from the Plaintiff; and Defendant has shipped the said 

goods in interstate commerce, although Defendant 
8 denies that the mark “OXOL” is either alik£ or 
colorable similar to the mark “OXYDOL”, and de¬ 
nies that its liquid sodium hypochlorite solution has been 
or ever will be confused with Plaintiff’s soap. 

Defendant admits that its packages contain various uses 
for its product, but denies that any act of it has the Effect 
of wrongfully and deceptively representing to the public at 
large that its said “OXOL” product is the product of the 
Plaintiff, or put out by the authority of the Plaintiffi and 
Defendant denies that it has violated any rights o% the 
Plaintiff in any way whatsoever. 

9. Defendant admits that it did make application for 
trade-mark registration in the United States Patent Office, 
and that its application, Serial No. 270,096, was duly al- 
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lowed and passed to publication, whereupon the Plaintiff 
herein contested the right to Defendant’s registration, and 
after proofs were taken and oral arguments had, the Exam¬ 
iner of Trade-Mark Interferences rendered his decision, 
dated October 12,1929, dismissing the Opposition, and hold¬ 
ing that Applicant, the Defendant herein, was entitled to 
registration of its mark “OXOL”. 

A copy of the decision of the Examiner of Trade-Mark 
Interferences is attached hereto, made a part hereof, and 
marked Defendant’s Exhibit “A”. 

From the decision of the Examiner of Trade-Mark Inter¬ 
ferences, the Opposer, Plaintiff herein, appealed to the 
Commissioner of Patents, and after oral argument held be¬ 
fore the Assistant Commissioner of Patents, the decision 
of the Examiner of Trade-Mark Interferences was affirmed, 
the Opposition dismissed, and Applicant, Defendant herein, 
held entitled to the registration of its mark “OXOL”. 

The opinion of the Assistant Commissioner of Pat- 
9 ents, dated February 25, 1930, is attached hereto, 
made a part hereof, and marked Defendant’s Ex¬ 
hibit “B”. 

Defendant admits that upon appeal from the Tribunals 
of the Patent Office, the above mentioned decision was re¬ 
versed by the Court of Customs and Patent Appeals, but 
denies that the issues involved in that proceeding were the 
same issues as involved in this proceeding, either in fact 
or in law. 

10. Defendant denies that it knowingly and deliberately, 
and with intent to usurp to itself any gains or profits due 
to the alleged similarity between said marks and products, 
and alleged confusion in trade arising therefrom, did enter 
into the use of said mark “OXOL”. 

Defendant admits that both the product of itself and that 
of Plaintiff are handled in some instances by the same dis¬ 
tributing persons and concerns, but denies that Plaintiff’s 
product is a cleansing powder, but avers, on the contrary, 
that it is a soap, as specified in its Certificate of Registra¬ 
tion No. 100,664, whereas the product of this Defendant, 
marketed under the name “OXOL”, is a chemical, more 
specifically a liquid solium hypochlorite solution composed 
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on- 



of water, chlorine and caustic soda, and contains not one 
vestige of soap. 

Defendant denies that the products of the Plaintiff ^nd 
Defendant have similar uses or that the action of the 
products is similar, or that they are associated togethe 
the minds of both the distributing concerns and persons hnd 
housewives who use the same, and denies that there is such 
similarity between the names, or similarity of usefulness, 
as to cause them to be believed by the public to be products 
of the same manufacturer. 

Defendant further denies that there is any confusion 
whatsoever in the distribution and sale of the products 
“OXOL” and “OXYDOL”, or that the public believes 
“OXYDOL” and “OXOL” are the same, or 
10 fuses the names so that they do not know which 
plies to the liquid, and which applies to the soap, 
denies that the public has been led to the belief, or tc 
on the belief, that the origin of the goods is the same. 

Defendant further denies that the plaintiff is damaged in 
any respect whatsoever, and denies that it is guilt^ of 
any unfair competition in the marketing of its product 
“OXOL”. 

11. Defendant admits that it was ordered by Plaintiff 
to cease the use of its trade-mark “OXOL”, but alleges 
that it has spent upward of One Million ($1,000,000.00) 
Dollars in advertising and sales promotion of its product 
“OXOL”, and therefore has a valuable property {right 
therein. 

12. Further answering said Bill of Complaint, Defendant 
avers that the Plaintiff has endeavored, through a Series 
of acts, to cause confusion between its product “OXYpOL” 
and the product “OXOL” of this Defendant, by changing 
its original labels and the dressings of its packages t<j) imi¬ 
tate the distinctive dressing of Defendant’s labels, an[d has 
encouraged and promoted confusion for the purpose of 
using such alleged confusion as evidence before this (J^ourt. 

13. Further answering the Bill of Complaint, Defendant 
denies that its product “OXOL”, and the product bf the 
Plaintiff, “OXYDOL”, are goods of the same kind or class, 
so as to cause confusion in trade between the samb, and 


denies that the trade-mark “OXOL” is a colorable 


imita- 
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tion of Plaintiff’s alleged trade-mark “OXYDOL”, or that 
the public has been or will be confused or misled thereby. 

Defendant, therefore, denies that the Plaintiff is entitled 
to the relief prayed for in the Bill of Complaint, or any 
part thereof, or to any relief whatsoever against this De¬ 
fendant, and prays that the Bill of Complaint be dis- 

11 missed with costs to be taxed to the Defendant. 

Counterclaim. 

Further answering said Bill of Complaint, and by way 
of counterclaim against this Plaintiff, Defendant avers: 

First. 

That in or about the year 1912, Chase-0 Manufacturing 
Company, a corporation organized and existing under and 
by virtue of the law’s of the State of New Jersey, and whose 
place of business was No. 14 North 19th Street, in the City 
and County of Philadelphia, and Commonwealth of Penn¬ 
sylvania, commenced the manufacture and sale of a deter¬ 
gent preparation in crystal form, for which it adopted as a 
characteristic and distinctive trade-mark the arbitrary, 
artificial word “CHASE-O”. Being then and there en¬ 
titled, in accordance with the Statutes of the United States 
providing for such matters, to a registration of the said 
trade-mark, Chase-0 Manufacturing Company did, on or 
about the 15th day of February, 1913, file an application 
for registratibn of said trade-mark “CHASE-O”, in the 
United States Patent Office, and after due proceedings, in 
accordance with law, there was granted and issued to said 
Chase-0 Manufacturing Company a registration of said 
trade-mark, the certificate thereof bearing No. 94,425, and 
dated December 9, 1913. 

Second. 

Subsequently, and through divers assignments, the busi¬ 
ness and good-will and assets of all kinds, including that of 
manufacturing and sellings its detergent preparations in 
crystal form, under said trade-mark “CHASE-O”, was ac¬ 
quired by and transferred to the Defendant-Counterclaim¬ 
ant herein, J. L. Prescott Company, and a due assignment 
of said registered trade-mark made in connection there- 
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with, same being recorded in Liber 1-121, Page 279, of the 
United States Patent Office, transfer of same beipg 

12 thereby made. And said company continued tjbe 
business, and continued to manufacture and sell ahd 

ship through the United States, including the State of N6w 
Jersey, its “CHASE-O” preparation, to the package of 
which the said distinctive and arbitrary trade-mark 
“CHASE-O” was affixed and prominently displayed, so 
that since the initial use by the said Chase-0 Manufactur¬ 
ing Company, the use of the said mark “CHASE-O”, as 
aforesaid, has been continuous and uninterrupted. 

Third. \ 

Since the initial manufacture of its detergent preparation 
in crystal form in 1913, as above described, and since the 
purchase by the J. L. Prescott Company of the business in 
connection with which said product and the mark thereof 
has been used, the “CHASE-O” product has been manu¬ 
factured of high grade materials, and as a result of which 
said product has attained the reputation in the trade as be¬ 
ing a product of superior quality, and during said period, 
large amounts of money have been expended in promot¬ 
ing the sale of said product under said trade-mark 
“CHASE-O”, as a result of which, the public has comje to 
regard the said product as a product of high excellence, and 
as emanating from the Defendant-Counterclaimant, and/or 
its said predecessors in business. 

Fourth . 

Since the devising and adopting of the said arbitrary 
and distinctive trade-mark “CHASE-O”, by Defendant- 
Counterclaimant’s predecessors, heretofore referred to, 
the exclusive rights of said Defendant-Counterclaiinant 
and its predecessors, in respect to the said trade-mark 
“CHASE-O”, have been universally respected and ac¬ 
quiesced in by the public, except and until the commence¬ 
ment by the Plaintiff of the infringing acts hereinafter com¬ 
plained of. I 

Defendant-Counterclaimant and its predecessors 

13 have at all times exercised great effort and diligence 
in order to prevent others from employing th$ said 
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mark, or name “CHASE-0”, or simulations thereof, in 
connection with the sale of any merchandise having similar 
descriptive properties as its said product, and so far as 
known to this Defendant-Counterclaimant, all persons or 
parties, other than this Plaintiff, have been caused to dis¬ 
continue the unauthorized use of the said trade-mark 
“CHASE-O” or words colorably similar thereto, for goods 
similar in respect to their descriptive properties and/or 
usefulness. 

Fifth 

Defendant-Counterclaimant avers that by reason of the 
premises the value of its trade-mark and good-will in and 
to the mark “CHASE-O” is in excess of Five Hundred 
Thousand ($500,000.00) Dollars. 

Sixth 

Defendant-Counterclaimant avers, upon information and 
belief, that on or about September 17, 1920, this Plaintiff 
commenced to market and caused to be distributed, through¬ 
out the United States, including New Jersey, a certain de¬ 
tergent preparation in flake form called soap chips for pur¬ 
poses identical with the purposes for which Defendant- 
Counterclaimant’s product “CHASE-O” is intended, and 
that the packages containing the same have affixed thereto 
the name “CHIPSO”, without authority of the said De¬ 
fendant-Counterclaimant, and said Plaintiff has caused said 
packages to be introduced into interstate commerce by ship¬ 
ping the same into and between various States of the United 
States and otherwise, said name “CHIPSO” being alike 
or colorably similar to the trade-mark “CHASE-O”. 

Seventh . 

14 That the said “CHASE-O” trade-mark is applied 
on an incline on the face of the package containing 
the product and on an inclined streamer, and the Plaintiff 
has affixed its infringing mark “CHIPSO” to the front of 
the package containing its product in similar or distinctive 
form. Said acts have the effect of wrongfully and decep¬ 
tively representing to the public at large that the Plaintiff’s 
said “CHIPSO” product is the product of Defendant- 
Counterclaimant, or put out by the authority of Defendant- 
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Counterclaimant, and said acts of the Plaintiff constitute 


a violation of the exclusive rights of the Defendant-Cbun- 
terclaimant, in respect to its said trade-mark “CHASE-0”, 
and in respect to its said United States Patent Office Regis¬ 
tration, No. 94,425, and constitute unfair competition in 
trade. 

Eighth . 

Defendant-Counterclaimant avers that prior to the adop¬ 


tion and use by Plaintiff in trade of its mark “CHIPSO”, 
Plaintiff had knowledge of Defendant-Counterclaimant’s 
mark “CHASE-0”, and knowingly and deliberately!, in 
spite of said knowledge, and with intent to usurp to itself 
any gains and profits due to the similarity between said 
marks and products, and confusion in trade arising there- 
form, did enter into the use of the said mark “ CHIPS 0”. 

Ninth. 


Defendant-Counterclaimant avers that the articles 
‘CHASE-0” and “CHIPSO” are intended for the same 


general use, both being detergents, are sold by the same dis¬ 
tributing persons and concerns selling to housewives j for 
domestic use, constituting the purchasing and consuming 
public, and are, because of their similar use by housewi ves, 
in cleaning and laundry work, associated together in the 
minds of both the distributing concerns and persons and 
the housewives who are the same, that because of the simi¬ 
larity of names and similarity of usefulness are be- 
15 lieved by said public to be products of the same 
manufacturer, that the distribution by Defendant- 
Counterclaimant of its “CHASE-0” product is rendered 
difficult, and attempts to advertise the said product are ren¬ 
dered nugatory by reason of the fact that said similhrity 
of names and similarity of uses the public believes [that 
“CHASE-0” and “CHIPSO” are the same, or they con¬ 
fuse the names so that they do not know which applies to 
one and which to the other, which leads and has lead the 
public to believe and to act on the belief that the origin of 
said products are one and the same, all to the great damage 
of the Defendant-claimant, which acts, as alleged, have 
given rise to unfair competition with this Defendant-Cpun- 
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terclaimant by the Plaintiff, to the great and irreparable 
damage to this Defendant-Complaint. 

Tenth. 

The Plaintiff was duly notified of the infringement herein 
contained by registered notice in writing from Defendant- 
Counterclaimant’s attorneys, but in spite of this, has per¬ 
sisted in the infringement herein complained of, and in the 
unfair competition herein complained of, and deliberately 
states its intention to continue the same, all to the irrepa¬ 
rable loss and damages of the Defendant-Counterclaimant. 

And forasihuch as Defendant-Counterclaimant can have 
no adequate felief except at the hands of a Court of Equity, 
it respectfully prays this Court: 

(a) That the said Plaintiff, its agents, corporate or other¬ 
wise, servants, attorneys, and privies, be perpetually en¬ 
joined and restrained, by writ of injunction issuing out of 
and under the seal of this Honorable Court, from further 
infringing upkm the rights of this Defendant-Counterclaim¬ 
ant, and unfairly competing with Defendant-Counterclaim¬ 
ant in the premises, and especially from employing 

16 and using the aforesaid trade-mark “CHIPSO”, or 
any variation thereof, or any word or symbol so 
nearly similar thereto as to be calculated to be mistaken for 
or confused with said trade-mark or name “CHASE-O”, 
either alone 6r in connection with other words, figures, sym¬ 
bols or accompaniments, upon or in connection with the 
sale of any detergent preparation, either in crystal form or 
in flake or cake form, or any goods of any kind having simi¬ 
lar descriptive properties to the goods marketed and sold 
by this Defendant-Counterclaimant under its trade-mark 
“CHASE-O”. 

(b) That the said Plaintiff, its agents, corporate or other¬ 
wise, servants, attorneys and privies be in like manner and 
effect provisionally enjoined and restrained, during the pen¬ 
dency of this suit, and until further order of this Honorable 
Court. 

(c) That this Honorable Court make an Order, requiring 
the Plaintiff to deliver up to the Marshal, for destruction, 
all advertising matter, labels, signs, prints, packages, boxes, 
cartons, receptacles, stationery, vouchers, statements, 
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checks, and all other articles in their possession displaying 
thereon the word “CHIPSO”. 

(d) That the Plaintiff be decreed to account for and to 
pay to the Defendant-Counterclaimant the profits which 
Plaintiff has made by its aforesaid acts, and also to account 
for and pay to the Defendant-Counterclaimant the damages 
sustained by the Defendant-Counterclaimant by reason of 
the aforesaid unlawful acts, and also Defendant-Counter¬ 
claimant’s costs of this suit; and that this cause may be 
referred to a Master to take and report to the Court all s^id 
profits and damages. 

(e) And that Defendant-Counterclaimant n|ay 
17 have such other and further relief in the premises! as 
the nature of the case may require and to y<j>ur 
Honors may seem meet. 

J. L. PRESCOTT COMPANY 
BY: JAMES L. PRESCOTT 

* 

President. 

CHARLES P. HUTCHINSON 
Solicitor for Defendant. 

JOSHUA R. H. POTTS 
T. BERTRAM HUMPHRIES 
Of Counsel. 
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Verification. 


State of New Jersey, 

County of Passaic, ss. j 

James L. Prescott, being duly sworn according to law, 
deposes and says that he is President of the J. L. Prescott 
Company, Defendant-Counterclaimant herein: j 

That he has read the foregoing counterclaim, and blows 
the contents thereof, and that the statements therein con¬ 
tained are true, of his own knowledge, except as to tpose 
matters stated to be alleged on information and belief, and 
as to those matters, he believes it to be true; 

That he has signed the said counterclaim as President 
of the J. L. Prescott Company, Defendant-Counterclainiiant, 
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and the reason why the counterclaim is not verified by the 
Defendant-Counterclaimant is because it is a corporation. 

JAMES L. PRESCOTT. 

Subscribed and sworn to before me, this 21st day of Oc¬ 
tober, 1931. 

WILLIS C. SNYDER, 

(Seal) 1 Notary Public, N. J. 

My Commission expires Dec. 3rd, 1931. 

19 Defendant’s Exhibit “A” 

HHK/LAW 

COPY. 

Final Hearing 
October 1, 1929. 

' Patent Office 

Oct. 12,1929 
MAILED 

In the United States Patent Office. 


Opposition No. 9383 


The Procter & Gamble Company 

vs. 

J. L. Prescott Company. 


Application No. 270,096, filed July 24, 1928, 
Published November 27, 1928. 


A Germicide 


Messrs. Allen & Allen, for The Procter & Gamble Com¬ 
pany. 

Mr. Joshua R. H. Potts, for the J. L. Prescott Company. 
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This is an opposition in which damage is 
solely upon the confusion-in-trade clause of Section 5.. [ 

The mark sought to be registered comprises the notation 
“OXOL” with the initial and final letters somewhat larger 
than the remaining letters, placed within a panel of the 
same general outline and the whole displayed on a colored 
background. Below the notation and within a diambnd- 
shaped figure, a portion of which extends below the colored 
panel, is shown a picture of a woman holding in her raised 
hand a piece of white linen, the lower end of which is im¬ 
mersed in a basin. The mark is used for a germicide 
deodorant, sterilizer disinfectant, cleanser and bleachelr. 

The opposer’s claim to damage is based on the prior use 
of the notation “Oxydol” for soap. Ownership of Regis¬ 
tration No. 100,664 is pleaded in the notice of opposition. 

Both parties have taken testimony, filed briefs, and 'sfe'ere 
represented at the final hearing. I 

It is believed to be satisfactorily established by 
20 the proofs, and is not disputed by the applicant, [that 
the opposer and his predecessor in interest, William 
Waltke & Co., used the notation “Oxydol” in connection 
with soap for many years prior to the earliest date claimed 
by the applicant for use in trade of the mark shown ifi the 
application. The only other questions remaining for con¬ 
sideration therefore are those of descriptive properties of 
the goods and the resemblances of the marks. 

The goods of the opposer is simply a soap. It is not un¬ 
derstood that opposer claims it to be anything else. This 
soap is in powdered form and is packaged in cardboard 
receptacles of the usual type for distribution in the tprade. 
One of such packages is in evidence as opposer 7 s Exhibit 
A. This product is intended primarily for use in the 3jiome. 
From an inspection of the printed directions found upon 
the container of the product and the evidence presented by 
the opposer concerning the nature and uses therepf, it 
clearly appears that this product is intended for such Clean¬ 
ing purposes as soap is commonly put to, such as laundry, 
kitchen, and general household purposes. Some attempt 
has been made by the opposer to show that its product can 
also be used as a bleacher. Since however it does npt pos¬ 
sess chlorine or some other active bleaching ingredient, it 
is not believed that its bleaching properties, if any, amount 
to anything more than the mere whitening of the clothes 
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due to the detergent or cleansing properties of the soap, as 
such. Such whitening of clothes is not what is commonly 
regarded as a bleaching operation. 

The applicant’s goods on the other hand is in the form 
of a colorless liquid, put up in glass bottles as appears 
from opposer’s Exhibit D. The active ingredient of this 
preparation is chlorine, present to the extent of 4.5% 

21 by weight. The label on the bottle contains a num¬ 
ber of uses to which this product can be put, these 

are germicide deodorant, sterilizer disinfectant, cleanser 
and bleacher. ' While this product, according to the label, 
may also be used as a general cleanser, such cleansing as 
may be produced obviously must be caused by the chlorine 
present, its active ingredient, since it contains no soap or 
other detergent. It clearly appears from the record that 
applicant’s chlorine product is not intended as a general 
cleansing compound after the manner of soap, but rather 
its chief function is that of bleaching cotton and linen goods 
and for general deodorizing and disinfecting purposes. 

Considering the nature of the goods of the parties as 
well as their properties and uses, the examiner is persuaded 
that they do not possess the same descriptive properties 
within the meaning of section 5, and it is so held. 

As a further circumstance that the goods herein possess 
different descriptive properties, it is to be noted that they 
are classified in different classes in this office. Those of 
the opposer being classified in Class 4, abrasive, detergent 
and polishing materials, while those of the applicant are 
classified in Class 6, chemicals, medicines and pharmaceuti¬ 
cal preparations. While office classification is not to be 
regarded as controlling of the question of descriptive prop¬ 
erties, yet it is believed it is a factor that may be consid¬ 
ered with the other evidence bearing on that question. 

When the differences in the goods are considered in con¬ 
nection with the differences in the marks, it is believed that 
confusion in trade is not likely to result from their con¬ 
temporaneous use ( Gerstendorfer Bros. v. United Supply 
Company, 377 0. G. 506; 1928 C. D. 206 ; 56 App. D. C. 192; 
26 Fed. (2d) 564; Nashua Manufacturing Co. v. Cohen- 
Fein Co., 323 0. G. 3; 1924 C. D. 267; 54 App. D. C. 

22 262; 296 Fed. Rep. 1009; Annie M. Malone v. Morris 
Max Horowitz, 151 Ms. D. 746). 
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i 

Accordingly the notice of opposition is dismissed and it 
is adjudged that the applicant is entitled to the registra¬ 
tion for which it has made application. 

Limit of appeal: November 1,1929. 


October 12, 1929. 


J. CARNES 

Examiner of Interferences 


Defendant’s Exhibit ( B” 

In the United States Patent Office. 


COPY. 
Hearing: 

Feb. 18, 1930. 


The Procter & Gamble Company 


J. L. Prescott Company 


Appeal from Examiner of Interferences. 


Opposition No. 9383 to registration of trade-mark of J. L. 
Prescott Company for a germicide, application) filed 
Julv 24, 1928, published November 27, 1928, Ser. No. 
270*096. I 


Messrs. Allen & Allen for The Procter & Gamble Com¬ 


pany 


Mr. Jushua R. H. Potts for J. L. Prescott Compajny. 


i 

The opposer, The Procter & Gamble Company, appeals 
from the decision of the examiner of interferences dismiss¬ 
ing its opposition to the registration by the applicant J. L. 
Prescott Company, of its trade-mark consisting of thfe nota¬ 
tion “OXOL”, for germicide, deodorant, sterilizer, dis¬ 
infectant, cleanser and bleacher. I 

The opposition is based upon prior adoption and use of 
the trade-mark “OXYDOL” for soap, said mark (having 
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been registered the 20th day of October, 1914, No. 100,664. 

There is no question but what the opposer adopted and 
used its trade-mark prior to the applicant’s entry into the 
field; and it appears to be agreed that the only questions 
raised for consideration are as to the similarity of the two 
marks and the descriptive properties of the respective 
goods. 

As to the marks, both have the same beginning and end¬ 
ing. The difference between the two consists of the inter¬ 
mediate letters Y and D in the opposer’s mark, converting 
it into a three-syllable word as distinguished from 

24 applicant’s two-syllable word. 

As to the goods, the opposer’s merchandise is pri¬ 
marily a soap, whereas the applicant’s merchandise is pri¬ 
marily a bleach. It is true that the respective goods have 
certain uses in common, but it is believed that their primary 
uses are controlling. As evidence that the primary use of 
the opposer’s merchandise is different from that of the ap¬ 
plicant’s, reference may be made to the labels accompany¬ 
ing the respective merchandise. The opposer’s label con¬ 
tains the statement that “OXYDOL” 4 4 Washes the most 
delicate fabrics without injuring fibre or color”; whereas 
the applicant’s label directs: 44 Do not use on silk or wool 
fabrics”; 44 Use on fast colors only”. 

As the two marks are specifically different from each 
other and as the descriptive properties of the respective 
merchandise are not the same, it is believed that the likli- 
hood of confusion bv the concurrent use of the two marks 
is too remote to deny the applicant the right to the regis¬ 
tration of its mark. 

The decision of the examiner of interferences is affirmed. 

M. J. MOORE 
Assistant Commissioner. 

Feb. 25, 1920. 

25 District Court of the United States of America 

District of New Jersey 


I, George T. Cranmer, Clerk of the District Court of the 
United States of America for the District of New Jersey, in 
the Third Circuit, do hereby certify the foregoing to be a 
true copy of the original ANSWER AND COUNTER- 
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CLAIM OF DEFENDANT on file, and now remaining 
among the records of the said Court, in my office. 

IN TESTIMONY WHEREOF, I have hereunto sub¬ 
scribed my name and affixed the seal of the said Court, 
at Trenton, in said District, this 19th day of September, 
nineteen hundred and Thirty-three. j 

GEORGE T. CRANMER 
Clerk , District Court , U, S. 

By L. M. ZARP 
Deputy. 

(On back) E-4307 

United States District Court District of New Jersey C 

The Procter & Gamble Company, Plaintiff , 

v. I 

J. L. Prescott Company, Defendant 

Answer and Counterclaim of Defendant 

JOSHUA R. H. POTTS, 

Attorney and Counselor at Law 
1601 Chestnut Street, 

Philadelphia, 

Phone Rittenhouse 1966 

Filed Oct. 26, 1931 at 9 o’clock A. M. George T. Ctan- 
mer, Clerk. 

SAB/MF. 

26 In the District Court of the United States 

District of New Jersey 
_ 

Eq. No. 58864 

The Proctor & Gamble Company, Plaintiff 

v * 

J. L. Prescott Company, Defendant. 

Filed Jun 11 1935 Frank E. Cunningham, Clerk. 

Amendment to Counter Claim 

And now, to-wit: this 19 day of November, 1931, cpmes 
the Defendant-Counterclaimant, J. L. Prescott Company, 
by its counsel, and amends its Counterclaim as follows: 
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Page 12, insert in due order after the first paragraph of 
Paragraph Tenth the following paragraph: 

“ That in furtherance of its wrongful conduct in adopting 
a name for its soap so obviously like the name adopted and 
used by the Defendant-Counterclaimant upon its detergent 
preparation, the Plaintiff filed an application for registra¬ 
tion of the word “CHIPSO” in the United States Patent 
Office on October 22,1920, and thereafter there was granted 
to the said Plaintiff Registration Certificate No. 141,205, 
dated April 12,1921.” 

Page 14, change “(e)” to (f) and insert the following 
in due order: 

“(e) That the Court order the Certificate of Registration 
of the Plaintiff for the word “CHIPSO”, No. 141,205, to be 
delivered up to the Commissioner of Patents for cancella¬ 
tion. 

J. L. PRESCOTT COMPANY 
Defendant-C ounter claimant. 

1 By JOSHUA R. H. POTTS 

Its Attorney. 

27 District Court of The United States of America 

District of New Jersey 


I, George T. Cranmer, Clerk of the District Court of the 
United States of America for the District of New Jersey, 
in the Third circuit, do hereby certify the foregoing to be a 
true copy of the original AMENDMENT TO COUNTER¬ 
CLAIM on file, and now remaining among the records of the 
said Court, in my office. 

IN TESTIMONY WHEREOF, I have hereunto sub¬ 
scribed my name and affixed the seal of the said Court, at 
Trenton, in said District, this 19th day of September, nine¬ 
teen hundred and thirty-three. 

(Seal) GEORGE T. CRANMER 

Clerk, District Court , U. S. 

By L. M. ZARP 

Deputy . 


THE PROCTOR & GAMBLE CO. VS. CONWAY P. COE. 


23 


(On Back) E-4307 

United States District Court District of New Jersey] 

The Procter & Gamble Company, Plaintiff 

v. 

J. L. Prescott Company, Defendant 

Amendment to Counterclaim 

Filed Nov. 20,1931 At 9 o’clock A. M. George T. Cifan- 
mer, Clerk. 

P.R.P./MF.SB 

28 In The District Court of The United States 

District of New Jersey 

Eq. No. 58864 

The Procter & Gamble Company, Plaintiff 

v. 

J. L. Prescott Company, Defendant 
Filed Jun 11 1935 Frank E. Cunningham, Clerk 
Answer to Counterclaim of Defendant 

Answer 

In answer to the counterclaim of the J. L. Prescott Com¬ 
pany, now comes The Procter & Gamble Company and 
prays that said counterclaim be dismissed with costs award¬ 
ed to the plaintiff. I 

This plaintiff saving and reserving to itself all rights of 
exception to said counterclaim on account of the jmany 
errors, uncertainties and other imperfections therein con¬ 
tained, for answer thereto or so much and such parts there¬ 
of as it is advised by counsel is necessary or material for 
it to make answer unto, says:— 

(1) That the plaintiff has no knowledge of the organiza¬ 
tion or existence of the Chase-0 Manufacturing Company, 
a corporation organized by virtue of the laws of the [State 
of New Jersey, doing business at 14 North 19th St., [Phila¬ 
delphia, Pa., and denies that said corporation in or I about 
the year 1912 ever commenced the manufacture and £ale of 

trade- 


a detergent preparation in crystal form bearing the 
mark ‘ 4 CHASE-O”, leaving defendant to its proof thereof, 
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and denies that the mark 4 4 Chase-0 ’ ’ is a characteristic and 
distinctive arbitrary artificial word. Plaintiff denies that 
the defendant was entitled in accordance with the Statutes 
of the United States, to a registration of the trade-mark 
4 4 CHASE-O”. Plaintiff admits that on the 15th day of 
February, 1913, an application for registration of 

29 the trade-mark 4 4 CHASE-O” was filed in the United 
States Patent Office, showing the word 4 4 CHASE-0 ’ ’ 

in a dark panel extending diagonally down the face of the 
carton from, top to bottom, and that a certificate bearing 
No. 94425, dated December 9th, 1913, and showing the mark 
44 CHASE-O” extending in a dark panel up from the bot¬ 
tom of the left side of the panel to the top of the right side, 
was duly issued by the Patent Office to Chase-0 Manufac¬ 
turing Company. Plaintiff denies that the proceedings re¬ 
sulting in this registration were in accordance with law. 

(2) Plaintiff denies that through diverse assignments the 
business and good-will and assets including that of selling 
a detergent under the trade-mark 44 CHASE-O” was ever 
acquired and transferred to the defendant counter-claimant, 
the J. L. Prescott Company and leaves defendant to its 
proof thereof. Plaintiff admits that there is recorded in 
Liber L-121, page 279 of the United States Patent Office, a 
purported transfer of the trade-mark 44 CHASE-O” from 
A-l Manufacturing Company to the J. L. Prescott Com¬ 
pany, but denies that the J. L. Prescott Company acquired 
any good-will of said company or that said company ever 
had any good-will or that it continued the business of manu¬ 
facturing and selling 44 CHASE-O” either in the State of 

New Jersev or elsewhere. Plaintiff denies that the defen- 
% 

dant ever affixed or prominently displayed goods bearing 
the trade-mark 4 CHASE-O”. Plaintiff denies that said A-l 
Manufacturing Company ever manufactured, sold and ship¬ 
ped any products bearing the mark which was assigned 
from A-l Manufacturing Company. Plaintiff denies that 
the use of the said trade-mark 44 CHASE-O” has been con¬ 
tinuous and uninterrupted and has not been abandoned. 

(3) Plaintiff denies that the defendant has ever manu¬ 
factured a detergent preparation in crystal form, either in 

1913 or at any other time, and denies that the J. L. 

30 Prescott Company ever bought any business in con¬ 
nection with which a product bearing a 44 CHASE-O” 
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mark had been used. Plaintiff denies that any ‘ 4 CHASE-O” 
product has ever been manufactured of high grade mate¬ 
rials, and denies that any reputation in the trade has be^n 
attained for a product of superior quality, and denies thiat 
during any period large sums of money have been expend¬ 
ed in promoting the sale of a product under the trade-mafrk 
“CHASE-O”, and denies that the public has ever come to 
regard such product as a product of high excellence, or as 
emanating from the J. L. Prescott Company or its alleged 
predecessors in business 

(4) Plaintiff denies that the mark “CHASE-O” has 
ever been devised and adopted by any predecessors or the 
defendant or has been universally respected and acquie^ed 
in by the public and denies that the plaintiff at any time has 
commenced any infringing acts with respect to s|aid 
“CHASE-O” mark. 

The plaintiff denies that the defendant or it predecessors 
exercised any effort or diligence in preventing others ffom 
employing the said “CHASE-O” mark or simulations 
thereof, and denies that defendant has exercised any effort 
to cause the discontinuance by any persons or parties oi the 
sale of merchandise employing the mark “ CHASE-0V or 
simulations thereof having similar descriptive properties 
as the ‘ ‘ CHASE-0 ’’ product, and denies that there \ has 
been any discontinuance of unauthorized use of the said 
trade-mark “CHASE-O” or words colorably similar there¬ 
to, for goods similar in respect to their descriptive prop¬ 
erties and/or usefulness. j 

(5) Plaintiff denies the value of the “CHASE-O” trade¬ 

mark is in excess of $500,000.00, and denies that said trade¬ 
mark has any substantial value. J 

(6) Plaintiff admits that on or about Septejmber 
31 17th 1920, it commenced to market and caused (to be 
distributed throughout the United States, including 
New Jersey, soap flakes to which the mark “CHIPSO? was 
affixed, but denies that said “CHIPSO” soap flakes are for 
purposes similar or identical with the purposes for nvhich 
the product “CHASE-O” was intended at the time defen¬ 
dant acquired any rights thereto. Plaintiff specifically de¬ 
nies that said soap flakes are for purposes similar oij iden¬ 
tical with the purposes for which any product knojvn as 
“CHASE-O” was intended as the same was constituted 
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when plaintiff began its use of the mark “CHIPSO”. 
Plaintiff denies that in its use of its “CHIPSO” mark for 
soap flakes, it requires any authority of the said defendant, 
and denies that the name 4 4 CHIPSO 7 9 is alike or colorably 
similar to the mark 44 CHASE-O”, excepting in so far as 
defendant has applied its mark to its 4 4 CHASE-O” pack¬ 
age in a manner simulating the manner in which plaintiff 
applies its 4 4 CHIPSO 7 7 mark to its product. 

(7) Plaintiff denies that its manner of marking its 
4 4 CHIPSO 7 7 Soap flakes or applying said mark on an in¬ 
cline on the face of its package, has any effect of wrongfully 
and deceptively representing to the public at large that the 
plaintiff’s said 4 4 CHIPSO 77 product is the product of the 
defendant, or put out by the authority of the defendant, and 
denies that any of plaintiff 7 s acts have constituted any vio¬ 
lation of any rights of the defendant in respect to the trade¬ 
mark 4 4 CHASE-O” or United States Patent Office registra¬ 
tion No. 94,425, and denies that it has committed any unfair 
competition in trade. 

(8) Plaintiff denies that it had knowledge of defendant’s 
mark 44 CHASE-O” and denies that it acted knowingly or 
deliberately or with intent to usurp to itself any gains and 
profits due to any similarity between said marks and prod¬ 
ucts, and denies that it has bv its acts caused anv confu- 
sion in trade arising from its use of its mark 44 CHIPSO”. 

(9) Plaintiff denies that the articles 44 CHASE-O” 
32 and 4 4 CHIPSO 7 7 were intended for the same general 
use at the time defendant acquired any rights to the 
44 CHASE-O” product, and denies that they were then sold 
by the same distributing persons and concerns, and denies 
that in the domestic use by the purchasing and consuming 
public, that there was any association between the two prod¬ 
ucts because of any similarity of names or similarity of use¬ 
fulness, and denies that the public believed the two products 
were products of the same manufacturers. Plaintiff denies 
that the distribution of the 44 CHASE-0 77 product is ren¬ 
dered difficult and that its attempts to advertise are ren¬ 
dered nugatory because of any similarity of names or uses 
causing the public to believe that CHASE-O” and 44 CHIP¬ 
SO” are the same. Plaintiff denies that any one confused 
the names at the time defendant acquired any rights to its 
“CHASE-O” mark or that they did not know which applied 
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to one and which to the other, or that the origin of the two 
products was the same, or that the plaintiff has committed 
any acts to the damage of the defendant, or that unfair com¬ 
petition has existed to any damage to this defendant. 

(10) Plaintiff admits that it was notified of alleged 
infringement but denies that it has persisted in any infringe¬ 
ment, or in any unfair competition, and denies that it delib¬ 
erately stated its intention to continue the same to the (loss 
or damage of the defendant-counterclaimant, and as to jany 
unfair competition states that this was, as hereinafter 
alleged, the result of the acts of the defendant herein land 


that defendant’s alleged business in the manufacture 


bf a 


product called 4 ‘ CHASE-0 ’ ’, dates from the year 1924 Only 
and that the rights of the plaintiff herein dates from ^.920. 

By way of further defense against said counterclaim, 
plaintiff avers that the “CHASE-O” mark alleged 
33 to be owned by the defendant, possesses no distinc¬ 
tive characteristics entitling the defendant to tho use 
of this mark as a distinctive trade-mark, except in particu¬ 
lars in no way common to the mark “CHIPSO”, the said 
mark being colorably similar to the following registered 
marks in all its general aspects:— 


Name 

“SAYSO” 
“CHASE DIRT” 
“CASCO” 
“CASCO” 
“CASCO” 


Reg. No. 

33,029 

87,425 

70,552 

70,769 

264,368 


and many others which plaintiff prays leave to subnet by 
amendment. I 

Plaintiff further avers that the “CHASE-O” m^rk of 
the defendant is invalid as a trade-mark because <jrf the 
long prior adoption and use by the Cudahy Packing (po., of 
Chicago, HI., of its mark “CHASES DIRT” on ilfs Old 
Dutch Cleanser package and as shown in trade-mark Certifi¬ 
cate No. 50,697, dated March 27, 1906. 

Plaintiff avers that the trade-mark “CHIPSO”,, since 
its adoption in 1920, has become a household word ih more 
than half the homes in the United States as indicatihg the 
package soap product of the plaintiff; that millions of dol- 
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lars have been spent in advertising this product which is 
one of the best known package soap products in the world; 
that the defendant stood by acquiescing in the use by this 
plaintiff of this mark and that through acquiescence, laches 
and estoppel, the defendant is deprived of any right to the 
injunctive relief or accounting for which it prays. 

Plaintiff further avers in defense of the averment that its 
“CHIPSO” package is a deceptively colorable imitation of 
the 4 4 CHASE-O’ ’ package, that when it began in Septem¬ 
ber 1920, to market its “CHIPSO” product, plaintiff 
34 adopted a distinctive box design which the defendant 
later simulated and copied, and that if there is any 
confusing similarity of appearance between the 44 CHASE- 
0” product of the defendant, and the “CHIPSO” product 
of the plaintiff, plaintiff was the first to adopt its distinctive 
package, and that if any damage has been done, it has been 
to the detriment of this plaintiff, Plaintiff avers that since 
its adoption of the trade-mark “CHIPSO” in 1920, it has 
activelv and continuouslv used said trade-mark and has 
built up an extensive business in the product named known 
and marked “CHIPSO”, and that it has advertised the 
same widely and expended millions of dollars in doing so. 
“CHIPSCT ’ has become a household word in more that half 
the homes in the United States as indicating the package 
soap product of plaintiff. Defendant and all of its predeces¬ 
sors in alleged title from 1920, and thereafter, had immedi¬ 
ate, actual knowledge of the continuous use by plaintiff of 
said mark, and of the fact that it was continuously expend¬ 
ing vast sums in advertising and otherwise building up the 
good-will attached to said name, “CHIPSO”. Through¬ 
out all of said time and until in 1929 and after the com¬ 
mencement of the controversy arising out of the claim 
asserted by plaintiff as now set forth in the petition herein, 
neither the defendant nor any of its predecessors in alleged 
ownership of the mark 4 4 CHASE-O’ ’ ever made any com¬ 
plaint or objection to the use by plaintiff of the trade-mark 
“CHIPSO”. Plaintiff avers that if defendant began or 
continued to market a product under the name 
“CHASE-O”, after the assignment to it of the alleged 
mark “CHASE-O”, (which said claim is denied by plain¬ 
tiff), the plaintiff as defendant well knew, had a large, valu¬ 
able, substantial good-will and an established trade and 
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business in its package soap under the mark “CHIPSO”. 
Defendant and its predecessors in alleged ownership of the 
mark 4 * CHASE-O’ ’ stood by, asquiescing in the jase 

35 by this plaintiff of its mark “CHIPSO” and aban¬ 
doning its claim to the exclusive right to the usd of 

the mark “ CHASE-O’ ’ in so far as the use by plaintiff of 
the trademark “CHIPSO” constituted any invasion there¬ 
of. Plaintiff further avers, upon belief that the failuri to 
act on the part of defendant and its predecessors in alleged 
ownership and their acquiesence in the conduct of the plain¬ 
tiff was partly by reason of their recognition of the rights 
of the plaintiff and partly in the hope and expectation ifhat 
it might profit by the plaintiff’s advertising of the mark 
“CHIPSO” by enhancing defendant’s sales of “CHA3E- 
0”. By reason thereof, the defendant is deprived of lany 
right to the injunctive relief or accounting for whicn it 
prays. | 

Plaintiff avers that when J. L. Prescott Company received 
an assignment from A-l Manufacturing Company of the 
“CHASE-0” mark, and the good-will of the businesfe in 
connection with which the mark had been used, that $aid 
good-will had vanished because of abandonment, and that 
therefore, when the J. L. Prescott Company began to manu¬ 
facture their “CHASE-0” product in 1924, the plaiktiff 
had been estblished in its “CHIPSO” market for substan¬ 
tially four years. Plaintiff avers that if there is any con¬ 
fusion between the products “CHASE-0” and the prod¬ 
uct 4 CHIPSO”, that such confusion entitled the plaintiff 
to assert its rights against the defendant. 

Plaintiff avers that Chase-0 Manufacturing Company, 
the putative intervening holder of the registration certifi¬ 
cate for the mark “CHASE-0” and J. L. Prescott Com¬ 
pany, cannot now be held to complain of infringement or un¬ 
fair competition of this plaintiff in its marketing of its 
“CHIPSO” product, because said parties and corporations 
had acquiesced in the use of the ‘ ‘ CHIPSO ’ ’ mark by^ this 
plaintiff, and that if they had otherwise had any rights, 
their laches in asserting any rights became lost because 
of said laches, and that the defendant, J. L. Prqscott 

36 Company is now estopped to interfere with the good¬ 
will of the “CHIPSO” business of the plaintiff, or 


i 
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the manufacture, use and sale of the plaintiff’s “CHIPSO” 
product. 

WHEREFORE, plaintiff prays this Honor&ale Court 
that the counterclaim of the defendant be dismissed, and 
that plaintiff be awarded its cost herein expended. 

Plaintiff’s Counterclaim Against Defendant’s Counterclaim 

Further answering the counterclaim set forth in the 
Answer of the Defendant, and by way of counterclaim 
against said Defendant, Plaintiff avers: 

First 

Plaintiff adopts and makes part hereof each and all of 
the allegations of the answer to the defendant’s counter¬ 
claim. 

Second 

That in or about the vear 1920, The Procter & Gamble 
Company, a corporation organized and existing under and 
by virtue of the laws of the State of Ohio, and whose place 
of business is Sixth and Main Streets, in the Citv of Cincin- 
nati, County of Hamilton and State of Ohio, commenced 
the manufacture and sale of soap chips in cartons, for which 
it adopted a characteristic and distinctive trade-mark con¬ 
sisting of the word “CHIPSO”, arranged in a panel extend¬ 
ing diagonally across the face of the carton, said manner of 
applying said mark to said “CHIPSO” package being in 
accordance with the established practice of The Procter & 
Gamble Company and its predecessors in business, in dis¬ 
tinctively applying its marks to its packages in an arbitrary 
artificial manner, said manner of applying its trade-mark 
having been used on its and its predecessors “SOPADE” 
product for many years prior thereto and as shown in 
trade-mark certificate No. 70,940, dated October 20, 1908, 
said “SOPADE” mark No. 70,940 and the good-will of the 
business in connection with which the mark was used 
37 having been used since March 31, 1908, and having 
been acquired by this plaintiff on November 4, 1914. 

Third 

That in or about the year 1920, the Proctor & Gamble 
Company, a corporation organized and existing under and 
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by virtue of the laws of the State of Ohio, and whose plhce 
of business is Sixth and Main Streets, in the City of Cinqin- 
nati, in the County of Hamilton and State of Ohio, com¬ 
menced the manufacture and sale of said ‘ ‘ CHIP SO ’ ’ sqap 
chips in cartons, on which a yellowish orange diagonal panel 
extended across the face of the carton, in which panel f;he 
said “CHIPSO” trade-mark was inserted and the back¬ 
ground on which the panel appeared was in the distinctive 
color dark blue, which said contracting colors, dark blue 
and yellowish-orange, are a distinctive feature of the pack¬ 
age in which said “CHIPSO” soap chips have been Con¬ 
tinuously manufactured and sold. Being entitled, in ac¬ 
cordance with the Statutes of the United States provicjing 
for such matters, to a registration of the said trade-mkrk 
bearing the diagonal panel with the colors of the panel hnd 
of the background being the contrasting colors yellowish- 
orange and dark blue, The Proctor & Gamble Company, did, 
on February 5, 1930, file an application for registration of 
the said distinctive contrasting color carton design in I the 
United States Patent Office, and after due proceedings in 
accordance with the law there was granted and issued to 
said The Proctor & Gamble Company a registration of said 
distinctive colored design mark, the certificate thereof bear¬ 
ing No. 272,867, and dated July 15, 1930, and that plaintiff, 
as far as colors are concerned has adopted the distinctive 
color arrangement to many of its soap products, among 
others its “OXYDOL” product. 

Fourth 

Since the initial manufacture of its soap in qhip 
38 and flake form in 1920, as above discribed, the 
‘ ‘ CHIPSO ’ ’ product has been manufactured of Jiigh 
grade materials, and as a result of which said product! has 
attained the reputation in the trade as being a product of 
superior quality, and during said period, from its date of 
first use in 1920, large amounts of money have beeh ex¬ 
pended in promoting the sale of said product under isaid 
trade-mark “CHIPSO”, as a result of which, the phblic 
has come to regard the said product as a product of ihigh 
excellence, and as emanating from the plaintiff, The Proc¬ 
tor & Gamble Company. 
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Fifth 

Since the devising and adopting of the said distinctive 
trade-mark “CHIPSO” and its distinctive design of pack¬ 
age by plaintiff, the exclusive rights of said plaintiff in re¬ 
spect to the said trade-mark “CHIPSO” and its distinctive 
application of said mark to its package, have been univer¬ 
sally respected and acquiesced in by the public, except and 
until the commencement by the defendant of the infringe¬ 
ment and unfair acts hereinafter complained of. 

Plaintiff has at all times exercised great effort and dili¬ 
gence in order to prevent others from employing the said 
distinctive carton design and the manner of applying the 
trade-mark thereto, or simulations thereof, in connection 
with the sale of any merchandise having similar descriptive 
properties as its said product, and so far as known to this 
plaintiff all persons or parties, other than this defendant, 
have been caused to discontinue the unauthorized use of the 
said carton design with a trade-mark appearing thereon in 
a deceptively similar manner for goods similar in respect 
to their descriptive properties and/or usefulness. 

Sixth 

Plaintiff avers that by reason of the premises the 
39 value of its good-will in and to its said mark and its 
distinctive package design is in excess of many mil¬ 
lions or dollars. 

Seventh 

Plaintiff aters, upon information and belief, that in or 
about the year 1924, this defendant commenced to market 
and cause to be distributed throughout several of the States 
of the United States, including New Jersey, a certain bluing 
powder and that the packages containing the same have 
affixed thereto the name “CHASE-O”, the letters of which 
mark extended in a diagonal panel across the front of the 
package in the same manner in which the letters of plain¬ 
tiff’s “CHIPSO” mark were applied, without the authority 
of the said plaintiff, and the said defendant has caused said 
packages to be introduced into interstate commerce by ship¬ 
ping the same into and between various States of the United 
States and otherwise, said letters of said “CHASE-O” 
mark being, in general significance, applied in an arrange- 
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ment similar to the manner in which plaintiff’s trade-mark 
“CHIPSO” was applied to plaintiff’s “CHIPSO” prodijct. 

j Eighth j 

Plaintiff avers, upon information and belief, that injor 
about the year 1928, this defendant commenced to market 
and cause to be distributed throughout the United States, in¬ 
cluding New Jersey, a product containing soap in finely 
divided form, which was made by adding soap to what had 
formerly been merely a bluing powder and that said hew 
product was thereupon stated to be for purposes identical 
with the purposes for which plaintiff’s product “CHIPSO” 
is intended, and that the packages containing the same mpde 
of increased size over the old bluing powder package, hnd 
otherwise made to appear like the packages in which plain¬ 
tiff had been manufacturing and selling its “CHIPSjO” 
soap chips, and that such changes in the color design of j the 
package in which its “CHASE-O” product jvas 
40 marketed and in the manner of applying said n|ark 
to said package and in size of package and typ^ of 
product contained therein said “CHASE-O” product, yrere 
made by defendant to simulate and with the result of sijmu- 
lating the package which the plaintiff had long previously 
adopted as distinctive for its said “CHIPSO” product, 
without authority of the said plaintiff, and said defendant 
has caused said package to be introduced into interstate 
commerce by shipping the same into and between various 
States of the United States and otherwise, said general de¬ 
sign of defendant’s package, said arrangement of the trade¬ 
mark in a diagonal panel thereon, and the contrasting, col¬ 
ors of the panel and the background being alike and color- 
ably similar to the said package design of plaintiff’s 
“CHIPSO” product. 

Ninth 


said 


That said acts have the effect of wrongfully and decep¬ 
tively representing to the public at large that the defen¬ 
dant’s said “CHASE-O” product is the product oij the 
plaintiff, or put out by the authority of the plaintiff,! and 
said acts of the defendant constitute a violation of thb ex¬ 
clusive rights of the plaintiff in respect to its said distinc¬ 
tive package design, and in respect to its said United Slates 
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Registration No. 272,867, and constitute trade-mark in¬ 
fringement and/or unfair competition in trade. 

Tenth 

Plaintiff avers that prior to the adoption and use by de¬ 
fendant in trade of its “CHASE-O” product hereinbefore 
referred to, defendant had knowledge of the general design 
of plaintiff’s said “CHIPSO” package, and of plaintiff’s 
manner of applying its mark to said package, and know¬ 
ingly and deliberately in spite of said knowledge, and with 
intent tb usurp to itself any gains and profits arising 
41 because of confusion between said packages and prod¬ 
ucts, did enter into the use of the said “CHASE-O” 
package design bearing the distinctive contrasting yellow¬ 
ish-orange and blue colors with the diagonal letters of the 
mark arranged in a panel which had long been character¬ 
istic of the plaintiff’s “CHIPSO” product. 

Eleventh 

Plaintiff avers that the manifiest intent of said defendant 
in the adoption of the “CHASE-O” package design herein¬ 
before complained of, was to simulate plaintiff’s “CHIP¬ 
SO” package so that said defendant would profit by any 
confusion between the products which resulted because of 
said similarity of package design, all to the great damage of 
the plaintiff, which acts, as alleged, have given rise to un¬ 
fair competition with this plaintiff by the defendant, to the 
great and irreparable damage to this plaintiff. 

Twelfth 

In spite of the knowledge of the defendant of the plain¬ 
tiff’s rights in its use of its “CHIPSO” package and in the 
distinctive contrasting colors of the carton in which its prod¬ 
uct is manufactured and sold, the defendant has persisted 
in the infringement herein complained of , and in the unfair 
competition herein complained of, all to the irreparable loss 
and damage of the plaintiff. 

And forasmuch as plaintiff can have no adequate relief 
except at the hands of a Court of Equity, it respectfully 
prays this Court: 

(a) That the said defendant, its agents, corporate or 
otherwise, servants, attorneys and privies, be perpetually 
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enjoined and restrained, by writ of injunction issuing put 
of and under the seal of this Horonable Court, from further 
infringing upon the rights of this plaintiff, and unfairly 
competing with plaintiff in the premises, and e^pe- 
42 daily from employing and using the aforesaid trade¬ 
mark “CHASE-Q” or any variation thereof or ^ny 
word or symbol so nearly similar thereto, in such a plan¬ 
ner on its package or in a package having such a design, 
as to be calculated to be mistaken for or confused v^ith 
plaintiff’s said “CHIPSO” orange and blue package. 

(b) That the said defendant, its agents, corporate or 
otherwise, servants, attorneys and privies be in like fan¬ 
ner and effect provisionally enjoined and restrained, during 
the pendency of this suit, and until further order of this 
Honorable Court. 

(c) That this Honorable Court make an Order, re¬ 

quiring the defendant to deliver up to the Marshal, for 
destruction all advertising matter, labels, signs, prints, 
packages, boxes, cartons, receptacles, stationery, vouchers, 
statements, checks, and all other articles in their possession 
displaying thereon the word 4 ‘CHASE-O” in a manner 
simulating plaintiff’s manner of applying its “CHIPSO” 
mark to its packages, or simulating the design of plaintiff’s 
“CHIPSO” package. I 

(d) That the denfendant be decreed to account for arid to 
pay to the plaintiff the profits which defendant has made by 
its aforesaid acts, and also to account for and pay tq the 
plaintiff the damages sustained by the plaintiff by reasdn of 
the aforesaid unlawful acts, and also plaintiff’s costs of 
this suit, and that this cause may be referred to a Master to 
take and report to the Court all said profits and damages. 

(e) And that plaintiff may have such other and further 
relief in the premises as the nature of the case may require 
and to your Honors may seem meet. 

THE PROCTER & GAMBLE COMPANY, 

By H. G. FRENCH! 

Vice. Pres . 

43 Cooper, Kerr & Dunham 
Allen & Allen, 

Dinsmore, Shohl & Sawyer 
Counsel for plaintiff. 
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Verification 

State of Ohio, 

County of Hamilton, ss : 

H. G. French, being duly sworn according to law, deposes 
and says, that he is Vice-President of The Proctor & Gamble 
Company, Plaintiff herein; 

That he has read the foregoing Answer to Counterclaim 
of the Defendant, and knows the contents thereof, and that 
the statements therein contained are true, of his own knowl¬ 
edge, except as to those matters stated to be alleged on in¬ 
formation and belief, and as to those matters, he believes 
it to be true; 

That he has signed the said Answer as Vice-President 
of The Procter & Gamble Company, plaintiff herein, and the 
reason why the Answer is not verified by the Plaintiff is be¬ 
cause it is a corporation. 

H. G. FRENCH. 

Subscribed and sworn to before me this 8th day of De¬ 
cember, 1931. 

WM. F. MILLER (Seal) 
Notary Public, Hamilton 
County, Ohio. 

WM. F. MILLER, 

Notary Public, Hamilton 
County, Ohio. 

My Commission expires March 30, 1933. 

44 District Court of the United States of America 

District of New Jersey 


I, George T. Cranmer, Clerk of the District Court of the 
United States of America for the District of New Jersey, 
in the Third Circuit, do hereby certify the foregoing to be a 
true copy of the original ANSWER TO COUNTERCLAIM 
&c., on file, and now remaining among the records of the 
said Court, in my office. 

In Testimony Whereof, I have hereunto subscribed my 
name and affixed the seal of the said Court, at Trenton, in 
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i 


said District, this 19th day of September, nineteen hundred 
and thirty-three. I 

GEORGE T. CRANMER 

(Seal) Clerk, District Court, U. SJ 

! I 


(On back) 


By L. M. ZARP, 

Deputy. 

Equity 4307 

C 


United States District Court 
District of New Jersey 


The Pbocter & Gamble Company 
Plaintiff 
vs. 

J. L. Prescott Company 
Defendant 

Answer to Counterclaim of Defendant 

Filed Dec. 10, 1931 at 9 o’clock A.M. I 

GEORGE T. CRANMER, Clerk. 

MMF-PRP-SAB 

45 Order to Show Cause. | 

Filed June 12 1935 

• * * • # * * * * 

Considering plaintiff’s application for an order to tempo¬ 
rarily restrain Conway P Coe, as Commissioner of Patenfts, 
from cancelling from the records of his office trade-mprk 
Registration No. 141,205 for plaintiff’s mark Chipso;— 

It is this 12th day of June, 1935, ADJUDGED and OR¬ 
DERED, That the defendant Conway P. Coe as Comnps- 
sioner of Patents show cause, if any he have, at ten o ’cl<pck 
a. m. of Friday the fourteenth day of June, 1935, before the 
Motions Court, Supreme Court of the District of Columbia, 
why such temporary restraining order should not issup as 
prayed. 

DANIEL W. O’DONOGHUE 

Justice. I 
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Restraining Order. 

Filed June 14 1935 

********* 

This cause having come on for hearing on plaintiff’s ap¬ 
plication for a temporary restraining order and the return 
of the defendant to the rule to show cause, if any he have, 
why such temporary restraining order should not issue, and 
the Court being now sufficiently advised;— 

It is this fourteenth day of June, A. D., 1935, AD¬ 
JUDGED and ORDERED that Conway P. Coe, Commis¬ 
sioner of Patents, be and he is hereby restrained from can¬ 
celling from the records of his office Registration No. 
141,205 for the plaintiff’s mark Chipso until the further 
order of this Court in the premises. 

DANIEL W. O’DONOGHUE 

Justice. 


46 Motion to Dismiss. 

Filed June 28 1935 

********* 

NOW COMES the defendant, Conway P. Coe, Commis¬ 
sioner of Patents, by his attorney, R. F. Whitehead, and 
moves this Honorable Court to dismiss the Bill of Com¬ 
plaint in the above entitled case on the following grounds: 

1. That the petition for cancellation referred to in the 
Bill of Complaint was filed by The J. L. Prescott Company 
under the provisions of Section 13 of the Trade-Mark Act 
of February 20,1905 (15 U. S. C. A. 93): 

That the petition for cancellation was duly prosecuted 
and that an appeal from the decision of the Commissioner 
of Patents holding that the trade-mark of The Procter & 
Gamble Company should be cancelled was taken by that 
Company to the United States Court of Customs and Pat¬ 
ent Appeals in accordance with the provisions of Section 9 
of the Trade-Mark Act of February 20,1905 (15 U. S. C. A. 
89), and the Act of March 2,1929 (28 U. S. C. A. 309a): 

That the United States Court of Customs and Patent Ap¬ 
peals has affirmed the decision of the Commissioner of Pat- 
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ents; and Section 4914 R. S. (35 U. S. C. A. 62) provides, 
with reference to appeals from the Patent Office to tpe 
United States Court of Customs and Patent Appeals, thatj— 

* * * After hearing the case the court shall return to the 
Commissioner a certificate of its proceedings and decision, 
which shall be entered of record in the Patent Office, atid 
shall govern the further proceedings in the case. 

That the decision of the said United States Court of Cus¬ 
toms and Patent Appeals is a final decision and it is the 
duty of the Commissioner of Patents to enter an order'of 
cancellation of the trade-mark of The Procter & Gamble 


Company in accordance with the decision of that Court. 

2. That an amended counter-claim in the suit of 
47 The Procter & Gamble Company v. The J. L. Pres¬ 
cott Company, No. 4307, in the United States District 
Court in the District of New Jersey, was filed under ‘;he 
provisions of Section 22 of the Trade-Mark Act of Febru¬ 
ary 20, 1905 (15 U. S. C. A. 102), and that Section 9 ^nd 
Section 22 provide concurrent remedies, and where a party 
has concurrent remedies and both are proceeded witl^, a 
final decision in one of the proceedings is conclusive in the 
other as res adjudicata. 

3. That two methods of review of the decision of jthe 
Commissioner of Patents in the cancellation proceedings 
were open to plaintiff, whose registration was involve^ in 
the proceeding, viz., the bringing of a suit in equity under 
the provisions of Section 4915 R. S., and appealing to the 
United States Court of Customs and Patent Appeals. The 
plaintiff having elected to file the appeal is not entitled, 
when the decision of the United States Court of Customs 
and Patent Appeals is adverse to it, to have the issuance of 
an order of cancellation in accordance with the decision, 
withheld. 

R. F. WHITEHEAD 
Solicitor for the Patent Office, 
Attorney for Defendant. 

June 28,1935. 
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48 Plaintiff’s Points and Authorities Against Mo¬ 

tion to Dismiss by Defendant. 

Filed January 28 1936 

• >**##*** 

1. The matter brought up on the present motion to dis¬ 
miss is merely a second presentation of the same points 
presented py the defendant before Mr. Justice O’Donoghue 
on motion for preliminary injunction. Justice O’Donoghue 
was of the' opinion after hearing both sides to this matter, 
that it was. his duty to restrain the Commissioner of Patents 
from proceeding further with cancellation of plaintiff’s 
registration of Trade-Mark, pending determination of the 
propriety of making such cancellation, which was pending 
under Sec. 22 of the Trade-Mark Act (15 U. S. C. A. 102) 
before the U. S. District Court of New Jersey. It should 
be noted that the injunction prayed for in the present bill 
is merely , for this Court, which has personal jurisdiction 
over the Commissioner of Patents, to restrain him yendente 
lite in another Federal court, which court does not have 
such jurisdiction over the Commissioner. 

2. It has been held in the decision in United States ex Eel. 
Baldwin vs. Robertson , Commissioner of Patents , 265 U. S. 
168, that a defeated party in a trade-mark proceeding can 
have like remedies to a defeated party in a patent proceed¬ 
ing. Rev. Stat. (Sec. 4915; Sec. 63, Title 35, U. S. C. A.) 
provides for a bill in equity against the Commissioner of 
Patents by a defeated party in a patent proceeding, under 
which a court of general jurisdiction has the authority to 
review the entire matter and direct the Commissioner of 
Patents to carry out its judgment. No such relief is prayed 
for in the present proceeding. Accordingly, the statutes 
with reference to appeals from the Commissioner of Patents 

or suits in equity in lieu of such appeals, have no ap- 

49 plication here. 

3. Section 22 of the Trade-mark Act (Title 15, Sec. 
102, U. S. C. A.) provides for a suit in the courts between 
the owners of conflicting trade-mark registrations in which 
proceeding a court of equity is authorized to direct or re¬ 
fuse to direct cancellation of one of the registrations. The 
Commissioner of Patents is bound by the decision in such 
a case:— 
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Corning Glass Works v. Robertson, 65 F. (2d) 4^6; 
U. S. ex Rel. Baldwin v. Robertson, Com’r, &c., supr\a; 


Such a proceeding has been pending between the parties 
hereto in the courts as set forth in the bill of complaint 
herein, since November 20th, 1931. It was filed by the J.[L. 
Prescott Company against the plaintiff here; issue has been 
joined thereon, testimony taken, the cause argued and there 
is nothing left for the court to do except decide the matter. 
The Patent Office proceeding of said Prescott Comply 
against the present plaintiff sought the same relief but \tas 
conducted under the constant protest of Procter & Gamble 
Company that the proceeding should be stayed pending de¬ 
termination of the said proceedings in a court of equity. 

4. A decision in the United States Patent Office in an in¬ 
terference between applications for patent is not res adjudi- 
cata in subsequent proceedings under Sec. 4915, Rev. Stat. 
U. S. (Now Sec. 63, Tit. 35 U.S.C.A) 

Morgan v. Daniels, 153 U. S. 120; 

Radio Corp’n of America, et al., vs. Radio Engineer¬ 
ing Laboratories, Inc., 293 U. S. 1. 

Also the same is true with regard to suits under Revised 
Statutes, Sec. 4918 (Sec. 66, Title 35 U.S.C.A.), providing 
for suits between interfering patent owners:— 

Radio Corp’n v. Engineering Laboratories, Supra. 

50 The same rule should apply to Sec. 22 of the Trade¬ 
mark Act (Tit. 15 U.S.C.A. Sec. 102) on the same line 
of reasoning. The decision of the Commissioner of Patents 
in the present matter could not be res adjudicata as tp the 
co-pending proceeding between the same parties forj the 
same relief in the United States District Court because, as 
held in the authorities above noted under section 3 hereof 
the decision in the United States District Court will be bind¬ 
ing on the Commissioner of Patents. I 

5. The decision in Grubb vs. Public Utilities Commission 
of Ohio , 281 U. S. 470, has no application to the present 
proceeding: Grubb had submitted his difficulties to the 
courts of the state of Ohio and the final court in that Jstate 
had adjudicated them. This decision was then res adjudi¬ 
cata. In the present matter the tribunals of the United 
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States Patent Office, which includes the Court of Customs 
and Patent Appeals (Tit. 28, Sec. 309(a) U.S.C.A)— 

Pacific Northwest Canning Co. v. Skookum Packers’ 
Association, 283 U. S. 858; 

Postum Cereal Co. v. California Fig-Nut Co., 272 
U. S. 693; 

are not courts of general jurisdiction and the Commissioner 
of Patents is bound under Section 22 of the Trade-mark Act 
(Tit. 15, Sec. 102 U.S.C.A.) to follow the decision of the 
Federal court if the same matter be presented to it. In the 
Grubb case there was no statute conferring directory juris¬ 
diction on the Federal courts, but, on the contrary, Grubb 
had a right of appeal to the Supreme Court of the United 
States and failed to take such an appeal from the Ohio 
courts. 

6. The general equity jurisdiction of a court to restrain 
an administrative officer from taking action which would re¬ 
sult in damaging the rights of a citizen surely needs so 
authority. That is what is prayed for in this instance 
since all that is asked is that the Commissioner be 
51 constrained to preserve the registration of the plain¬ 
tiff until such time as the plaintiff’s right thereto 
may be decided in the court proceeding in the United States 
District Court of New Jersey, as recited in the bill. Indeed 
whether or riot the Patent Office decision is res adjudicata 
upon him should be decided by the United States District 
Court in New Jersey, and is not involved in the issue 
here. The District Court in New Jersey may come to the 
same conclusion as the Patent Office in this matter but until 
it does so simple justice would seem to require this court, 
which has jurisdiction over the Commissioner of Patents,— 
which the District Court of New Jersey does not,—to order 
the Commissioner to refrain pending the decision in New 
Jersey, from cancelling Procter & Gamble’s registration. 

Respectfully submitted, 

MARSTON ALLEN 
FREDERIC D McKENNEY 
1 C. RUSSELL RIORDON 

Attorneys for Plaintiff , 
The Procter & Gamble Company . 
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Decree. 

Filed October 8—1936 

This cause came on to be heard upon defendant’s Motion 
to Dismiss the Bill of Complaint and was argued by ^he 
attorneys for the respective parties, and upon considera¬ 
tion thereof, j 

It is Adjudged, Ordered and Decreed this 8th day of Oc¬ 
tober, 1936, that the Motion to Dismiss be and the same is 
hereby granted, that the Bill of Complaint be and the same 
is hereby dismissed, and that the Restraining Order hereto¬ 
fore issued be and the same is hereby vacated. 1 

JESSE C ADKINS j 

Justice. 

52 Approved as to form by: 

MARSTON ALLEN 
C. RUSSELL RIORDON 
Attorneys for Plaintiffs 

From the foregoing decree the plaintiff, The Procterjand 
Gamble Company, in open court on the 8th day of Octbber 
1936, note an appeal to the United States Court of Appeals 
for the District of Columbia, and the Court fixes the cost 

' l 

bond on said appeal in the sum of $100.00 or in lieu thereof 
the sum of $50.00 cash to be deposited with the Clerk of the 
Court. 

JESSE C ADKINS 

Justice. 

Memorandum 

OCTOBER 23—1936. 

$50 deposit in lieu of Bond on Appeal. 

Assignment of Errors 
Filed November 9—1936 

###***##[# 

Now comes the appellant, (plaintiff), by its attoifneys, 
and says, that the Decree Dismissing the Bill of Complaint 
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and Vacating the Restraining Order, made and entered on 
the 8th day of October, 1936, is erroneous, and against the 
just rights of the said appellant (plaintiff) for the follow¬ 
ing reasons: 

1. The Court erred in granting Defendant’s Motion to 
Dismiss. 

2. The Court erred in dismissing Appellant’s (Plaintiff’s) 
Bill of Complaint on motion of the Defendant. 

3. The Court erred in vacating the restraining order is¬ 
sued heretofore. 

: ' F. D. McKENNEY 

1 Attorney for Plaintiff 

C. RUSSELL RTORDON 

Of Counsel 

Service of the above Assignment of Errors ac- 
53 knowledged this 7th day of November, 1936. 

! R. F. WHITEHEAD 

Solicitor for Commissioner of Pais, 
and attorney for Defendant 


Designation of Record 
Filed November 9—1936 

********* 

The Clerk will please prepare the record on appeal in the 
above-entitled case, and include in the Transcript the fol¬ 
lowing : 

1. Bill of Complaint and Motion for Injunction 

2. Order to Show Cause of June 12,1935 

3. Restraining Order, O’DONOGHUE, J. 

4. Defendant’s Motion to Dismiss Bill of Complaint 

5. Plaintiff’s Opposition to Motion to Dismiss 

6. Decree Dismissing Bill of Complaint and Vacating 
Restraining Order, Notation of Appeal, and Order Fixing 
Bond at $100., or cash deposit of $50. for costs on appeal, 
Adkins, 

7. Memorandum by Clerk of Making by Plaintiff of $50. 
cash deposit on appeal. 
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8. Assignment of Errors 

9. This Designation. 


C. RUSSELL RIORDON 
Of Counsel 


F. D. McKENNEY j 
Attorney for Plaintiff 


Service of the above Designation of Record, to whiclji I 
consent, acknowledged this 7th day of November, 1936. 

R. F. WHITEHEAD 
Solicitor for Commissioner of Patents 
a f ad attorney for Defendant 


54 District Court of the United States for the 

District of Columbia. 

United States of America, 

District of Columbia , ss: 

I, Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 53, both inclusive, 
to be a true and correct transcript of the record, according 
to directions of counsel herein filed, copy of which is niade 
part of this transcript, in cause No. 58864 in Equity, wherein 
The Procter & Gamble Company, a corporation, is Plaintiff 
and Conway P. Coe, Commissioner of Patents, is Defen¬ 
dant, as the same remains upon the files and of record in 
said Court. 

In Testimony WTiereof, I hereunto subscribe my name 
and affix the seal of said Court, at the City of Washington, 
in said District, this 18th day of December, 1936. 

C. E. STEWART, 

Cleric. 


(Seal) 
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55 In the United States Court of Appeals for the 

District of Columbia 

Appeal No. 

(Equity No. 58,864) 

The Procter & Gamble Company, Appellant 

vs. 

Conway Pi Coe, Commissioner of Patents, Appellee 


Stipulation 

It is hereby stipulated and agreed by and between the 
parties to the above entitled cause, through their respective 
attorneys, the Honorable Court consenting, as follows: 

That in accordance with the provisions of the rules of the 
United States Court of Appeals for the District of Colum¬ 
bia, and particularly Paragraph 5, Rule 6 thereof, in order 
to avoid unnecessary printing and enlargement of the rec¬ 
ord, that the printed transcript of record in Patent Appeal 
No. 3462 of the U. S. Court of Customs and Patent Appeals, 
and the opinion of the court therein, which printed record, 
and opinion are referred to in the motion for injunction 
accompanying the Bill of Complaint herein, may be con¬ 
sidered and offered as a physical exhibit with the same 
full force and effect as though printed in the transcript of 
record herein, as showing the record before the U. S. Court 
of Customs and Patent Appeals in Cancellation Proceed¬ 
ings, No. 2373 of the U. S. Patent Office, and that said tran¬ 
script of record and opinion may be referred to by either 
party as desired. 

C. RUSSELL RIORDON 
i ALLEN & ALLEN 

Attorneys for Procter & Gamble Co, 

Approved: 

GEORGE E. MARTIN 
Chief Justice 
January 5, 1937. 

R. F. WHITEHEAD 
Solicitor for U, S, Patent Office and 
Attorney for the Commissioner of Patents 

Washington, D. C., Dec. 15th 1936 


THE PROCTOR & GAMBLE CO. VS. CONWAY P. COE. 4:J 

Endorsed: 6894 The Proctor & Gamble Company, ^ 
corporation, Appellant, vs. Conway P. Coe, Commissioner 
of Patents Stipulation in re physical exhibit United States 
Court of Appeals for the District of Columbia Filed Dec 
31 1936 Moncure Burke, Clerk. 

Endorsed on cover: No. 6894 The Proctor and Gamble 
Company, a corporation, Appellant, vs. Conway P. Coe, 
Commissioner of Patents, United States Court of Appeals 
for the District of Columbia Filed Dec 31 1936 Moncuife 
Burke, Clerk. 
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fHmteti States Court of Appeals! 

for tfje district of Columbia. 

April Term, 1937. 

No. 6894. 

Special Calendar. 

I 

The Procter & Gamble Company, a Corporation^, 

Appellant, j 

v. | 

Conway P. Coe, Commissioner of Patents. J 

Appeal from the District Court of the United States 
for the District of Columbia. 

BRIEF FOR APPELLANT. 

I 

I 

SHORT STATEMENT OF CASE. 

The cause is here on an appeal from a decree of the 
District Court of the United States for the District of 
Columbia passed October 8th, 1936 (Mr. Justice Ad¬ 
kins, sitting), which vacated an interlocutory ord^r of 
the same District Court, passed June 14th, 1935 (Mr. 
Justice O’Donoghue sitting), restraining the appellee, 
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Coe, Commissioner of Patents, from canceling from 
the records of his Office appellants Regis tration No. 
141,205 for trade-mark “CHIPSO” (R. 38) and finally 
dismissed appellant’s Bill of Complaint (R. 43). 

The ground for relief averred by appellant’s said 
Bill, shortly 1 stated, was that the appellant’s adver¬ 
sary, The J. L. Prescott Company, having first insti¬ 
tuted (October 26th, 1931) in the United States Pat¬ 
ent Office its proceedings for cancellation of said 
Trade-Mark No. 141,205, “CHIPSO”, and while said 
proceedings were there still pending and undeter¬ 
mined, had on the 20th day of November, 1931, entered 
suit against this appellant, by way of counterclaim, 
constituting an independent suit in Equity, based upon 
the identical matter of complaint and seeking like re¬ 
lief in the United States District Court for the District 
of New Jersey, wherein voluminous testimony had been 
taken and submitted and decision by the court was im¬ 
minent (R. 2, et seq.). 

The sole object of the instant proceeding wherein the 
appellee Coe as Commissioner of Patents is named as 
defendant, is to prevent administrative action in the 
Patent Office which may operate either to negative or 
possibly render futile any conclusions favorable to 
appellant’s contentions, that ultimately may be de¬ 
clared by the Federal Courts in New Jersey. 

DETAILED STATEMENT. 

The pleadings show that on October 26, 1931, a cer¬ 
tain The J. L. Prescott Company filed a cancellation 
proceedings calling for cancellation of appellant’s reg¬ 
istration of the trade-mark “CHIPSO” under Section 
13 of the Act of February 20th, 1905, U. S. C. A. Title 


15, Sec. 93, based upon a charge of interference with tjhe 
Prescott previously registered trade-mark “Cha^e- 
0”. That on November 20th, 1931, said Prescott Co!m- 
pany filed a proceeding against the appellant with a 
like purpose in the U. S. District Court at Camden, 
N. J., under Sec. 22 of the Act of Feb. 20,1905, U. S. C. 
Title 15, Sec. 102. The latter proceeding (Rec. pp. 
10-14 and Rec. 21 and 22), was in the form of an 
amended counterclaim in an equity suit originally 
filed by the appellant, but to all intents and purposes 
of the present action, this counterclaim should be con¬ 
sidered as an original suit. | 

Faced with the situation of being proceeded against 
in two tribunals for the same thing, i. e., in the Pat|ent 
Office and in the Courts for cancellation of its regis¬ 
tered trade-mark “Chipso” based on alleged inter- * 
ference with the registered mark “CHASE-O”, ap¬ 
pellant, see Court of Customs and Patent Appeals, 
Rec. p. 932, filed on May 17, 1932, a motion to (|on- 
tinue the Patent Office proceeding in view of the Court 
proceeding. This was denied, appealed to the Com¬ 
missioner of Patents by appellant here and a^ain 
denied. The appellant then went through with the 
Patent Office proceeding before the Trade-Mark 
Examiner and on appeal to the Commissioner, and 
lost, the Commissioner decreeing that the appellant’s 
registration be canceled. 

Appellant then moved the Commissioner on 8jept. 
18, 1933, to reopen the matter and suspend the [pro¬ 
ceedings in the Patent Office pending decision of| the 
same issue in the Courts. This was denied on October 
13,1933. 

At that time the decision of this Court in Alexan¬ 
drine v. Coe, 63 App. D. C. 227, 71 Fed. 2nd 348, had 
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not been rendered, and the prevailing rule in the Dis¬ 
trict of Columbia was that the Commissioner was not 
a proper party to a suit under Rev. Statutes 4915 
U. S. C. Title 35, Sec. 63. Thus an attempt to bring 
the proceeding before the Supreme Court of the Dis¬ 
trict under Sec. 4915 (now proper since said decision) 
would not have been possible, because the J. L. Prescott 
Company was a resident of New Jersey and would 
have to be sued there. However, the matter was al¬ 
ready before the U. S. District Court for New Jersey, 
in which State the J. L. Prescott Company had its resi¬ 
dence, under U. S. C. Title 15, Sec. 102, and no other 
proceeding in the courts sitting in that State was either 
called for or indeed, would have been proper. 

Thus the only recourse open to appellant was to ap- 
* peal from the Commissioner’s decision to the Court of 
Customs and Patent Appeals under Section 9 of the 
Act of February 20, 1905, as amended, U. S. C. Title 
15, Sec. 89, which refers to like procedure to that per¬ 
mitted under U. S. C. Title 35, Sec. 59a, Revised Stat¬ 
utes, Sec. 4911, which procedure the appellant adopted. 
Such an appeal vras lodged in December, 1933, and later 
appellant again attempted to arrest the Patent Office 
proceedings by moving the Court of Customs and Pat¬ 
ent Appeals for a continuance of the proceedings, be¬ 
cause at that time, although evidence had been pro¬ 
duced in the proceedings under Sec. 102 and submit¬ 
ted to the District Court in New Jersey, that Court 
had not announced decision in the matter. 

Nevertheless, the Court of Customs and Patent Ap¬ 
peals heard the appeal and sustained the Commission¬ 
er’s order of cancellation. Opinion was filed on April 
29th, 1935, and petition for rehearing was filed and 
denied. Even then the District Court had not decided 


the cancellation issue based on U. S. C. Title 15, Sec. 

102 . 

Thereupon the present bill of complaint was filed, 
reciting the ultimate facts stated more in detail abote, 
and asking that the hands of the Commissioner be 
stayed pending the decision in the United States Counts 
of the issue. Mr. Justice O’Donoghue granted a Re¬ 
straining order and so the matter stood with the 
forum shifting back again to the United States Counts 
in New Jersey. 

The proceedings in New Jersey which then ensued 
do not appear in this record. Suffice it to say that wljat 
took place there impelled Mr. Justice Adkins, who suc¬ 
ceeded to Mr. Justice O’Donoghue in the present cause, 
to dismiss the present bill of complaint on motion of the 
appellee. 

Though not appearing in the record, this Cotaxt 
should know that District Judge Avis in the District 
Court in New Jersey, dismissed the proceeding linger 
Title 15, Sec. 102, on the ground that the decision of 
the Court of Customs & Patent Appeals under Titl4 15 
Sec. 9 was Res Adjudicata of the issue under Sec. 102 
of the same title (Procter & Gamble v. J. L. Prescott 
Co., 16 Fed. Supp. 65). An appeal from such holding 
to the Circuit Court of Appeals for the Third Judicial 
Circuit has been perfected and the basic cancellation 
issue is still pending in said Circuit Court of Appeals. 

Mr. Justice Adkins seems to have felt that he should 
follow and be governed by the decision of District 
Judge Avis, notwithstanding exceptions filed thereto 
and appeal therefrom had been perfected and was 
awaiting hearing. Pending determination of appeal to 
this Court the Commissioner has refrained from lean- 
celling appellant’s mark. Hence the matter is still alive 
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and very important to appellant and the question as 
to whether the Commissioner of Patents should be per¬ 
mitted to cancel the appellant’s registration in the face 
of a proceeding pending between the same parties be¬ 
fore a Court of general jurisdiction elsewhere in which 
such cancellation may be disapproved is open and calls 
for consideration and decision by this Court. 

We might add that there is no way of reviving a 
certificate of registration once it is canceled, and par¬ 
ticularly is this so because the Commissioner insists in 
this proceeding that the question of cancellation is res 
ad judicata, irrespective of what the New Jersey Court 
may determine. 


The motion to dismiss the Bill of Complaint below 
(Rec. 38) was based flatly on the assertion that the 
decision in the Court of Customs & Patent Appeals was 
res ad judicata of the pending proceedings in the Fed¬ 
eral Courts in New Jersey, and there was no reason 
for staying the cancellation (Rec. 39 par. 2); and also 
(Rec. 39 par. 3) that the appellant having appealed to 
the Court of Customs & Patent Appeals was barred 
under Rev. Statutes 4915, as amended, from further 
questioning the propriety of that court’s decision 
either in the District of Columbia or in New Jersey. 

Our argument will be addressed to both of these 
grounds, more particularly the first, because the second 
is based on a complete misapprehension of this pro¬ 
ceeding. This proceeding is not one under Rev. Stat. 
4915, as amended, and has no analogy to it, because it 
does not seek a determination of the propriety of the 
Patent Office proceeding, but is merely a proceeding, 
following recourse to the Patent Office tribunals, to 


I 




stay the hands of the Commissioner of Patents pending 
the conclusion of the same issue as to cancellation, prps- 
ecuted contemporaneously in the Federal Courts by the 
same petitioner, J. L. Prescott Company against ihe 
same registrant, The Procter & Gamble Company, Ap¬ 
pellant here. Hence, if the Bill of Complaint here is 
sustained and the injunction restored, the outcome may 
either be that the Commissioner will ultimately cancel 
the registration or will be ordered by the Court of Ap¬ 
peals of, the Third Circuit, to refrain from doing! so. 

All that the instant proceeding can or is expected to 
accomplish is to hold the situation as it is pending a 
final decision in the Federal Courts of New Jersey^ 


ASSIGNMENT OF ERRORS. 

1. The District Court below- erred in granting 
fendant’s Motion to Dismiss. 


De- 


2. The District Court erred in dismissing Appel¬ 
lant’s (Plaintiff’s) Bill of Complaint on motion of the 
Defendant. 

3. The District Court erred in vacating the restrain¬ 
ing order issued theretofore. 


POINTS OF LAW AND FACTS INVOLVED. 

The several statutes herein referred to will be fbund 
in the Appendix. 

1. The difference between Title 15, Sec. 93 and Title 
15, Sec. 102 is that the former confines the Patent Of¬ 
fice to determining “If—the registrant was not entitled 
to the use of the mark at the date of his application for 
registration thereof”—and the latter states that ^fter 
“due proceedings had according to the course of 
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equity”, the Court may order cancellation of the regis¬ 
tration. 

2. The decisions of the Court of Customs & Patent 
Appeal show that equity does not enter into the can¬ 
cellation proceeding in the Patent Office. Procter & 
Gamble v. J; L. Prescott Co., 77 Fed. (2d) 98. 

3. Both the patent statutes and the trade-mark stat¬ 
utes contemplate suits in the Courts following final 
determinations in the Patent Office, as to the same is¬ 
sues presented in the Patent Office. Patent Statutes, 
Rev. Stat. 4904, U. S. C. Title 35, Sec. 52; Rev. Stat. 
4918, U. S. C. Title 35, Sec. 66. Trade-Mark Statutes, 
Act of Feh. 20th, 1905, Sec. 9 and Sec. 13, U. S. C. Title 
15, Secs. 89 and 93, Act of Feb. 20, 1905, Sec. 22, 
U. S'. C. Title 15, Sec. 102. Under such circumstances 
it is evident that Congress did not intend that Patent 
Office decisions should be res adjudicata as to such 
issues. 

4. The Court of Customs & Patent Appeals is not a 
Court of general jurisdiction but is part of the admin¬ 
istrative system of the Patent Office, so far as patent 
appeals are concerned. Certiorari to the Supreme 
Court does not lie to its administrative decisions. 

Pacific Northwest Caiming Co. v. Skookum Pack¬ 
ers Association, 283 U. S. 858; 

Postum Cereal Co. v. California Fig-Nut Co., 
272 U. S. 693; 

Parkqr-Kalon Corp. v. Coe, 66 App. D. C. 252, 
86 Fed. (2d) 31 (Overruled on other grounds); 

Hygienic Products Co. v. Coe, 85 Fed. (2d) 264. 

5. Decisions of the Patent Office tribunals in inter¬ 
ference matters and the like are not res adjudicata be¬ 
tween the same parties. 
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Morgan v. Darnels, 153 U. S. 120; ! 

Radio Corporation of Amer. v. Radio Engineer¬ 
ing Laboratories, 293 XL S. 1. 

6. The proceedings under Title 15, Sec. 93 and Title 
15, Sec. 102 (sections 9 and 22 of the Trade-Mark ^ct 
of Feb. 20th, 1905) may be concurrent remedies but ihe 
Commissioner of Patents is bound to follow the deci¬ 
sion of the Courts in any proceedings under Sec. 102. 


Corning Glass Works v. Robertson, 62 App. 

D. C. 130; 65 Fed. (2d) 476, 477; r 

U. S. ex rel. Baldwin Co. v. Robertson, 265 U. S. 
168, 181. 

. I 

7. The present proceeding is one to restrain (the 
wrongful action of an Administrative official of the 
government, after complete resort to the administrative 
tribunals concerned, such wrongful action having for 
its object cancellation of appellant’s mark prior to pos¬ 
sible contrary decision of a court of general jurisdic¬ 
tion, by which decision, when announced, the Commis¬ 
sioner will be bound. As such it falls within a recog- 
nized domain of general equity jurisdiction, and i^ not 
a statutory proceeding in any sense: 

Philadelphia Co. v. Stimson, 223 U. S. 605,, 619 
and 620; I 

Santa Fe Rd. Co. v. Lane , 244 U. S. 492; j 

Lane v. Watts , 234 U. S. 525. 


ARGUMENT. j 

1. The two statutes involved in the two proceecjlings 
on which this instant action is based, to wit Secs. 9 and 
22 of the trade-mark statutes, have been considered 
in various aspects in the present Court. So fir as 
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we have been able to ascertain, the present controversy 
presents a still different and entirely novel aspect. 

In the Corning Glass case this Court reviewed the 
holding in the Baldwin case, and made the following 
statement: 

“It was contended (in the Baldwin case) that 
section 9 should not be held to authorize the use 
of a suit in equity for all of the four cases in 
which appeals were provided, because ‘by section 
22 of the same act * * * there is a special pro¬ 
vision for a remedy in equity where there are in¬ 
terfering registered trade-marks.’ The court re¬ 
jected this contention, saying (265 U. S. at page 
181, 68 L. Ed. 962): ‘An examination of section 
22 shows that it refers to an independent suit be¬ 
tween claimants of trade-marks, both of which 
have already been registered. The Co mmi ssioner 
is not a party to such litigation, but is subject to 
the decree of the court after it is entered. * * * 
Section 9 of the Trade-Mark Act is wider than 
section 22 in its scope. It includes one who ap¬ 
plies for registration of an unregistered trade¬ 
mark which interferes with one already regis¬ 
tered.’ 

“The conclusion deducible from the language 
used is that section 9 embraces a Patent Office pro¬ 
ceeding for the cancellation of the registration of 
a trade-mark under section 13, notwithstanding 
interfering registered trade-marks are involved. 

“We are clearly of the view that section 13 au¬ 
thorizes a proceeding in the Patent Office for the 
cancellation of a registered mark by the owner of 
a registered mark, and that section 22 provides for 
an independent equity suit. In other words, con¬ 
current remedies are provided by the two sections, 
one in the Patent Office, the other in a court of 
equity. ’ ’ 


\ 
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The contention in the Corning Glass case was that 
a cancellation proceeding in the Patent Office could ijiot 
be proceeded with in that office, where the basis thereof 
was really an interference between registered marks, 
because of the fact that Sec. 22 of the trade-mark ^.ct 
provided for a suit in equity under such circumstances. 
This Court overruled that contention. 

In the present case, the question is different. Here 
the owner of the registration “Chase-O” elected to 
proceed at one and the same time under both statutes 
against the registration “Chipso”, and the question is 
one of precedence of the two actions. Succinctly, i; is 
our contention that where a general equity suit is being 
carried on under statutory authority, as in this in¬ 
stance, the administrative tribunals being bound by the 
outcome thereof, it would be a travesty on justice to 


permit the administrative authority to make it impos¬ 
sible for itself to carry out the decision of the general 
equity suit. 

2. We have cited as authority for the fact that a 
cancellation proceeding under Sec. 9 of the trademark 
act is not one which takes cognizance of the equities 
of the situation between the parties, the decision of the 
Court of Customs & Patent Appeals in the present mat¬ 
ter. Procter <& Gamble v. J. L. Prescott, 77 Fed. i2d) 
98. The Court of Customs & Patent Appeals made 
this statement: 

“This Patent Office cancellation proceeding is 
governed by the terms of the statute, and its tefrms 
are not indefinite. It is intended to afford a m^ans 
of cancelling certain registrations, among t|tiem 
registrations which should not have been allowed. 
Registration is based upon the right of the regis¬ 
trant to the exclusive use of the mark sought ijo be 
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registered. Equity frequently permits more than 
one person to use the same mark, since the conduct 
of the parties may affect the exclusive right to use. 
We have frequently pointed out this difference be¬ 
tween our jurisdiction and that of the court of 
equity. California Packing Corp . v. Tillmamb Ben- 
del , supra; B. F. Goodrich Co. v. Hockmeyer, 17 
0. C. P. A. (Patents) 1068, 40 F. (2d) 99; Van 
Camp Sea Food Co. v. A. B. Steward Organiza¬ 
tions, 18 C. C. P. A. (Patents) 1415, 50 F. (2d) 
976.”; 

However, in a proceeding under Sec. 22 of the trade¬ 
mark act, the statute takes particular care to note that 
the procedure shall be in accordance with the prin¬ 
ciples of equity, and permits the Court to divide up the 
rights to the interfering marks in various ways, and 
generally to make an equitable determination of the 
contest between the parties. 

It cannot be questioned but that Congress intended 

• 

the contest between persons who had been granted reg¬ 
istrations which were in conflict should have resort to 
equity to adjudicate the difficulties between them, as 
seemed most just under the circumstances. While it 
so happens that under the cancellation statute Sec. 9, 
the parties may also be in a position to contest the 
same matter in the Patent Office, still this should not 
make it possible for the Patent Office, when both pro¬ 
ceedings are being carried on, to hurry through with 
the proceeding before it, and proceed to strike down 
one of the marks thus making the proceeding in equity 
purely nugatory. 

It is particularly noteworthy in the present matter 
that the appellant here had nothing to do with starting 
either of the proceedings, and was the respondent in 
both of them. The equities loom quite large in be- 
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half of the appellant in this matter. Indeed the mat¬ 
ter of whether the mark “Chipso” was an infringe¬ 
ment upon the mark 4 ‘ Chase-0 ’ ’ was also presented in 
the proceedings before Judge Avis in the Federal 
Court at Camden, and he has decided that there was no 
infringement. This decision is on appeal just as is ifhe 
decision of Judge Avis that the cancellation matter \|as 
res adjudicata, but nevertheless it now appears tljiat 
while appellant has the right to continue to use its 
mark “Chipso” the Patent Office contends that it has 
no right to registration thereof, a matter which equity 
could and would easily handle. 

We think that Judge Avis was clearly wrong in his 
holding that the administrative tribunals of the Patjent 
Office, including the Court of Customs & Patent Ap¬ 
peals, could render a decision binding upon him as res 
adjudicata, and feel that had he not so held, he would 
have been bound in equity to hand down an order ihat 
appellant’s mark be not canceled. 

3. We have quoted in the appendix to this brief, not 
only the trade-mark act section 9 but also sectiotn 6, 
for the reason that section 6 shows that Congress did 
not intend decisions in the Patent Office to be res ad¬ 
judicata as to subsequent Court proceedings, and pro¬ 
posed to leave the proceeding under Sec. 22, a^ the 
final word on the subject between interfering trade¬ 
marks. 

Under Sec. 6 of the trade-mark act, which relates 
to oppositions, the same sort of procedure is followed 
in the Patent Office as in a cancellation proceeding ex¬ 
cept that the opposing party or respondent, is an appli¬ 
cant for registration, rather than a registrant, (it is 
presumed that the outcome of such an opposition ijnight 
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be that the applicant had a right to register. In such 
a case there would then be two registrations of like 
marks, at least sufficient for a proceeding to be brought 
under Sec. 22. 

By analogy to the Patent statutes, it is believed that 
the main reason for Sec. 22 was to provide for a pro¬ 
cedure following the outcome of an opposition under 
Sec. 6 of the act, which paralleled the procedure under 
Rev. Statutes 4915, following the outcome of an inter¬ 
ference under Rev. Statutes 4905. (Both of these stat¬ 
utes are quoted in the appendix.) 

Accordingly, in the instance noted above where two 
registrations are the outcome of an opposition, it is 
open for the defeated party to bring suit under Sec. 
22 of the act, and thus to go over the same matter. If 
the outcome of the opposition were res adjudicata to 
the effect that the successful party in the opposition 
had a right to register his mark, there would be no 
proceeding under Sec. 22, and Congress would have 
done a futile thing. 

It so happens that in the Patent Statutes there is no 
way of canceling a patent by proceedings in the admin¬ 
istrative tribunals, once it is issued, whereas there is 
such a thing in the trade-mark statutes. There is no 
way in the Patent Office for two patentees to contest 
within the office, the right of one or the other to a pat¬ 
ent, whereas there is such opportunity under the trade¬ 
mark act. * 

It would thus be impossible for a defeated party in 
cancellation proceeding under Sec. 9 of the trade-mark 
act to bring a suit under Sec. 22 of the act, because he 
would no longer have a registered mark, upon which 
to base jurisdiction. Hence there is no authority on 
this point. 
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Since it is possible under opposition proceedings for 
the ultimate decision to be one in which conflicting reg¬ 
istrations can be issued, and since this could not be res 
adjudicata, on a later suit between the said parties! un¬ 
der Sec. 22, else the section would be futile, it is jour 
position that Congress plainly did not intend the pro¬ 
ceedings under Sec. 22 to be concluded and precluded 
by actions of the Patent Office, in proceedings withiji its 
tribunals. 

I 

i 

4. It is not necessary to urge before this Court the 
proposition that in its proceedings on appeal frond the 
Commissioner of Patents, the Court of Customs & Pat¬ 
ent Appeals is entitled to no more standing in ccjurts 
of general jurisdiction than is the Commissioner Jiim- 
self, or in fact than is the Primary Examiner, in case 
no appeal has been filed from his decisions. This was 
clearly brought out in the Parker-Kalon case, 66 App. 
D. C. 252, although in the later Hygienic Products case, 
85 F. (2d) 214, this Court overruled the earlier ca^e on 
other grounds. Thus the Commissioner of Parents, 
in this proceeding stands in the shoes of the entire 
administrative patent system, and is not precluded 
from doing whatever this Court or any other Court 
tells him to do in view of the fact that this would be 
derogatory to affirmations of his acts, or proposals to 
act by the Court of Customs & Patent Appeals^ As 
this Court has stated, the Court of Customs & Phtent 
Appeals is exactly in the same shoes that this Court 
was formerly in, in connection with appeals froip the 
Patent Office. 

We have cited cases in our summary of points which 
amply support the above views. 
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5. It has been a matter of frequent contest, as to 
how far the conclusions of fact and law in Patent Office 
proceedings are binding upon the same parties, when 
later involved in the same or similar controversies in 
the Courts. We are particularly concerned here with 
contests under Sec. 4915, in the Courts, which are like 
contests under Sec. 22, and should be governed by like 
rules. 

In the case of Morgan v. Daniels, 156 U. S. 120, the 
rule was laid down early by the Supreme Court, that 
while the Courts in contests under Sec. 4915, were 
• bound to give due respect to the rulings of the Patent 
Office, they were still free to follow their own plain 
convictions as to the facts, and to differ from the Pat¬ 
ent Office Tvhen clearly impelled by the record before 
them to do soj This principle was most recently enun¬ 
ciated in Radio Corp. v. Radio Engineering Labs, 293 
U. S. 1. 

In view of these decisions, we cannot see how the 
decisions of the Patent Office under Sec. 9 can be res 
adjudicata as to the like issues under Sec. 22. Indeed, 
as heretofore pointed out, the general course of equity 
is to be applied in actions under Sec. 22, whereas the 
present rulings of the Court of Customs & Patent Ap¬ 
peals have little or nothing to do with equity in a trade 
mark cancellation proceeding. Thus even more so than 
in the case of a patent, should the decisions under Sec. 
9 be subordinated to those under Sec. 22, or at least 
not permitted to interfere with their outcome. Cer¬ 
tainly res adjudicata should not be applied. 

It is believed that on this point Judge Avis very 
evidently erred in his decision, in the proceedings be¬ 
fore him under Sec. 22 of the act, with which we are 
here concerned. 
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Judge Avis said, (16 Fed. Supp. 65, 67): 

“Undoubtedly the Court of Customs & Patent 
Appeals had concurrent jurisdiction of the issues 
raised, and its decisions are entitled to be grfen 
the same force and effect as a circuit court of lap- 
peals.’ ’ 

Instead of the above being the fact, the Courts have 
steadily refused to give any such force to the C(}urt 
of Customs & Patent Appeals decisions. It is nc^t a 
court of concurrent jurisdiction with the Federal 
Courts, nor are its judgments other than confirmatory 
or non-confirmatory of the decisions of the Commis¬ 
sioner of Patents or his tribunals. | 

I < 

6. We have already referred to the Corning Glass 
case and the Baldwin case. We wish here to note {par¬ 
ticularly the quoted passage in the former case, ifrom 
the latter one, which says as to proceedings under ; Sec. 

22 of the trade-mark act: 

I 

“The Commissioner is not a party to such liti¬ 
gation, but is subject to the decree of the (jourt 
after it is entered.” 

We must consider the present matter on the same 
basis as if the Commissioner of Patents had dismissed 
the cancellation proceeding against the appellant there, 
and had been sustained by the Court of Customs &j Pat¬ 
ent Appeals. Such a decision would have beei} just 
as much res ad judicata as a decision for cancellation. 

How could it be true in view of the statutes anfd the 
above ruling of the Supreme Court in the Baldwin 
case, that the Commissioner could refuse on the ground 
of res ad judicata to cancel the appellant’s mark, had 
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Judge Avis ordered the cancellation, merely because 
he, the Commissioner, had been affirmed in a decision 
that it should not be canceled? It could not be true, 
and this we feel to be self evident. 

If then the decisions of the Commissioner or the 
Court of Customs & Patent Appeals cannot be res ad¬ 
judicata in one outcome of the cancellation proceed¬ 
ings, they surely would not become res adjudicata if 
the decisions be of the opposite outcome. 

Our present proceeding is based essentially on the 
fact that the Commissioner is now about to perform an 
act which will render it impossible for him to respond 
to the final outcome of the proceedings for cancellation 
in New Jersey, should the decree of the Court there, 
upon appeal, be that the mark of appellant should not 
be cancelled. If the Commissioner now cancels the 
mark, it will be cancelled and done for, and all possi¬ 
bility of re-registration gone. 

Thus, if it be the law that the decision of the Court 
of Customs & Patent Appeals is binding on the Com¬ 
missioner, it will continue to be binding upon him, and 
he will rightly refuse to re-instate the ‘ ‘ Chipso ’ ’ mark. 
Furthermore, according to Patent Office ruling, the 
decision that the “Chipso” mark is not registrable 
would be held res adjudicata as to any subsequent ac¬ 
tions in the Patent Office itself. 

There may be room for academic controversy on this 
last statement, but we feel it to be purely an academic 
question, since no one will be injured by the mainte¬ 
nance of the status quo of the registration of appel¬ 
lant’s mark, and whether the Commissioner can be 
forced to abide by the final decision in New Jersey may 
be later determined, should necessity so to do arise. 


/ 
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7. It seems from the briefs of appellee in thej Su¬ 
preme Court of the District of Columbia, and froufi the 
decision of Judge Avis, that in some way or other the 
Rev. Stat. 4911 as amended, 35 U. S. C. 59a, has appli¬ 
cation to the present matter. We have already briefly 
noted that we see no applicability whatever. 

Sec. 4911 as amended, provides for an election by a 
defeated party in an interference (also since Hyyierric 
Products Co. v. Coe of a defeated party to a cancella¬ 
tion proceeding), to go to the Court of Customs & Pat¬ 
ent Appeals, or else file a bill in equity against the 
Commissioner of Patents. In case a bill in equity is 
filed, say in the Supreme Court of the District, then 
that Court goes over the entire matter and comes to its 
own conclusion as to what the Commissioner of Patents 
should do. 

There is no such bill pending here, as a bill under 
Sec. 4911. The appellant does not ask this Coijirt to 
pass upon whether or not its mark should be cancelled. 
All that appellant asks is that the Commissioher be 
enjoined from so acting that it will be impossible for 
him later to hold appellant’s registered mark hncan- 
celled, should the Courts so decree in the proceedings 
in New Jersey. 

The present proceeding is not statutory at all. It is 
an invocation of general equity jurisdiction anc( pow¬ 
ers to enjoin the doing of a wrongful act by an 4<hnin- 
istrative officer of the government. 

The theory of this action is that the Commissioner 
of Patents has no power to cancel a trade-mark regis¬ 
tration certificate while its validity is pending in a 
Court of the United States pursuant to suit under Sec¬ 


tion 22 of the Trade-Mark Act. Since, then, the 
cate of registration in this instance belongs 


certifi- 
to the 


I 
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Plaintiff and the Commissioner of Patents is about to 
cancel it, we have a case wherein a public officer is 
about to act without authority to destroy the property 
of the Plaintiff, and thus irreparably injure the Plain¬ 
tiff because, its mark having been canceled, there is no 
way under : the statutes of reregistering it. The 
fact that it may turn out later that such destruction is 
in accordance with the ultimate ruling of the District 
Court in New Jersey, makes the injunction prayed for 
one which lasts only until such time as the cause in New 
Jersey has been finally determined, and it was so 
prayed for. 

It would he better, perhaps, in view of the position 
taken by the Commissioner in his motion to dismiss, to 
have the prayer read as for an injunction against the 
Commissioner to restrain him from doing any act with 
relation to the trade-mark registration except in ac¬ 
cordance with the ruling of the Court in New Jersey. 
However, the outcome will be the same in any event 
because, as has been pointed out, the Court of Appeals 
of the District of Columbia has, in the Coming Glass 
ease, held that the Commissioner is bound by the out¬ 
come of a suit under Sec. 22 of the Trade-Mark Act, 
and it will certainly not be considered probable that 
the Commissioner would deliberately over-ride his au¬ 
thority. 

Accordingly, the precedents that are relied upon by 
the Plaintiff in this very singular state of facts, are 
merely those which indicate the right of Courts of 
Equity having jurisdiction over the person of Federal 
Officers, to enjoin acts which go beyond their authority. 

The act beyond authority in this case is the cancel¬ 
ing of a trade-mark registration while its right to re¬ 
main on the register is being determined in a Court 


pursuant to a statute for such a case especially rriade 
and provided. | 

It is a singular state of facts because it will not ojften 
appear in the statutes that an officer of the govemihent 
can proceed with a litigation before him, while a like 
litigation by the conclusion of which he will be boiind, 
is pending before a Court of general equity jurisdic¬ 
tion, having no power of service over the said officer. 
Also it is a singular state of facts to find a public offi¬ 
cer refusing to withhold his hand with regard to prop¬ 
erty which by statute and decisions construing the said 
statute, is being adjudicated in such a court. 

All of this does not change the situation as ma4e by 
the Bill of Complaint, and it is maintained that this 
Court has the right to take jurisdiction in this cause 
on the sole ground that the Commissioner of Patents 
is about to do an act which he has no right to doJ and 
which exceeds his authority, and which if done will 
destroy the property of the Plaintiff. [ 

We may add that in our view a decision by this 
Court to retain jurisdiction of this cause will n<J>t es¬ 
tablish any new precedent, although it may le^d to 
issuance of a rule in the Patent Office, to effect thht the 
Commissioner will not proceed in any interference 
proceeding involving registered trade-marks, while a 
proceeding under Section 22 of the Trade-Mark Act 
is being prosecuted, should either party to the latter 
proceeding protest. The Commissioner is about to act 
otherwise in the present case, as set forth in the Bill of 
Complaint. Unlike Courts of general jurisdiction, the 
Commissioner will not in the ordinary course, ^top a 
proceeding on the mere request of the party instituting 
it. Instead, under the rules of the Patent Office, an inter¬ 
ference (here between trade-mark registrants) will not 
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be terminated except by a judgment of priority, or a 
disclaimer by one of the parties. Thus it would be an 
idle gesture for the Court in New Jersey to have or¬ 
dered the Prescott Co. to discontinue its cancellation 
proceeding in the Patent Office. The Commissioner 
would have gone on and decided it anyway on the bare 
facts as established on his record. 

Coming now to the authorities, which we believe 
it is reallv not necessarv to cover in detail, we wish 
to quote the passage from Corpus Juris dealing with 
the subject matter. 32 C. L. page 240, Section 383, 
says: 


“Nevertheless, it is a rule of very general 
application that where public officers are acting 
—unlawfully or without authority or threatening 
to do so, and such acts will result in irreparable 
injury—they may be enjoined.’’ 

The law on this subject was reviewed in the case of 
Philadelphia Co. v. Stimson , 223 U. S. 605. The law 
is stated in pages 619 and 620, which we quote. It may 
be noted that this case went up from the Court of Ap¬ 
peals of the District of Columbia, and was against 
the Secretary of War. 

“First. If the conduct of the defendant consti¬ 
tutes an unwarrantable interference with prop¬ 
erty of the complainant, its resort to equity for 
protection is not to be defeated upon the ground 
that the suit is one against the United States. The 
exemption of the United States from suit does not 
protect its officers from personal liability to per¬ 
sons whose rights of property they have wrong¬ 
fully invaded. Little v. Barreme, 2 Cranch, 170; 
United States v. Lee, 106 U. S. 196, 220, 221; 
Belknap v. Schild, 161 U. S. 109, 18; Tindal v. 
Wesley, 167 U. S. 204; Scranton v. Wheeler, 179 
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U. S. 141,152. And in case of an injury threatened 
by his illegal action, the officer cannot claim im¬ 
munity from injunction process. The principle 
has frequently been applied with respect to st^te 
officers seeking to enforce unconstitutional enact¬ 
ments. Osborn v. Bank of United States, 9 Wheat. 
738, 843, 868; Davis v. Gray, 16 Wall. 203; Pemn- 
oyer v. McConnaughy, 140 U. S. 1, 10; Scottj v. 
Donald, 165 U. S. 107, 112; Smyth v. Ames, 169 
U. S. 466; Ex parte Young, 209 U. S. 123; 159, lj>0; 
Ludwig v. Western Union Telegraph Co., 216 
U. S. 146; Herndon v. C., R. I. & P. Rv. Co., 21S 
U. S. 135, 155; Hopkins v. Clemson College, ^21 
U. S. 636, 643-645. And it is equally applicable 
to a Federal officer acting in excess of his author¬ 
ity or under an authority not validly conferred. 
Noble v. Union River Logging R. R. Co., 147 U|. S. 
165, 171, 172; School of Magnetic Healing v. Mc- 
Annulty, 187 U. S. 94. 

‘‘The complainant did not ask the court to in¬ 
terfere with the official discretion of the Sccre 
tary of War, but challenged his authority to do 
the things of which complaint was made. The suit 
rests upon the charge of abuse of power, an<i its 
merits must be determined accordingly; it isjnot 
a suit against the United States.” ! 


Several fairly recent cases dealing with the Land 
Office, where the Commissioner or the Secretary of 
the Interior was about to commit an illegal act un¬ 
der color of his authority and was enjoined by a suit 
for injunction, are Santa Fe Rd . Co . v. Lane, 244 
U. S. 492, and Lane v. Waits, 234 U. S. 525. 

It is accordingly insisted that if, as we deem it to be 
clear under the authorities, the Commissioner of Pat¬ 
ents is about to do an illegal act under color of au¬ 
thority in cancelling Plaintiff’s registration while 
its right to existence is being adjudicated under a fed- 
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eral statute which binds him, then this Court has juris¬ 
diction over the person of the Commissioner to re¬ 
strain the act. Whether the injunction prayed should 
read against the act of the Commissioner except it 
be in accordance with the judgment of the New Jer¬ 
sey Court, or operate to restrain his acting at all until 
the New Jersey Court has directed him what to do in 
the matter, seems to Plaintiff to be unimportant so 
far as the jurisdiction of this Court over the cause 
made out in the Bill of Complaint is concerned. 

Fbederic D. McKenney, 
Attorney for Appellant. 

Marston Allen, 

C. Russell Riordon, 

Of Cownsel. 
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APPENDIX. 

U. S. Code, Title 15, Sec. 89. Appeal from Decision 
of Commissioner of Patents. —If an applicant for reg¬ 
istration of a trade-mark, or a party to an interference 
as to a trade-mark, or a party who has filed opposition 
to the registration of a trade-mark, or party to an ap¬ 
plication for the cancellation of the registration of! a 
trade-mark, is dissatisfied with the decision of t^ie 
Commissioner of Patents, he may appeal to the United 
States Court of Customs and Patent Appeals, on com¬ 
plying with the conditions required in case of an Ap¬ 
peal from the decision of the commissioner by an 
applicant for patent, or a party to an interference as 
to an invention, and the same rules of practice and pro¬ 
cedure shall govern in every stage of such proceedings, 
as far as the same may be applicable. Feb. 20,19051, c. 
592, Sec. 8, 33 Stat. 726.) 

| 

U. S. Code, Title 15, Sec. 93. Cancellation of regis¬ 
tration. —Whenever any person shall deem himself 
injured by the registration of a trade-mark in the pat¬ 
ent Office he may at any time apply to the Commis¬ 
sioner of Patents to cancel the registration thereof. 
The commissioner shall refer such application to the 
examiner in charge of interferences, who is empow¬ 
ered to hear and determine this question and who sjhall 
give notice thereof to the registrant. If it appear after 
a hearing before the examiner that the registrant was 
not entitled to the use of the mark at the date of his 
application for registration thereof, or that the njark 
is not used by the registrant, or has been abandoned, 
and the examiner shall so decide, the commissioner 
shall cancel the registration. Appeal may be taken 
to the commissioner in person from the decision of 
examiner of interferences. Feb. 20, 1905, c. 592, Sec. 
12, 33 Stat. 727.) 

U. S. Code, Title 15, Sec. 102. Suits involving in¬ 
terfering registered trade-mark. —Whenever ther6 are 
interfering registered trade-marks, any person inter¬ 
ested in any one of them may have relief against the 
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interfering registrant, and all persons interested nnder 
him, by snit in equity against the said registrant; and 
the court, on notice to adverse parties and other due 
proceedings had according to the course of equity, may 
adjudge and declare either of the registrations void 
in whole or in part according to the interest of the 
parties in the trade-mark, and may order the certificate 
of registration to be delivered up to the Commissioner 
of Patents for cancellation. (Feb. 20,1905, c. 592, Sec. 
23, 33 Stat. 729.) 

U. S. Code, Title 35, Sec. 52. Interferences; deter¬ 
mination of priority; issue of patent .—Whenever an 
application is made for a patent which, in the opinion 
of the commissioner, would interfere with any pend¬ 
ing application, or with any unexpired patent, he shall 
give notice thereof to the applicants, or applicant and 
patentee, as the case may be, and shall direct the pri¬ 
mary examiner to proceed to determine the question 
of priority of invention. And the commissioner may 
issue a patent to the party who is adjudged the prior 
inventor, unless the adverse party appeals from the 
decision of the primary examiner, within such time, 
not less than twenty days, as the commissioner shall 
prescribe. (R. S. Sec. 4904.) 

U. S. Code, Title 35, Sec. 59a. Appeals; from board 
of appeals .—If any applicant is dissatisfied with the 
decision of the Board of Appeals, he may appeal to 
the United States Court of Customs and Patent Ap¬ 
peals, in which case he waives his right to proceed 
under section 4915 of the Revised Statutes. (U. S. C., 
title 35, sec. 63.) If any party to an interference is 
dissatisfied with the decision of the Board of Appeals, 
he may appeal to the United States Court of Customs 
and Patent Appeals, provided that such appeal shall 
be dismissed if any adverse party to such interference 
shall within twenty days after the appellant shall have 
filed notice of appeal according to section 4912 of the 
Revised Statutes (U. S. C., title 35, sec. 60), file notice 
with the Commissioner of Patents that he elects to have 
all further proceedings conducted as provided in sec- 


tion 4915 of the Revised Statutes. Thereupon the ap¬ 
pellant shall have thirty days thereafter within which 
to file a bill in equity under said section 4915, in default 
of which the decisions appealed from shall govern tfye 
further proceedings in the case. If the appellant sh^ll 
file such bill within said thirty days and shall file due 
proof thereof with the Commissioner of Patents, the 
issue of a patent to the party awarded priority by said 
Board of Appeals shall be withheld pending the fin^l 
determination of said proceeding under said section 
4915. (R. S. Sec. 4911, Mar. 2. 1927, c. 273, Sec. 8, 44 
Stat. 1336; Mar. 2, 1929, c. 488, Sec. 2, 45 Stat. 1470.) 

U. S. Code Title 35, Sec. 63. Bill in equity, to obtain 
patent .—Whenever a patent on application is refused 
by the Commissioner of Patents, the applicant, unless 
appeal has been taken from the decision of the Bogrd 
of Appeals to the United States Court of Customs a(nd 
Patent Appeals, and such appeal is pending or has 
been decided, in which case no action may be brought 
under this section, may have remedy by bill in equity, 
if filed within six months after such refusal; and ihe 
court having cognizance thereof, on notice to adverse 
parties and other due proceedings had, may adjudge 
that such applicant is entitled, according to law, to re¬ 
ceive a patent for his invention, as specified in his cliim 
or for any part thereof, as the facts in the case n(iay 
appear. And such adjudication, if it be in favor of the 
right of the applicant, shall authorize the commissioiner 
to issue such patent on the applicant filing in the Parent 
Office a copy of the adjudication and otherwise comply¬ 
ing with the requirements of law. In all cases where 
there is no opposing party a copy of the bill shal}. be 
served on the commissioner; and all the expenses of I the 
proceedings shall be paid by the applicant, whether the 
final decision is in his favor or not. In all suits brought 
hereunder where there are adverse parties the record 
in the Patent Office shall be admitted in whole or in 
part, on motion of either party, subject to such terms 
and conditions as to costs, expenses, and the further 
cross-examination of the witnesses as the court 
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impose, without prejudice, however, to the right of the 
parties to take further testimony. The testimony and 
exhibits, or parts thereof, of the record in the Patent 
Office when admitted shall have the same force and 
effect as if originally taken and produced in the suit. 
(R. S. Sec. 4915.) 

U. S. Code Title 35, Sec. 66. Interfering patents; 
relief against .—Whenever there are interfering pat¬ 
ents, any person interested in any one of them, or in 
the working of the invention claimed under either of 
them, may have relief against the interfering patentee, 
and all parties interested under him, by suit in equity 
against the owners of the interfering patent; and the 
court, on notice to adverse parties, and other due pro¬ 
ceedings had according to the course of equity, may ad¬ 
judge and declare either or both the patents void in 
whole or in part upon any ground, or inoperative, or 
invalid in apv particular part of the United States, 
according to the interest of the parties in the patent or 
the invention patented. But no such judgment or ad¬ 
judication shall affect the right of any person except 
the parties to the suit and those deriving title under 
them subsequent to the rendition of such judgment. 
(R. S. Sec. 4918.) 
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In the United States Court of Appeals 
for the District of Columbia 

April Term, 1937 

The Procter & Gamble Company, a Corporation, 

APPELLANT 

vs . 

Conway P. Coe, Commissioner of Patents, 

APPELLEE 

APPEAL FROM THE DISTRICT COURT OF THE UNITED 
STATES FOR THE DISTRICT OF COLUMBIA 

BRIEF FOR THE COMMISSIONER OF PATENTS 
Plaintiff below, appellant here, filed its bill hi 
the Supreme Court of the District of Columbi^ 
(now the District Court of the United States for 
the District of Columbia) against the Commis¬ 
sioner of Patents, asking the court to enjoin the 
Commissioner from entering in view of a deh 
cision of the United States Court of Customs and 
Patent Appeals, an order of cancellation of plain¬ 
tiff’s registration No. 141,205, of the trade-mar^ 
CHIPSO, which had been involved in a cancella¬ 
tion proceeding involving appellant and The J. iL 
Prescott Company. 


(i) 
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The court issued what was called a temporary 
restraining order but which restrained the Com¬ 
missioner from entering the cancellation order 
pending the further order of the court. Later, a 
motion to dismiss was brought on for hearing and 
a decree was entered vacating the restraining 
order and dismissing the bill of complaint. 

The appeal here is from that decree. 

It may be helpful to state, in chronological order, 
the facts which led up to the present situation. 

The appellant, The Procter & Gamble Company, 
brought suit in the United States District Court 
for New Jersey against The J. L. Prescott Com¬ 
pany, alleging that the latter’s use of the trade¬ 
mark Oxol was an infringement of the plaintiff’s 
trade-mark Oxvdol. A counterclaim was then 
filed by the defendant, alleging that the use by the 
Procter & Gamble Company of the trade-mark 
Chipso was an infringement of defendants reg¬ 
istered trade-mark Chase-O. 

On the same day, October 26, 1931, that defend¬ 
ant filed its counterclaim, it also filed a petition in 
the Pateht Office asking that plaintiff’s registra¬ 
tion of its mark Chipso be cancelled. Later, on 
November 20,1931, the defendant in the New Jer¬ 
sey suit, filed an amended counterclaim, in which 
it was prayed that, under the provisions of Section 
22 of the Trade-Mark Act of February 20, 1905 
(U. S. CL, title 15, sec. 102), plaintiff be required 
to surrender the registration of its trade-mark 
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Chipso to the Commissioner of Patents for 
cancellation. 

The cancellation proceeding was duly instituted 
and after certain stipulations for extension of time 
for taking testimony, the testimony on behalf of j 
The J. L. Prescott Company was filed in the Pat-| 
ent Office on April 18, 1932. On May 27, 1932,! 
The Procter & Gamble Company filed a motion ask¬ 
ing that proceedings in the Patent Office be sus¬ 
pended pending the termination of the suit in New 
Jersey. This motion was denied by the Examiner 
of Interferences, who noted in his decision that it 
had not been brought until after the testimony on 1 
behalf of The J. L. Prescott Company had been 
taken and filed. A petition by the Procter & 
Gamble Company to the Commissioner of Patents., 
that such suspension be ordered, was denied on Au¬ 
gust 11,1932. On April 25,1933, testimony in the 
meantime having been taken on behalf of Th^ 
Procter & Gamble Company, and a hearing had 
before the Examiner of Interferences, the petitioiji 
for cancellation was sustained by that officialj. 
Appeal from that decision was taken to the Com¬ 
missioner of Patents and on August 3, 1933, the 
decision of the Examiner of Interferences wa^ 
affirmed by the First Assistant Commissioner ojf 
Patents. A notice by The Procter & Gamble Com ¬ 
pany of appeal to the United States Court of Cus¬ 
toms and Patent Appeals was filed on September 
11, 1933. A motion was then filed to reopen the 
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case and suspend proceedings pending the deter¬ 
mination of the New Jersey suit. This motion was 
denied on October 13, 1933. 

It may be noted at this point that when the deci¬ 
sion of the Commisioner of Patents was rendered 
The Procter & Gamble Company had, under the 
ruling of the Supreme Court of the United States 
in the case of United States ex rel. The Baldwin 
Company v. Robertson , 265 U. S. 168, an alterna¬ 
tive method of obtaining a review of that decision. 
It could either have appealed directly to the United 
States Court of Customs and Patent Appeals, as it 
did, or it could have brought a bill in equity under 
the provisions of Section 4915 of the Revised Stat¬ 
utes (U. S. C., title 35, sec. 63.) to have that deci¬ 
sion reviewed bv a federal court. That suit could 

%/ 

have been filed in the United States court for the 
District of New Jersey, where the original in¬ 
fringement suit was pending. The Procter & 
Gamble Company, however, elected to take an ap¬ 
peal to the United States Court of Customs and 
Patent Appeals. 

The decision of the United States Court of Cus¬ 
toms and Patent Appeals, affirming the decision of 
the Commisioner of Patents, was rendered on 
April 29, 1935. The bill for injunction was filed 
on June 11, 1935. An order to show cause why a 
temporary restraining order should not be granted 
was issued on June 12, 1935, returnable June 14, 
1935. The “restraining” order, restraining the 


Commisioner of Patents from cancelling from the 
records of his office Registration No. 141,205, of the 
plaintiff’s mark Chipso “until the further order 
of this court in the premises”, was issued June 14, 
1935. 

A motion to dismiss the bill was filed by the Com- ! 
missioner of Patents, which later came on for hear-j 
ing before Mr. Justice Adkins on January 28,1936. 
A memorandum opinion was filed by him on March 
2, 1936, and the decree dismissing the bill and 
vacating the restraining order was entered or( 
October 8,1936. The present appeal followed. 

The motion to dismiss was based on three 


grounds. 

1. That the statutes make it mandatory upon the 

Commissioner of Patents to enter an order cancel¬ 
ling a certificate of registration when it has been 
found in a cancellation proceeding that the regis¬ 
tration of the mark in question should be cancelled 
and that the court was without authority to enjoin 
the Commissioner from doing what he was required 
by statute to do. j 

2. That since the proceeding in the Patent Office 
under Section 13 of the Trade-Mark Act (U. S. d, 
title 15, sec. 93) and the proceeding in a district 
court under Section 22 of the same Act (U. S. Cf., 
title 15, sec. 102) are concurrent remedies, where 
the owner of a registered mark seeks to cancel tpe 
registration by another of the same mark, or one 
confusingly similar thereto, the final decision in 
one of the proceedings is conclusive in the other. 


6 


3. That since The Procter & Gamble Company, 
plaintiff below, had elected to appeal from the deci¬ 
sion of the Commissioner of Patents to the United 
States Court of Customs and Patent Appeals it 
could not, after the decision rendered by that court 
was adverse to it, be heard to demand that that 
decision should not be complied with. 

GROUND 1 

The provision for cancellation of the registration 
of a trade-mark is found in Section 13 of the Trade- 
Mark Act of 1905 (U. S. C., title 15, sec. 93). That 
section provides that any person who deems himself 
to be injured by the registration of a trade-mark 
in the Patent Office may apply to the Commissioner 
of Patents to cancel the same, and then, after stat¬ 
ing the procedure to be followed, provides: 

If it appear after a hearing before the ex¬ 
aminer that the registrant was not entitled 
to the use of the mark at the date of his 
application for registration thereof, or that 
the mark is not used by the registrant, or has 
been abandoned, and the examiner shall so 
decide, the commisioner shall cancel the 
registration. 

The Trade-Mark Act of February 20, 1905, does 
not specifically state the procedure to be followed 
in taking an appeal from a decision of the Com¬ 
missioner but provides that the losing party may 
appeal from a decision of the Commissioner to the 
Court of Appeals of the District of Columbia (now, 


under the provisions of the Act of 1929, the United 
States Court of Customs and Patent Appeals), on 
complying with the conditions required in case Of 
an appeal from the decision of the Commissioner 
by an applicant for patent, or party to an inter¬ 
ference as to an invention, and the same rules of 
practice and procedure shall govern in every stage 
of the proceedings, so far as the same may be 
applicable. I 

The provision for appeals from the decisions Of 
the Patent Office in patent interferences are con¬ 
tained in Sections 4911 R. S. (U. S. C., title 35, sec. 
59a), 4912 R. S. (U. S. C., title 35, sec. 60), 49^ 
R. S. (U. S. C., title 35, sec. 61) and 4914 R. S. 
(U. S. C., title 35, sec. 62). The first of these sections 
gives the right of appeal, and Section 4914 R. S. 
(U. S. C., title 35, sec. 62) directs that the coqrt 
shall hear and determine the appeal and return to 
the Commissioner a certificate of its proceeding 
and decision “ which shall be entered of record in 
the Patent Office, and shall govern the further pro- 
ceedings in the case.’ 7 

It is submitted, therefore, that where a decision 
adverse to a registrant is rendered in a cancellation 
proceeding it becomes the duty of the Commis- 
sioner to cancel the registration, if no appeal is 
taken, and if appeal is taken, and the decision) is 
affirmed, to then cancel it. | 

Under the facts above stated the decision in the 

cancellation proceeding has become final, since Sec- 
143818—37—2 
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tion 4911 E. S. (U. S. C., title 35, sec. 59a) provides 
that where appeal is taken to the United States 
Court of Customs and Patent Appeals no bill in 
equity may be filled under the provisions of Sec¬ 
tion 4915 R. S. 

It is to be noted that the jurisdiction of the 
United States Court of Customs and Patent Ap¬ 
peals with reference to appeals from the Patent 
Office is exactly the same as that of this court prior 
to the Act of March 2,1929. 

That Act provided that the title of the United 
States Court of Customs Appeals is changed to the 
United States Court of Customs and Patent Ap¬ 
peals and Section 2 (a) of the act reads as follows: 

The jurisdiction now vested in the Court 
of Appeals of the District of Columbia in 
respect of appeals from the Patent Office in 
patent and trade-mark cases is vested in the 
United States Court of Customs and Patent 
Appeals. 

Can it be presumed that if the appeal in the can¬ 
cellation proceeding had been before this court and 
the same decision been rendered by it as was ren¬ 
dered by the United States Court of Customs and 
Patent Appeals, that any judge of the Supreme 
Court of the District of Columbia would have en¬ 
joined the Commissioner of Patents from following 
the mandate of this court ? To state the question is 
to answer it. 

It is submitted, therefore, that the court below 
was without authority to enter the restraining or- 
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der which was entered in this case and that that 

i 

restraining order was properly vacated. 

A good deal of emphasis has been placed in apj- 
pellant’s brief on the statement that the decision^ 
of the United States Court of Customs and Patent 
Appeals are “administrative” decisions. 

It is submitted that the decisions of the United 
States Court of Customs and Patent Appeals op 
appeals from the Patent Office are no more and nlo 
less “administrative” decisions than were the de¬ 
cisions of this court when appeals were taken to :ft 
from decisions of the Patent Office prior to the A$t 
of 1929. I 

In Postum Cereal Company v. California Fig 
Nut Company, 272 U. S. 693, 1927 C. D. 224, tpe 
Supreme Court of the United States considered the 

question whether an appeal could be taken to it 

■ 

from a decision of this Court rendered on an ap¬ 
peal from the Patent Office. That court held that 
such appeal could not be taken and said: 

The decision of the Court of Appeals under 
section 9 of the [Trade-Mark] act of 1905 is 
not a judicial judgment. It is a mere ad¬ 
ministrative decision. It is merely an in¬ 
struction to the Commissioner of Patents hy 
a court which is made part of the machinery 
of the Patent Office for administrative pur¬ 
poses. 

However, as will be shown hereinafter, the fact 
that the decision rendered by the United Stajtes 
Court of Customs and Patent Appeals is a so-called 
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“administrative” decision has no bearing upon the 
question raised in this case. 

GROUND 2 

Section 13 of the Trade-Mark Act of February 
20,1905 (IT. S. C., title 15, sec. 93), authorizes any 
person who deems himself injured by the registra¬ 
tion of a trade-mark “at any time” to apply to the 
Commissioner of Patents for cancellation of that 
registration. 

Section 22 of the same act (U. S. C., title 15, sec. 
102) provides that where there are interfering reg¬ 
istered trade-marks, any person interested in any 
one of them may have relief by a suit in equity 
against the interfering registrant and that, after 
due proceedings had according to the course of 
equity, tlie court may adjudge and declare either 
of the registrations void in whole or in part and 
“order the certificate of registration to be deliv¬ 
ered up to the Commissioner of Patents for can¬ 
cellation.” 

The case of Corning Glass Works v. Robertson, 
Commissioner of Patents , 65 F. (2d) 476, 62 App. 
D. C. 130, arose under the following conditions: 

The owner of the registration of a trade-mark 
filed a petition in the Patent Office seeking the can¬ 
cellation of two registrations owned by the Com¬ 
ing Glass Works, alleging that the marks shown in 
the respective registrations were confusingly simi¬ 
lar. The Coming Glass Works brought a bill in 
equity in the District of Columbia, asking that the 
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Commissioner of Patents be enjoined from consid¬ 
ering that petition, arguing that Section 22 gave 
an exclusive remedy where each of the two partied 
had obtained a registration. This court, in con4 
sidering the question, after setting out the statutes 
and referring to the Supreme Court decision in the 
case of Baldwin Co . v. Robertson, 265 U. S. 168| 
and quoting from the latter decision, said: 

The conclusion deducible from the lan¬ 
guage used is that section 9 embraces a Pat¬ 
ent Office proceeding for the concellation of 
the registration of a trade-mark under sec¬ 
tion 13, notwithstanding interfering regisp 
tered trade-marks are involved. 


The court further said: 

We are clearly of the view that section 13 
authorizes a proceeding in the Patent Office 
for the cancellation of a registered mark by 
the owner of a registered mark, and that 
section 22 provides for an independent 
equity suit. In other words, concurrent 
remedies are provided by the two sections; 
one in the Patent Office, the other in a couift 
of equity. This interpretation gives force 
and effect to the plain words of the statute 
and is in harmony with Patent Office prac¬ 
tice of 27 years. 

A petition for certiorari was denied (290 U. 
645). 

It is well settled that where concurrent remedies 
are provided a party may avail himself of both 
and that the decision in either, unless the matter 
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is one in rem, is conclusive. The exception is not 
material here since, where the matter is one in rem 
the decision of the court first obtaining jurisdiction 
is conclusive, but as was noted above, the proceed¬ 
ing in the Patent Office was filed prior to the filing 
of the amended counterclaim. 

That such is a proper statement of the law is 
shown by a number of decisions, including Balti¬ 
more & Ohio Railroad Company v. Wabash Rail¬ 
road Company, 119 Fed. Rep. 678; Grubb v. Public 
Utilities Commission of Ohio, 281 U. S. 470; and 
In re Putnam, 55 F. (2d) 73. 

In the first of these decisions the court said: 

Where a suit is strictly in personam, in 
which nothing more than a personal judg¬ 
ment is sought, there is no objection to a 
subsequent action in another jurisdiction,, 
either before or after judgment, although the 
same issues are to be tried and determined; 
and this because it neither ousts the juris¬ 
diction of the court in which the first suit 
was brought, nor does it delay or obstruct 
the exercise of that jurisdiction, nor lead to 
a conflict of authority where each court acts 
in accordance with law. Stanton v. Ernbrey, 
93 II. S. 548, 23 L. Ed. 983; 8 Rose, Notes, 
1010 . 

In in re Putnam, supra, the Court of Appeals 

of the Second Circuit said: 

» , 

There are perhaps no greater practical diffi¬ 
culties in allowing two suits in rem to pro- 


ceed together than two suits in personam,! 
and it is well settled law that the plea of lisj 
alio pendens is not good between state and 
federal courts. McClellan v. Carland, 217 
U. S. 268, 30 S. Ct. 501, 54 L. Ed. 762; Klin\ 
v. Burke Const. Co., 260 U. S. 226, 43 S. Ct. 
79, 67 L. Ed. 226, 24 A. L. R. 1077; Grubb v. 
Public Utilities Comm., 281 U. S. 470, 476> 
50 S. Ct. 374, 74 L. Ed. 972; Baltimore & O. 
R. R. Co. v. Wabash R. R. Co., 119 F. 678, 
680 (C. C. A. 7); Stewart Land Co. v. Ary 
thur, 267 F. 184 (C. C. A. 8); Higgins v. 
California, etc. Grower, 3 F. (2d) 896 (O. 
C. A. 3). The first judgment obtained be¬ 
comes res adjudicata, and may be pleaded in 
bar in the suit still remaining undecided, 
though that be the first in which a writ 
issued, and though in that event the plea 
in effect takes the case out of the mouth of 
the first court, quite as much as if the suij:s 
were in rem. 

It must be kept in mind that prior to 1893, wh^n 
this court was created, there was no review possible 
of a decision rendered by the Patent Office in an 
interference except by filing a bill in equity. Wh^n 
this court was created it was given jurisdiction [of 
appeals from decisions of the Patent Office in inter¬ 
ferences and thereafter such a bill in equity could 
be filed only after the decision of this court. 

Obviously when the statute provided for a bill 
in equity to review a decision of the Patent Office 
or, later, a decision of this court, such a decision 
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could not be pleaded as res ad judicata in the equity 
suit. Consequently, such decisions as Morgan v. 
Daniels, 153 U. S. 120, have no hearing on the ques¬ 
tion here involved. 

By the act of March 2, 1927 (44 Stat. L. 1335), 
the practice was changed so that it was no longer 
possible to first appeal to this court and then bring 
a bill under Section 4915 R. S., but the losing party 
was given an alternative remedy, that is, he could 
either appeal directly to this court, as provided in 
Section 4911 R. S., in which case that section pro¬ 
vided he waived his right to proceed under Section 
4915 R. S.; or, he could proceed under Section 4915 
R. S., if he had not taken the direct appeal. 

Now surely it cannot be argued, where a party 
has such alternative remedies and avails himself of 
one of them, that he can then relitigate that same 
question in the other. 

Not only has it been held that, where a party has 
concurrent remedies he may proceed in both sub¬ 
ject only to the limitation that the decision in the 
first will be conclusive in the other case, but such 
doctrine applies equally well where one of the deci¬ 
sions is rendered by an administrative tribunal, 
such as a Board or Commission. 

In the case of Dennison v. Payne, 293 Fed. Rep., 
333, the Circuit Court of Appeals of the Second Cir¬ 
cuit, after stating the general principal that a 
right, question, or fact distinctly put in issue and 
directly determined by a court of competent juris- 
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diction as a ground of recovery cannot be disputed 
in a subsequent suit between the same parties, said: 

It is also undoubted law that the rule which 
forbids the reopening a matter once judi¬ 
cially determined by competent authority 
applies as well to the judicial and quasi judi¬ 
cial acts of public officers and boards as jto 
the judgments of courts having general 
judicial powers. 

| 

The court further said: j 

I 

As the Workmen’s Compensation Board 
had authority to make an award for in¬ 
juries inflicted upon persons employed in 
intrastate commerce, it had necessarily 
jurisdiction to determine whether an injury 
complained of occurred in intrastate or in 
interstate commerce. In making its de¬ 
cision, its award would not be void. If 

i 

erroneous, its decision would simply be void¬ 
able, to be corrected by writ of error | or 
appeal. Its award has the effect of a judg¬ 
ment of a court of competent jurisdiction, 
no appeal having been taken therefrom. It 
cannot be attacked collaterally, and cannot 
be declared a nullity by any court after a 
writ of error or appeal is barred by limi¬ 
tation. 

i 

And there are numerous other decisions to the 
same effect. 

Whatever may have been the rights of appel¬ 
lant here, prior to the change in practice by the 
statutes above referred to, he cannot now avail him- 

143818—37-3 
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self of the provisions of Section 22 of the Trade- 
Mark Act, since this court has held that sections 
13 and 22 of that act provide concurrent remedies 
and, that being true, the first decision is controlling. 

A case very similar in its facts to the case here 
is the case of Grubb v. Public Utilities Commission 
of Ohio, 281 U. S. 470. There Grubb had filed be¬ 
fore the Public Utilities Commission of Ohio a 
petition for a certificate to operate in interstate 
commerce a line of motor buses. The certificate 
was granted only partially. Grubb then brought a 
suit in the District Court of the United States for 
the Southern District of Ohio to restrain the en¬ 
forcement of the part of the order of the Commis¬ 
sion to which he objected. He also prosecuted an 
appeal to the Supreme Court of Ohio from the re¬ 
fusal of that part of his petition. Before the case 
came on for consideration in the Federal Court 
the order of the Commission had been affirmed by 
the Supreme Court of Ohio. The District Court 
then dismissed the Bill in view of the decision of 
the State Court of Ohio on the appeal from the 
decision of the Public Utilities Commission and 
that decision of the district court was sustained by 
the Supreme Court of the United States. 

In its decision the Supreme Court said: 

Three judges were called pursuant to that 
section to act in the suit; an interlocutory 
injunction was granted; and upon the final 
hearing there was a decree dissolving the 
injunction and dismissing the bill upon the 
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ground that in a litigation between the same 
parties, had in the Supreme Court of Ohib 
while the suit in the District Court was pencil¬ 
ing, the Commissioner’s order had been ac}- 
judged valid, and that the appellant wajs 
barred and estopped by that adjudication 
from further litigating the same matter. $3 
F. (2d) 323. After the decree was entered, 
the appellant sought and the District Coubt 
allowed, a direct appeal to this Court und^r 
sections 345 and 380, Title 28, U. S. Q. 
(Page 473). | 

As to the applicable law, it was said: j 

The case in the state court was so f^r 
identical with the suit in the federal court 
as respects subject matter and parties that 
there can be no doubt that the judgment in 
the former, unless invalidated by some juris¬ 
dictional infirmity, operated to bar the far¬ 
ther prosecution of the latter. That the 
state court had jurisdiction of the parties 
is plain and not questioned (Page 475). I 

The court then, after noting the argument tljiat 
since the suit in the federal court was begun be¬ 
fore resort was had to the State court, the jurisdic¬ 
tion of the former was exclusive, said: 

In this the appellant is invoking a rule wfiicli 
is applicable to suits dealing with specific 
property and involving actual or potential 


control over the same, where necessarily 
court (whether federal or state) first 


the 

ob¬ 


taining jurisdiction of the res must hol^ it 
to the exclusion of another. Here the liti- 
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gation was not of that class but was of such 
a nature that it could proceed in both courts, 
in virtue of their concurrent jurisdiction, 
until there was a final judgment in one, 
Kline v. Burke Construction Co., 260 U. S. 
226, when that judgment would become con¬ 
clusive in the other as res judicata. Chi¬ 
cago, Rock Island & Pacific Ry. Co. v. 
Scheiidel, 270 U. S. 611, 616; Insurance Co. 
v. Harris, 97 U. S. 331, 336. 

It is to be noted that there, as here, the first pro¬ 
ceeding was not before a court. In that case it 
was before the Public Utilities Commission of 
Ohio, and here it was before the Patent Office. In 
each case the action complained of had been af¬ 
firmed by a court. 

Furthermore, both proceedings were brought by 
the same party. The Court not only did not hold 
that these proceedings were not properly brought, 
but held that there having been a final decision in 
one the matter was res ad judicata and the decision 
operated as a bar to the further prosecution of the 
other. 

Now applying the holding of the Supreme Court 
in that cas6 to the present case, it is submitted that 
it cannot be held that the decision of the United 
States Court of Customs and Patent Appeals is not 
determinative of the question involved, both in the 
proceeding before it and in the federal court in 
New Jersey on the amended counterclaim. In 
other words, how can it be held that the latter court 
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would have any authority to review the decision o i 
the United States Court of Customs and Patent 
Appeals. 

As a matter of fact, the question was before thO 
district court and in a decision rendered February 
12,1936, it was expressly held that the matter wafe 
res ad judicata. In concluding its decision the 
court said: j 

After a careful consideration of the facts 
and law, I feel that it is my duty to deby 
relief as to all that part of the counterclaim 
relating to cancellation of the trade-mark 
“Chipso.” j 

For the convenience of the court that decision is 
printed as an appendix to this brief. j 

There are many emphatic statements in appel¬ 
lant’s brief which are not supported by the citation 
of any authority. For example, it is said, on p^ge 
11, second paragraph, that where a general equity 
suit is being carried on under satisfactory author¬ 
ity, the administrative tribunals are bound by ihe 
outcome thereof. 

That statement, as applying to the facts of tjhis 
case, it is submitted, is not correct. 

It would seem perfectly obvious that appellant’s 
contention in this case cannot be sustained exqept 
on the theory that this court was clearly in error 
in its holding in Corning Glass Works v. Robert¬ 
son, supra, that the two remedies provided by Sec¬ 
tion 13 of the Trade-Mark Act and Section 2$ of 
that Act are concurrent remedies. 
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The decision of the District Court on the entire 
case before it, was rendered June 15,1936. In that 
decision, which is published in 30 United States 
Patents Quarterly, page 160, but not yet published 
in the Federal Supplement, the court referred to 
its prior decision with reference to the amended 
counterclaim and in the decree later issued the 
original bill was dismissed, the counterclaim was 
dismissed except as to the prayer that Registration 
No. 141,205 of the mark Chipso be delivered up to 
the Commissioner of Patents for cancellation, and 
as to that the decree provided: 

That the part of said counterclaim in 
which is set forth the alleged cause of action 
upon which the prayer thereof for an order 
that i“the Certificate of Registration of the 
Plaintiff for the word ‘ 4 Chipso”, No. 
141,205, be delivered up to the Commissioner 
of Patents for cancellation”, be dismissed 
upon the ground that the decision of the 
United States Court of Customs and Patent 
Appeals affirming the order of the Commis¬ 
sioner of Patents that such Certificate of 
Registration be cancelled is res adjudicata. 

GROUND 3 

As pointed out above, appellant here had clearly 
a right, when the decision of the Commissioner of 

Patents was rendered, to either seek his remedy as 

$ 

he did, by appealing to the United States Court of 
Customs and Patent Appeals, or by proceeding un- 



der Section 4915 R. S. and, if he elected the latte}', 
to bring his appeal in the State of the residence cjf 
the defendant, namely, New Jersey, and have the 
decision of the Commissioner reviewed by the same 
court that was considering the equity case. , 

That he had a remedy by that section is deter¬ 
mined by the case of Baldwin Company v. Robert¬ 
son, supra. That he had an election is determined 
by the statute itself and by the decision of tljds 
court in Hygienic Products Company v. Coe, 85 IP. 
(2d) 264,-App. D. C.-. 

That he could have proceeded in the courts in 
New Jersey, the residence of the defendant in t[he 
equity suit, is determined by the general principles 
of jurisdiction. It may be noted that in at lehst 
two cases decided by this court, such a bill \f’as 
brought and was considered by the courts.' "the 
two cases referred to are McKesson & Robbins, 
Inc., v. Charles H . Phillips Co., 53 F. (2d) 342, |nd 
Yale Electric Corp. v. Robertson, Commissioner of 
Patents et al., 26 F. (2d) 972. 

In each of these two cases the bill 'was brought 
under Section 4915 R. S. (U. S. C., title 35, sec. 
63) after the decision of this court. In eacl} of 
these two cases the court pointed out why it had 
jurisdiction. 

The second case it is noted is entitled Yale Elec¬ 
tric Corporation v. Robertson et al. The other de¬ 
fendant was, as appears from the decision, the either 
party to the Patent Office proceeding. ! 
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It is idle for counsel for appellant to say, as he 
does, that it was not until the decision of this court 
in the case of Alexandrine v. Coe, 63 App. D. C. 
227, 71 F. (2d) 348, that he knew that he could have 
sued the Commissioner in the District of Columbia 
and that “no other proceeding in the courts sitting 
in that State [New Jersey] was either called for 
or indeed, would have been proper/’ 

Since the matter was already before the United 
States District Court of New Jersey, what could 
have been more proper than to have brought the 
action for a review of the decision of the Commis¬ 
sioner in the Cancellation Proceeding, in the same 
court in which the other suit was pending so that 
the district court would have had before it all 
phases of the question. 

Having thus deliberately elected the United 
States Court of Customs and Patent Appeals as 
the one of the two courts which it might have se¬ 
lected, to review the decision of the Commissioner 
of Patents, it is submitted that appellant should 
not now be heard to say that it is not bound by that 
election. 

Certainly it would seem to be a strange system of 
procedure which would permit a party to appeal to 
one of two possible courts, and then when the de¬ 
cision is adverse to it say it was not bound thereby. 

Can it be doubted that if appellant had suc¬ 
ceeded in the United States Court of Customs and 
Patent Appeals, it would have urged upon the Dis- 
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trict Court in New Jersey that the decision of tl|e 
former court was controlling and that the amended 
counterclaim must be dismissed on that ground? i 

i 

THE ATTITUDE OF THE C0M3OSSI0NEB OF PATENTS I 

In its brief appellant appears to take the posi¬ 
tion that the Commissioner hurried the proceed¬ 
ings in the Patent Office and is now desirous of 
having the registration cancelled. If this be Ap¬ 
pellant’s attitude, then it is submitted that ther^ is 

i 

an entire misconception of the Commissioner’s po¬ 
sition. In the first place, as to hurrying the c^se 
through the Patent Office, it has been noted that ihe 
request for the suspension of the cancellation pro¬ 
ceedings was not filed until after the petitioner lor 
cancellation, The J. L. Prescott Company, fiad 
taken and filed its testimony. It is to be furtjher 
noted that while the petition for cancellation jvas 
filed on October 26,1931, the decision of the Exam¬ 
iner of Interferences was not rendered until April 
25, 1933, and the decision of the Commissioned on 
the appeal was not rendered until September 11, 
1933. 

The Commissioner has no interest in seeing that 
a particular registration of a trade-mark is Can¬ 
celled. His only interest is that he be allowed to do 
his duty as he understands the statutes to fix it and 
that parties coming before the Patent Office follow 
orderly procedure and seek reviews of the Patent 
Office actions in the manner provided by the 
statutes. 
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CONCLUSION 

It is submitted that under the statutes and the 
applicable authorities above cited, the court below 
properly vacated the restraining order and dis¬ 
missed the bill of complaint, and that the decree of 
that court should be affirmed. 

R. F. Whitehead, 

| Solicitor for the Patent Office , 

Attorney for Appellee . 


May 1937. 





APPENDIX 

I 

No. 4307 I 

I 

I 

I 

Proctor & Gamble Co. j 

v. i 

J. L. Prescott Co. 

District Court, D. New Jersey 
Feb. 12,1936 

i 

i 

i 

Avis,, District Judge. J 

This action was originally instituted by plainjtiff 
upon an allegation that defendant, in the manufac¬ 
ture and distribution of a cleaning product under 
the mark “Oxol”, infringed plaintiff’s product 
“Oxydol”, having similar properties and usesj 
Defendant, answering, denied the infringement; 
asserted its right to market “Oxol”; and couniter- 
claimed, alleging that plaintiff had violated (the 
rights of the defendant in manufacturing a ^oap 
product called “Chipso” in view of defendant’s 
trade-mark “ Chase-O,” under which it marketed 
a product having similar qualities and uses. 

In the main case the testimony has been heard 
and argument had, but decision has not yet (been 
rendered. j 

In the meantime, and while the principal issues 
were pending, the defendant-counterclaimant) filed 
a petition in the Patent Office at Washington, (D. C., 

(25) I 
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praying for the cancellation of the trade-mark 
“Chipso” which had been theretofore registered by 
the plaintiff, and proceeded to hearings thereon 
before the examiners and the Commissioner of Pat¬ 
ents. While that matter was in progress of being 
heard, counsel for defendant-counterclaimant 
amended its counterclaim by setting up the pro¬ 
ceedings being had in the Patent Office, and prac¬ 
tically adding a new cause of action. The prayer 
of this amendment was as follows: ‘ 4 That the 
Court order the Certificate of Registration of the 
Plaintiff for the word ‘Chipso’, No. 141205, to be 
delivered up to the Commissioner of Patents for 
cancellation.” The amendment was entered on 
November 20, 1931. 

On May 12, 1933, another amendment to the 
counterclaim was proposed, and, by order of this 
court, allowed, setting forth the decision of the 
acting examiner of trade-mark interferences of the 
Patent Office with respect to the validity of the 
trade-mark “Chipso.” 

Later, on August 4, 1933, counsel for defendant- 
counterclaimant again moved to amend by inserting 
in the counterclaim, and in support of the prayer 
for cancellation of the trade-mark “Chipso”, the 
decision of the First Assistant Commissioner of 
Patents upon an appear taken from the decision 
of the acting examiner of trade-mark interferences. 

This motion was granted, and an order entered 
on February 7,1934, allowing the amendment nunc 
pro tunc as of September 18,1933. 

The decisions of the examiner, the acting exam¬ 
iner of trade-mark interferences, and the commis¬ 
sioner all were favorable to the contentions of the 


defendant-counterclaimant, and recommended the| 
cancellation of the trade-mark “Chipso”, regis n 
tration No. 141,205. I 

From this decision of the Commissioner of Pat¬ 
ents the plaintiff appealed to the United States 
Court of Customs and Patent Appeals, and that 
court, on May 27,1935, rendered a decision [77 F. 
(2d) 98, 104], holding that the plaintiff in the in¬ 
stant case was not entitled to the use of the mark 
“Chipso”, and affirming the decision of the com^ 
missioner. On June 12, 1935, the order affirming 
was duly entered. 

Counsel for defendant-counterclaimant now 
moves to amend by setting up this decision of the 
United States Court of Customs and Patent Ap¬ 
peals, and claims that because of the various factjs 
and matters set up in this and the previous amend¬ 
ments, the cause of action set forth in defendani- 
eounterclaimant’s “Amendment to Counterclaim”, 
filed November 19, 1931 (apparently should lie 
November 20,1931), has now become res adjudicatk. 

In conjunction with, and in support of, the mo¬ 
tion to amend, and the request of a finding of res 
adjudicata, counsel offers in evidence all of the 
record, of petitions, testimony, and other proceed¬ 
ings presented to and considered by the examiners 
and commissioner, and the United States Court kf 
Customs and Patent Appeals. I 

I am satisfied that the amendment should be al¬ 
lowed, and that the evidence should be received, 
and I hold that the order of the United States 
Court of Customs and Patent Appeals is res 
judicata. 
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However, I do not believe that the effect of such 
amendment! and evidence is to justify this court in 
entering a decree in favor of counterclaimant or¬ 
dering a cancellation of the trade-mark. On the 
other hand, I am satisfied that the result bars the 
counterelaimant from any recovery in this court 
on that portion of the counterclaim contained in 
the various amendments of counterclaimant. 

Under the provisions of the various statutes, an 
appeal might have been taken to the Court of Cus¬ 
toms and Patent Appeals, or a bill in equity might 
have been filed in a court having cognizance thereof, 
to review the decision of the commissioner. Both 
remedies were attempted in this case, and the pro¬ 
ceedings in this court were in progress at the same 
time that the case was before the Court of Customs 
and Patent Appeals; the actions were concurrent, 
and this is proper. This principle is maintained 
by counsel for counterclaimant in his brief, and I 
agree. The cases cited in his brief are conclusive. 
See Coming Glass Works v. Robertson, Commis¬ 
sioner of Patents, 62 App. D. C. 130, 65 F (2d) 476; 
Stanton et al. v. Embrey, Adm’r., 93 U. S. 548, 554, 
23 L. Ed. 983. 

In the case of Kline v. Burke Construction Com¬ 
pany , 260 U. S. 226, 230, 43 S. Ct. 79, 81, 67 L. Ed. 
226, 24 A. L. B. 1077, the court said: “Whenever a 
judgment is rendered in one of the courts and 
pleaded in the other, the effect of that judgment is 
to be determined by the application of the princi¬ 
ples of res adjudicata by the court in which the 
action is still pending in the orderly exercise of its 
jurisdiction, as it would determine any other ques¬ 
tion of fact or law arising in the progress of the 
case.’ 7 


In the opinion of the court in the case of United 
States v. California Bridge & Construction Coiyi- 
pany, 245 U. S. 337, on page 341, 38 S. Ct. 91, 03, 
62 L. Ed. 332, the court said: I 

i 

The doctrine of estoppel by judgment, or 
res judicata, as a practical matter, proceeds 
upon the principle that one person shall not 
a second time litigate, with the same person 
or with another so identified in interest wjith 
such person that he represents the sajme 
legal right, precisely the same question, par¬ 
ticular controversy, or issue which has been 
necessarily tried and finally determined, 
upon its merits, by a court of competent 
jurisdiction, in a judgment in personan) in 
a former suit. Hopkins v. Lee, 6 Wh^at. 
109,113, 5 L. Ed. 218; Washington, Alexan¬ 
dria dc Georgetown Packet Co. v. Sickles, 24 
How. 333, 16 L. Ed. 650; Id., 5 Wal l. 5 80, 
18 L. Ed. 550; Lovejoy v. Murray, 3 T^all. 
1, 18, 18 L. Ed. 129; Litchfield v. Goodtioiv, 
123 U. S. 549, 8 S. Ct. 210, 31 L. Ed. |l99; 
Southern Pacific B. Co. v. United Statesl 168 
U. S. 1, 48,18 S. Ct. 18,42 L. Ed. 355; Fdyer- 
weather v. Bitch, 195 U. S. 276, 25 Si Ct. 
58, 49 L. Ed. 193; Bigelow v. Old Dominion 
Copper Mining Co., 225 U. S. Ill, 127, 32 
S. Ct. 641, 56 L. Ed. 1009, Ann. Cas. 1913E, 
875; Bigelow an Estoppel, c. 3. ; 

In the case of Grubb v. Public Utilities Commis¬ 
sion of Ohio, 281 U. S. 470, on page 476, 50 S. Ct. 
374, 377, 74 L. Ed. 972, this question is again dealt 
with, and the court said: 

It next is said that the suit in the federal 
court was begun before resort was had to the 
state court, and therefore that the jurisdic¬ 
tion of the federal court was exclusive and 
precluded action in the state court. Ijn this 
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the appellant is invoking a rule which is ap¬ 
plicable to suits dealing with specific prop¬ 
erty and involving actual or potential control 
over the same, where necessarily the court 
(whether federal or state) first obtaining 
jurisdiction of the res must hold it to the 
exclusion of another. Here the litigation 
was not of that class, but was of such a 
nature that it could proceed in both courts, 
in virtue of their concurrent jurisdiction, 
until there was a final judgment in one, 
Kline v. Burke Construction Co., 260 U. S. 
226, 43 S. Ct. 79, 67 L. Ed. 226, 24 A. L. R. 
1077, when that judgment would become con¬ 
clusive in the other as res judicata. Chi¬ 
cago,\ Rock Island & Pacific Ry Co. v. 
Schendel, 270 U. S. 611, 616, 46 S. Ct. 420, 
70 L. Ed. 757 53 A. L. R. 1265; Mutual L . 
Insurance Co. v. Harris, 97 U. S. 331, 336, 
24 L. Ed. 959. [Italics mine.] 

The case of Chicago, Rock Island & Pacific Rail¬ 
way Company v. Schendel, Adm’r, 270 U. S. 611, on 
pages 616, 617, 46 S. Ct. 420, 442, 70 L. Ed. 757, 53 
A. L. R. 1265, is an illustration of the fact that a 
party plaintiff may pursue his remedy in different 
formus, but, being successful in one, he cannot then 
attempt to ask another court for the same relief 
which he has already obtained. In that case the 
Supreme Court held that each of the lower courts 
had equal and concurrent authority to hear the 
ease, but said: 

And, upon familiar principles, irrespec¬ 
tive of which action or proceeding was first 
brought, it is the first final judgment ren¬ 
dered in one of the courts which becomes 
conclusive in the other as res judicata. ” 
[Italics mine.] 
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See, also, Hart Steel Company v. Railroad Sup¬ 
ply Company, 244 U. S. 294,37 S. Ct. 506, 61 L. E{1. 
1148. 

Undoubtedly the Court of Customs and Patent 
Appeals had concurrent jurisdiction on the issiie 
raised, and its decisions are entitled to be given tjie 
same force and effect as a circuit court of appeals. 
Its jurisdiction in trade-mark cases is conferred by 
Congress in the statute approved March 2,1929, 45 
Stat. c. 488, page 1476 (see 28 U. S. C. A. <$ 309a 
(a)): 

Sec. 2 (a). The jurisdiction now 
the Court of Appeals of the District of 
lumbia in respect of appeals from the 
ent Office in patent and trade-mark 
vested in the United States Court of 
toms and Patent Appeals. 

After a careful consideration of the facts 
law, I feel that it is my duty to deny relief as 1 
that part of the counterclaim relating to 
tion of the trade-mark “Chipso.” Counsel 
agree upon an order, or terms thereof will be 
on notice. 
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Conway P. Coe, Commissioner of Patents, I 
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i 
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i 

i 

REPLY BRIEF FOR APPELLANT. | 

In view of the position taken by our opponents here¬ 
in, we wish to reiterate that this is not a statutory 
proceeding. It is an injunctive proceeding underl the 
general jurisdiction of a court of equity to prevent the 


Commissioner of Patents from carrying out his an¬ 
nounced intention of exercising his power and autho¬ 
rity in such manner as to wreak irreparable damage 
upon the plaintiff and to disenable himself from com¬ 
plying with a possible decree of a Federal Court in an 
action in which the Commissioner is not a party but to 
the outcome of which he is subject. In other words, the 
sole question in this cause is whether or not the Com¬ 
missioner should be stayed from canceling the regis¬ 
tration CHIPSO pending a determination in the Fed¬ 
eral Courts for the Third Circuit of an action under 
Section 102 of Title 35, U. S. Code, in which the pro¬ 
priety of such cancellation is being adjudicated. 

The only reply winch seems required to the briefs 
for the Commissioner and for the amici curiae , is to 
state that so long as the rule in the case of U. S. ex rel . 
Baldwin v. Robertson, 265 U. S. page 181, is the law, 
the Commissioner of Patents while not a party to the 
pending proceedings under Section 102 of Title 15, in 
the Federal Courts, is subject to the outcome thereof. 
We quote again from the decision in the Baldwin case 
(which refers to Sec. 102 of Title 15, as Sec. 22 of the 
Trade-Mark Act): 

4 ‘Examination of section 22 shows that it refers 
to an independent suit between claimants of trade¬ 
marks, both of which have already been registered. 
The Commissioner is not a party to such litigation 
but is subject to the decree of the court after it is 
entered * * 

The fact that Section 9 and Section 22 of the Trade- 
Mark Act (Secs. 93 and 102 of Title 15, U. S. C. A.) are 
concurrent remedies and that in the absence of a pro¬ 
ceeding under Section 102, the Commissioner has a 
right to proceed under Section 93 (Corning Glass 


3 


Works v. Robertson, 65 Fed. (2) 130), does not meah 
that the Commissioner is given authority to proceeid 
under Section 93 where the issue is one that is concur¬ 
rently the subject of pending litigation under Section 
102, to which the Commissioner is subject. 

The briefs for our opponent go at great length into 
statutes which are not involved here. Only two stat¬ 
utes are involved, to wit, Section 102 and Section ^3 
of Title 15. 

i 

Also the briefs refer to res adjudicata and urge that 
the Court of Customs and Patent Appeals’ finding is 
res adjudicata of the issue in the New Jersey proceed¬ 
ing. While we discussed this point in our main bri^f, 
it is really of no importance here. 

So long as the court in New Jersey has the matter 
before it, it is certainly possible that it may hold t^at 
the decision of the Court of Customs and Patent Ap¬ 
peals is not res adjudicata upon them and that it n\ay 
find that the CRIP SO registration should remain on 
the register. This Court will not wish to question j;he 
right of that Court to so hold and if it does so hold, the 
contemplated action of the Commissioner will disen¬ 
able himself from abiding by the decree in that pre¬ 
dominating proceeding. 

Our opponents make considerable reference to |the 
fact that since the filing of the bill of complaint herein, 
Judge Avis in the District Court in New Jersey in the 
proceedings under Section 102 held that the finding of 
the Court of Customs and Patent Appeals was res 
adjudicata and dismissed the proceedings under Sec¬ 
tion 102 on that ground. Since Judge Avis also had 
before him the question of infringement on the trade- 
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mark CHASE-0 by the trade-mark CHIPSO, and on 
that issue found that the goods were not of the same 
descriptive properties and the names of themselves, 
not an infringement one upon the other, we have ap¬ 
pealed from his decision under Section 102, to the 
Court of Appeals for the Third Circuit on the ground 
that it was Judge Avis’ duty in view of the said find¬ 
ing of fact, to entertain the cancelation proceeding 
and adjudicate that the trade-mark CHIPSO should 
remain on the register. This matter has not yet been 
determined by the Court of Appeals but it is certainly 
reasonable to contemplate the possibility that the 
Court of Appeals may find that Judge Avis committed 
error and in view of his own findings, may correct that 
error bv an order which in effect, if not as we think 
should be its result, in actual fact, may leave the 
CHIPSO registration untouched on the register. 

Plaintiff-Appellant’s Bill for Injunction in the in¬ 
stant ease was filed in the district court below on June 
11, 1935, (R. 1). At that date the 4 ‘amended counter¬ 
claim constituting an independent suit in equity”, 
brought by J. L. Prescott Company in the District 
Court of the United States for the District of New 
Jersey, which in addition to damages prayed that said 
plaintiff The Procter & Gamble Company “be re¬ 
quired to turn over its said (CHIPSO) certificate of 
registration to the Commissioner of Patents of the 
United States for cancellation” had been “submitted 
to the Judge (Avis, Dist. J.) of said (District) Court” 
but had not been decided (R. 2). The burden of plain¬ 
tiff’s prayer for relief was and is that the defendant, 
Commissioner of Patents Coe, be enjoined “from can¬ 
celling the registration for (of the) certificate for the 
trade-mark CHIPSO * * * until such time as the issue 
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in the United States Courts (for New Jersey) • * * 
has been finally determined.’’ 

Proceedings had in the District Court of the United 
States for the District of New Jersey since said filing 
date (June 11, 1935) have not formally been made of 
record in the instant cause but both in the court belbw 
and in the briefs filed for each of the parties to tlhe 
proceedings and by the Amici Curiae, repeated refer¬ 
ences have been made thereto, and argumentative de¬ 
ductions drawn therefrom have been urged upon the 
attention of this Court in the hope no doubt of per¬ 
suasively shaping its conclusions and action in Ahe 
instant cause. 

As Appendix to his brief on appeal herein the Ap¬ 
pellee, Coe, Commissioner, etc., has included the 
4 ‘Memorandum Opinion on Res Judicata” filed by 
Avis, District Judge, in the New Jersey proceedings 
on February 12, 1936 (See Appellee’s brief, page ^4), 
and the brief of the Amici Curiae makes frequent Ref¬ 
erences thereto and somewhat copiously quotes there¬ 
from. We do not urge any objection to such course. 
On the contrary, we deem it but reasonable and right 
that this Court, when called upon to adjudge the par¬ 
ticular phase of the controversy between the parties 
which is pending locally and before it, should be kept 
fully informed of the progressive stages and judicial 
action thereon which may have been had elsewhere, 
and particularly such as may have been had in the 
Federal Court in and for New Jersey. 

To that end, we have procured and will tender to 
the Court on oral argument (without objection as we 
understand on part of appellee) Volume 1 of the tran¬ 
script of record on appeal to the United States Cir¬ 
cuit Court of Appeals for the Third Circuit (Nos. 6249 
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and 6264, March Term, 1937), which sets forth in en¬ 
tirety all Pleadings and all judicial actions based there¬ 
on and of record in said Federal District Court for 
New Jersey and by way of effecting appeal therefrom 
to said Circuit Court of Appeals. This transcript dem¬ 
onstrates beyond cavil that the very issues raised in 
the District Court for the District of Columbia and 
upon which appellant’s prayers for relief were then 
and here are based, remain pending final disposition 
in and by said Circuit Court of Appeals. 

We repeat | by way of emphasizing the point which 
we believe should be decisive of the instant case, that 
until said Circuit Court of Appeals shall have acted 
finally in the premises it is not only possible, but as 
we contend, more than probable, that on final hearing 
said Circuit Court of Appeals may find not only that 
the learned District Judge Avis committed error in his 
application of the doctrine of Res judicata, but, fur¬ 
ther, that upon said learned District Judge’s own find¬ 
ings of fact and conclusions based thereon as set forth 
in his “Opinion on Bill and Counterclaim” filed June 
15, 1936 (certified Transcript Vol. 1, p. 125, et seq.) 
and indicated in said Court’s final decree passed July 
23, 1936 (certified Transcript, p. 149), not only may 
but will correct such error by a final decree which will 
have the effect of requiring The Commissioner of Pat¬ 
ents, appellee here, though not a party to the proceed¬ 
ings in New Jersey, to so act as to leave appellant’s 
registration of its mark CHIPSO remain upon the 
official register in his office. 
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For the convenience of the Court we append hereto 
copies of the following papers as they appear in th^ir 
entirety in said certified transcript of said Volumq I, 
to wit: 

Page 

1. Opinion on Bill and Counterclaim. i.25 

2. Order filed July 23,1936, nunc pro tunc, as 

of March 13, 1936 . 148 

3. Final Decree filed July 23,1936 . !l49 

4. Petition for appeal and Assignment of 

Errors on Appeal, by defendant-counter¬ 
claimant, J. L. Prescott Company... 150-154 

5. Order allowing next above.jl55 

6. Petition for Appeal, Order allowing same j 

and Assignment of Errors by Plaintiff 
The Procter and Gamble Company.. 156459 

Respectfully submitted, 

Frederic D. McKenney, 

Attorney for Appellant. 

Marston Allen, 

C. Russell Riordon, 

Of Counsel . ! 
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APPENDIX. 

Extracts from Volume I “Pleadings”, of Trans¬ 
script of Record in cases numbered 6249 and 6264 
(Cross-Appeals) Pending in the United States Circuit 
Court of Appeals for the Third Circuit— 

Procter & Gamble Company 


v. 

J. L. Prescott Company 

on appeal and cross-appeal from the District Court of 
the United States for the District of New Jersey. 
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OPINION ON BILL AND COUNTERCLAIM. 

(Filed June 15, 1936.) 

Avis, District J'udge: 

The plaintiff instituted its action against defen¬ 
dant by the filing of a bill, in which it was alleged, 
briefly stated, that plaintiff was an Ohio corporation, 
the manufacturer and distributor of certain soap, f|>od 
and pharmaceutical products; that among these was 
a material used as a cleanser and soap in powder form, 
which was marketed and sold to the public under the 
trade-name “Oxydol”; that this product had been 
marketed by it and its predecessors under this trade 
name since the year 1914, and that it had acquired, the 
exclusive right to use this trade name on goods of {this 
character. 

i 

The bill charged that the defendant, in violation 
of the rights of plaintiff, had, since 1928, manufactured 
and marketed a liquid product, containing sinjilar 
properties and designed for similar uses under j the 
trade name “Oxol”; that such action of defendant 
was an infringement of the rights of plaintiff, and that 
defendant was guilty of unfair competition. 

The bill prayed for injunction and accounting; for 
profits and damages. | 

The defendant’s answer denied the charges of in¬ 
fringement and unfair competition, and annexed 
thereto was and is a counterclaim, setting forth that 
defendant is the owner of the trade-mark “Chase-O”, 
under which name is marketed a certain cleansing pow¬ 
der for washing and bluing clothes and for other clean¬ 
ing purposes. The counterclaim alleged that the plain¬ 
tiff, Procter & Gamble Company, had infringed the 
right of counterclaimant by marketing a certain prod- 
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net used for similar purposes, to which it, the plaintiff, 
had applied the trade-mark or name of “Chips©”. 

The case has been heard, volumes of testimony 
and depositions taken and submitted, and briefs have 
been filed. 

As to plaintiff’s original complaint it appears that 
the trade-mark “Oxydol” was first registered in the 
United States Patent Office at Washington, D. C.; 
that the trade-mark “Oxol” as applied to defendant’s 
product, was, in proceedings contested by plaintiff, 
ordered to be registered in the said Office, and to be 
applied to products of defendant This decision of 
the Commissioner was, however, appealed to the 
United States Court of Customs and Patent Appeals, 
and by that court reversed; Judge Bland, who wrote 
the opinion, saying: 

“The goods, being to some extent dissimilar 
in appearance and use, and the marks not being 
identical, the Examiner of Interferences and the 
Commissioner of Patents concluded that there was 
no likelihood of confusion. In a case of this kind 
this question, of course, is largely a matter of 
opinion. 

We are of the opinion that there is a strong 
probability that confusion as to origin of the goods 
would result to the purchasing public in event 
both marks were registered, and were used in the 
manner shown in the record. At least there is 
some substantial doubt on the question, and, under 
the familiar rule, such doubt should be resolved 
against the newcomer, inasmuch as he has a wide 
field to select from in choosing his trade-mark.” 
(49 F. (2d) 959, 960.) 

Thus it stands at the present time: 4 4 The 4 4 Oxydol ’ ’ 
trade-mark is registered, the “Oxol” trade-mark is not 
registered. 
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The plaintiff’s product so marketed under t^ie 
trade-mark “Oxvdol” is distributed in a pasteboard 
box, about 8% inches high, 6% inches wide, and 2f& 
inches deep. The color scheme is in dark blue, yellow 
or orange, and white. On the broad face of the package 
there are yellow and blue ribbon stripes, alternately 
printed thereon, arc shaped, and of width varying from 
about one-half to seven-eights of an inch. A circle of 
blue is in the left-hand upper section of the face of the 
package, in the centre of which is printed, in white, 
the letter “0”, following which are^ the letters 
“xydol”, in white, across the upper face of the pack¬ 
age on a blue ribbon background. The balance of the 
package is covered with illustrations, directions as to 
use, and sundry explanations of its various attributes. 

The contents is a dry, granulated substance, almost 
white in color, and it is stated on the container that it 
is “Granulated for Instant Suds” “The Complete 
Household Soap”. It is also stated thereon that it 
“Makes Richer Suds—Soaks Clothes Whiter— 
Softens Hard Water—Easier on Hands”. 1 

It is advertised on the package as a “complete 
household soap.” It is also stated thereon that 
“Dishes Sparkle Without Wiping”, and is a cleahser 
for “Woodwork Floors Bathtub etc.” Generally 
speaking, it is stated to be a soap for general cleansing 
and has detergent action. I 

The defendant’s product is marketed under| the 
trade-mark “Oxol”, and is a transparent liquid, (dis¬ 
tributed and sold in bottles of a dark brown colored 
glass, 7Y2 inches in height overall, and about 3 inches 
in diameter. The contents is said to be 16 ounces. The 
color scheme of the label, which covers the entire cir¬ 
cumference of the bottle, and 4% inches of the height, 
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is white, red, dark blue, and a lighter blue. About one- 
third of the distance from the top of the label, a ribbon 
of plain dark blue, one inch wide, appears around the 
entire circumference of the bottle, and on this ribbon 
appears, in large white letters, on either side of the 
bottle, directly opposite each other, the word “Oxol”. 

On either side of the bottle, and about 2% inches 
wide, is a strip of light blue, 4% inches high, upon 
which is printed the purposes for which the product 
may be used. It is stated thereon that it is a 
“Cleanser”, “Germicide”, “Deodorant”, “Disin¬ 
fectant”, and, under the title “Directions”, it is 
stated “Do Not Use on Silk or Wool Use Only on 
White Fabrics”. 

On this same side of the label directions are given 
in its use, under headings as follows: “Bleach 
Clothes”, Remove Stains”, “General Cleaner”, 
“ Bleach Floors”, “Mildew”, “Toilet Bowls”, 
“Drains”, “Sick Room”. 

The balance of the label is divided into red and 
white checked-board squares of seven-eighths of an 
inch, and in the white squares are contained the fol¬ 
lowing statements as to the efficiency of the product: 
“Softens Water”, “Cuts Grease”, “Whitens 
Clothes ”, “ Cleans Woodwork”, “ Germicide ’ ’, 
“Cleans Toilets”, “Cleans all Glass”, “Removes 
Stains”, “Cleans Pots & Pans”, “Cleans Tile & 
Enamelware”, “Cleans Mops, Dishcloths”, “Deodor¬ 
izes”. 

While it is true that the products may, in some 
instances, be used for the same general purpose, they 
are entirely different in composition; the one being a 
powder, granulated, marketed in a pasteboard carton, 
and the other a liquid marketed in a glass bottle. 
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“Oxydol” is advertised as a household soap, and 
its ingredients, as testified to by Dr. Samuel S. Sadtler, 
a chemist, as examined in the year 1925, are anhydrous 
soap, 62.60 percent, anhydrid sodium carbonate, 8.88 
percent, acid, calculated to sodium bicarbonate, 15.95 
percent, and moisture, 11.89 percent. 

In the latest analysis, shortly before Dr. Sadtler 
testified on June 8, 1933, he found in “Oxydol” 
anhydrous soap, 84.26 percent, sodium phosphate^ 2.97 
percent, anhydrid sodium carbonate, 3.91 percent, and 
moisture, 4.50 percent. 

This same witness, testifying as to the ingredients 
of “Oxol”, said that in 1925 it contained available 
chlorine, 4.81 percent, available chlorine calculated as 
sodium hypochlorite, 5.05 percent, free alkali calcu¬ 
lated as sodium hydroxide 1.51 percent, and the bajlance 
water. On the label affixed to the bottle, it certifies 
that the contents consist of ‘ ‘Active Ingredient: 
Sodium Hypochlorite 5%, Inert Ingredients 95%.’’ 

The testimony of Dr. Sadtler was that ther^ was 
no chemical substance common to the two products; 
that “Oxydol” was only usable in some way where it 
is accompanied by agitation, and to be used with heated 
water; that “Oxol” does not need any physical agita¬ 
tion, because it acts chemically. He testified, “ Itj must 
be merely mixed with the water or spread on th6 sur¬ 
face to which it is applied and by chemical action alone 
it does its work.” 

While some chemical elements may be the sa^ne in 
the two products, and while, in some instances, similar 
results may be obtained, it is apparent that tlp.e in¬ 
gredients are not the same, and that the actual and 

o 7 

advertised uses are mainly different. 
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The matter resolves itself into three questions: 

(1) "Whether the action of the Court of Customs 
and Patent Appeals, while not controlling, is, under 
the circumstances, entitled to such weight as to in¬ 
fluence the Court to follow its conclusions rendered on 
the question of registration? 

(2) Whether the manner and method of market¬ 
ing “Oxol’i’, including the name, size and style of 
package, and the similarity of names is sufficient to 
create infringement, or constitute unfair competition? 

(3) Whether the use of the word “Oxol” does or 
can reasonably be held to indicate to the purchasing 
public that it is a product of the manufacturer of “Oxy- 
dol”, the Procter & Gamble Company, and thus consti¬ 
tutes a trespass on the rights of the plaintiff, which 
should be enjoined? 

All counsel agree that the proceeding in the Court 
of Customs and Patent Appeals is not binding on this 
Court— 

i ‘ that the proceeding itself in respect to trade¬ 
mark registration can have absolutely no bearing 
at all bther than what collateral effect it might 
have on the mind of the court in an equity pro¬ 
ceeding for injunction, on the ground of trade¬ 
mark infringement and unfair competition. They 
are two separate and distinct proceedings. It has 
no control. It may have an influence but does 
not control this court.” 

(Record, p. 85). See, Plaintiff’s Brief, p. 25. 

The Patent Appeals Court determines the correct¬ 
ness of the Commissioner’s Ruling on registrability of 
the trade-mark, whereas the jurisdiction of the district 
and circuit courts involves the right to use. 
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In the decision of that court it is apparent ihat 
the question of opinion and supposition was Con¬ 
trolling. As hereinbefore quoted the court said: *‘In 
a case of this kind this question, of course, is largely 
a matter of opinion. We are of the opinion that there 
is a strong probability ... At least there is some 
substantial doubt”. 

Such language is not sufficiently assertive a$ to 
create in the mind of this Court any positive impres¬ 
sion, and consequently I am satisfied I should deter¬ 
mine the issues from the evidence produced at the trial 
of the instant cause. 

The principle of law applying to trade-markjs is 
very aptly stated by Mr. Justice Pitney in the case of 
United Drug Company v. Rectanus Company, 248 U. S. 
90, 97, 98: j 

‘ 4 There is no such thing as property in a 
trade-mark except as a right appurtenant t^> an 
established business or trade in connection with 
which the mark is employed. The law of trade¬ 
marks is but a part of the broader law of uhfair 
competition; the right to a particular mark grows 
out of its use, not its mere adoption; its function is 
simply to designate the goods as the product of a 
particular trader and to protect his good will 
against the sale of another’s product as hist and 

• . • i « « • t A I « • 


it is not the subject of property except in coimec- 
tion with an existing business. Hanover Milling 
Co. v. Metcalf, 240 U. S. 403, 412-414. j | 

The owner of a trade-mark may not, like the 


proprietor of a patented invention, make a nega¬ 
tive and merely prohibitive use of it as a monop¬ 
oly. See United States v. Bell Telephone Cd., 167 
U. S. 224,250; Bement v. National Harrow C<j)., 186 
TJ. S. 70, 90; Paper Bag Patent Case, 210 TJ. S. 

405, 424.” | 
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Applying this principle to the facts of the instant 
controversy, we find that “Oxydol” is a soap powder, 
granulated, having cleansing properties, mainly effi¬ 
cient when agitated, with some small quantity of chem¬ 
ically acting ingredient. It is advertised as a soap 
mainly used in washing clothes and dishes, but with 
a suggestion that it cleans woodwork, sinks, tubs, &c. 
It is marketed in a comparatively large pasteboard 
carton with alternate stripes of blue and yellow. 

“Oxol” is a liquid transparent, marketed in bot¬ 
tles—some of the colors are similar in shade to those 
on the “Oxydol” carton, but, with the exception of 
the ribbon of blue, the arrangement of colors is en¬ 
tirely different. The ingredients have hereinbefore 
been set forth, as well as the uses to which it may be 
put. It acts chemically as a cleanser. It is not adver¬ 
tised as a soap. The only similarity which could con¬ 
fuse is the word “Oxol”, in white, imposed upon a dark 
blue ribbon stripe. The question under all of the evi¬ 
dence, then, is, would an ordinarily intelligent person, 
one of the purchasing public, be confused in making 
purchases, taking into consideration the name, the 
product, the size and style of package and bottle, the 
advertised uses appearing on the bottle and the differ¬ 
ent names of manufacturers, to the extent that he or 
she would believe that a bottle of “Oxol” was a pack¬ 
age of “Oxydol”? The court must determine this by 
an examination of both of the packages and products, 
comparisons as to appearance, and also the testimony 
that has been produced as to the experiences of mer¬ 
chants and customers. The total combined sales of 
“Oxydol”, as appears by the testimony of Mr. Huff, 
for the years 1928, 1929,1930 and 1931 was over three 
hundred million cartons. A number of witnesses were 
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produced by plaintiff in an effort to prove actual Con¬ 
fusion occurring when orders of retailers were gfjpen 
to distributors over the telephone, of purchases ftfom 
retailers, and the reactions of housewives when visited 
by the canvassing representatives of the plaintiff! I 
have read and examined the testimony of the various 
witnesses produced. Time will not permit, and it qoes 
not seem required that I should analyze the effec); of 
the individual testimony. | 

The testimony produced, mainly, refers to the! ex¬ 
perience of wholesale grocers, retail grocers and ! dis¬ 
tributors, customers and consumers, and canvassing 
agents. I 

From the wholesale grocers’ standpoint the ijnain 
trouble seemed to arise from a failure of the employee 
receiving the message over the telephone to listen Care¬ 
fully to the words of the person giving the ordef, or 
the careless noting of article on the order slip. There 
were not many instances of the shipment of one product 
for the other, and I do not recall any testimony indi¬ 
cating that the retailer had ordered one product 'jfrhen 
he wanted the other. The trouble appeared to arise 
from the carelessness exercised in transmitting the 
order to the telephone clerk, or by indistinct chirog- 
raphy on orders submitted to the shipping clerkj One 
witness testified that on the order slips “Oxydol” was 
sometimes abbreviated “Oxdl ” No confusio^i re¬ 
sulted by reason of the fact that there was any l^ck of 
knowledge as to the product, but by reason of l^ck of 
concentration in receiving and transferring the order. 
By the testimony it appears that the errors also oc¬ 
curred with relation to other products, and were not 
confined exclusively to “Oxydol” and “Oxol”. 

The testimony as to errors applicable to t}ie re¬ 
tailers is of a similar character. There were instances 
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where children were sent to stores, without memo¬ 
randum, and sometimes asked for “Oxvdol” or 
“Oxol” when they had been directed to procure the 
other article, and telephone messages were sometimes 
misinterpreted, but I believe that, without exception, 
each purchasing housewife, who was acquainted with 
the products, testified that she could not make a mis¬ 
take when purchasing; that she knew one product from 
the other. Some of the witnesses who were retail 
grocers, or their clerks, stated that on some occasions 
they would ask whether the patron desired the powder 
in a box or the liquid in a bottle, when request was 
made for one or the other, but this seemed to be the 
failure of the distributor and not because of the lack 
of knowledge of the customers. Some of the grocers 
and their clerks stated that when 4 4 Oxvdol ’ 9 first came 
on the market, there was some confusion, as compared 
with “Oxol” which they had theretofore handled, but 
that this trouble lasted only for a few months and had 
entirely disappeared. 

So far as the customers were concerned their 
trouble seemed to be confined to the errors of clerks. 
The customers were able to distinguish, in most in¬ 
stances, the one product from the other, but some 
clerks, either through carelessness or design, substi¬ 
tuted 44 Oxol” for 44 Oxvdol” or 44 0xydol” for “Oxol.” 

Some testimony was introduced with relation to 
alleged confusion arising from a radio broadcast of 
Prescott Company, in which the announcer offered to 
send a rag doll to persons who would forward the label 
«, from a bottle of 44 Oxol”. It appears that some indi¬ 
viduals sent their request for the doll to Procter & 
Gamble, enclosing the top of an “Oxydol” package, 
instead of a label from an “Oxol” bottle to Prescott 
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Company. Such testimony as was introduced on this 
question indicated that the error was made by persons 
who had listened to the broadcast very inattentively, 
and who, without careful consideration, arrived alj the 
wrong conclusion. j 

The testimony indicated that when canvassers of 
Procter & Gamble visited the houses in an effort to 
introduce “Oxydol”, some of the housewives weje of 
the impression that they were advertising “Oiol”. 
This occurred in instances where the housewives were 
familiar with “Oxol”, and as soon as the “Oxydol” 
product was explained they recognized the difference, 
and it does not appear that these persons ever ^ifter 
confused the two articles. I 

Taking into consideration the millions of cartons 
of ‘ 4 Oxydol’’ marketed, it is apparent that ther$ was 
and is little confusion and there is, as I view }t, no 
evidence indicating that the Procter & Gamble Com¬ 
pany has been in any way damaged. [ 

The only basis upon w'hich the plaintiff mig^it re¬ 
cover is with relation to the names alone. It i^ true 
that the first two letters and the last two letters (rf the 
trade-marks used, are the same, but the difference in 
the properties, the style of the containers, and the uses 
to which the articles are put, and for which th^y are 
advertised and designed, cannot, and, in my opinion, 
does not, deceive any person of ordinary intelligence. 

The true criteria which should control in matters 
of this character, I believe, is stated in the case of 
P. Lorillard Co. v. Peper (CCA 8) 86 F. 956, on pages 
957 and 958: I 


4 4 That there are some matters of resemblance 
is obvious, and it is equally obvious that th^re are 
essential and marked differences, and the inquiry 
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in these cases is not fully answered by calling at¬ 
tention to either the several matters of resem¬ 
blance or those of difference. The question is 
whether, taking the defendant’s package and label 
as a whole, it so far copies or resembles the plain¬ 
tiff’s package and label that a person of ordinary 
intelligence would be misled into buying the one, 
supposing that he was buying the other. And in 
such a case, as said by Lord Russell, in Liebig’s 
Extract of Meat Co. v. Chemists’ Co-operative 
Soc., decided by the British court of appeals No¬ 
vember 20, 1896, and reported in the Reports of 
Patent Design and Trade-Mark Cases (volume 13, 
pp. 736, 738), ‘one must be guided very largely by 
the judgment one forms from the use of one’s own 
eyesight.’ Elaborate descriptions of the points of 
resemblance or those of difference are, taken by 
themselves alone, always unsatisfactory. The eye, 
at a glance, takes in the whole of one exhibit and 
the whole of another; and the comparison thus 
made of the two is the surest, and the only satis¬ 
factory, way of satisfying the judgment as to the 
existence of the alleged deceptive imitation.” 

In that case the court says on page 960: 

“Summing it all up, while there are certain 
minor points of resemblance w’hich have been forc¬ 
ibly urged upon our attention by the counsel for 
plaintiff, yet, looking at the two packages with 
their labels—taking the tout ensemble,—it ap¬ 
pears to us clear that they are so essentially 
different that no one of ordinary intelligence, 
desiring to buy the one kind of tobacco, would be 
misled into buying a package of the other. We 
shall not stop to review the testimony which is 
offered upon the question whether the resem¬ 
blances between the two packages and labels were 
calculated to mislead, or whether in fact they did 
operate to mislead. It is enough to say that there 



was testimony on both sides of these questions, 
and perhaps, looking at the matter of testimony 
alone, it might be difficult to say on which wa$ the 
preponderance; but such testimony, giving i| all 
the weight that it is entitled to, does not disturb 
the conclusions which we have reached froih an 
inspection of the packages and labels themselves. 
We cannot surrender our own judgment in this 
matter because others may be of a different Opin¬ 
ion, or because it happens, in isolated instances, 
that some purchaser was so careless as not to 
detect the differences. It may well be that, vdiere 
many sales were made, some individuals, notj par¬ 
ticularly attentive, may have purchased the de¬ 
fendant’s, supposing they were purchasing the 
plaintiff’s, package. Such things will happen in 
the ordinary course of business, no matter how 
great the differences; and the fact that th^y do 
happen, while it is not to be ignored, is not to out¬ 
weigh the evidence which comes from a personal 
inspection of the packages and labels.” 

i 

i 

Certiorari was denied by the Supreme Court, 171 U. S. 
690. 

See, Coats v. Merrick Thread Company, 149 U. S. 
562. 

As to the right of the Court to rest its conclusion 
by comparison without proof of specific instances of 
confusion, see Von Mumm v. Frash (E. D. N. ^.) 56 
F. 830. 

A case much in point, it seems to me, is th£ case 
of Coca-Cola Co. v. Carlisle Bottling Works (E. D. 
Ky.) 43 F. (2d) 101. Plaintiff manufactured aijd sold 
“Coca-Cola”. Defendant produced and sold 1‘Roxa 
Kola”. Both of these products are soft drinksj but it 
did not appear that the properties of the respective 
products were identical. They were of simila^ char- 
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acter and undoubtedly competitive. The respective 
color of the liquid was different and the containers of 
a separate distinct character. 

The court in that case, on page 102, said: 

“No complaint is made that the dress of de¬ 
fendant’s article resembles that of plaintiff. It 
was conceded in argument that it does not. The 
facts do not permit of its being claimed otherwise. 
There is no similarity in the bottles used by the 
defendant with those used by the plaintiff. They 
differ distinctly in shape.” 

On page 109 the court further said: 

“In each case it is the tout ensemble that 
counts. And, in the case of infringement of trade¬ 
marks, it would seem that the 'whole to be taken 
into consideration, at least so far as appearance 
is concerned, is not the trade-mark in and of itself, 
but in its setting and also the dress of the article 
to which the trade-mark is affixed. The ultimate 
question is whether there is such similarity that it 
is calculated to deceive the ordinary purchaser. 
It is not necessary that there be any evidence of 
actual deception. But the absence of such evi¬ 
dence is relevant to the question of similarity.” 
(Affirmed, 433 F. (2d) 119.) 


While some question is raised in the instant case 
as to some of the coloring of packages, I conceive that 
the only question at issue is the words of trade-mark 
themselves. If, however, such similarity of colors and 
dress can be considered in issue, I conclude there is 
not such similarity as to deceive a reasonably intelli¬ 
gent person. 
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I find as facts: 

(1) That the products “Oxydol” and “Oxol” are 

of different composition and of different descriptive 
properties. ] 

(2) That the product “Oxydol” is used mainljy as 
a soap, and its cleaning properties are dependent to 
some extent on agitation, or the rubbing of the mate¬ 
rial to be cleansed. 

(3) That the product “Oxol” is used mainly as a 
bleach for materials, a water softener and a cleanser 
for floors, tile, and kitchen utensils, acting by reason 
of the chemical content. 

(4) That, although there is some similarity i|n the 
marks, no person of ordinary intelligence can bb con¬ 
fused in purchasing the two products, because if the 
fact that “Oxydol” is a granulated powder, marketed 
in a paper or pasteboard carton, and “OxolF is a 
liquid, marketed in a bottle. 

(5) Plaintiff has failed to sustain its contention 
by the reasonable weight of the evidence, that) there 
was or is actual confusion in the minds of the pur¬ 
chasing public. 

(6) That the plaintiff has failed to proye any 
damages. 

(7) Unfair competition has not been proyen by 
the plaintiff. 

Conclusions of law: 

Having found as a fact that there is no iijifringe- 
ment, and that no unfair competition has been estab¬ 
lished, the plaintiff is not entitled to the relief! prayed 

for, and the bill will be dismissed. j 

* 
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AS TO THE COUNTERCLAIM. 

Defendant J. L. Prescott Company filed a counter¬ 
claim against plaintiff, in which it is alleged that it, the 
defendant, is the proprietor of a certain trade-mark 
“Chase-O” which it applies to a package in which it 
markets and sells a detergent preparation in crystal 
form. This trade-mark, defendant alleges, was adopted 
by its predecessor, Chase-0 Manfuacturing Company, 
in the year 1912, and was registered as a trade-mark 
in the United States Patent Office by a certificate No. 
94,425, dated December 9, 1913. It is alleged and 
appears to be properly proven that said certificate, as 
well as the business rights by sundry assignments, has 
become the property of the defendant J. L. Prescott 
Company. The counterclaim charges that plaintiff, 
the Procter & Gamble Company, on or about Septem¬ 
ber 17, 1920, commenced to market and cause to be 
distributed throughout the United States, including 
New Jersey, a certain detergent in flake form, called 
soap chips, for purposes identical with those for which 
defendant’s product “Chase-O” is intended, having 
affixed thereto the trade name “Chipso”, and that such 
product in packages has been introduced in interstate 
commerce. The counterclaim sets out the form and 
style of the various packages, claims that the plaintiff 
wrongfully and deceptively presents its product— 
“Chipso”—to the public at large as the product of the 
defendant, and that such sale and marketing is in vio¬ 
lation of the exclusive right of the defendant in respect 
to its trade-mark “Chase-O”, and constitutes unfair 
competition. Other allegations of the counterclaim are 
in the usual form as to general use, style of package, 
and confusion in the minds of the purchasing public. 
The prayer is in general form as to restraint, account- 


ing for profits and damages, and delivery for destruc¬ 
tion of alleged infringing property. I 

The counterclaim was subsequently amended i to 
include an allegation that plaintiff’s trade-m^rk 
“Chipso” was registered in the United States Patent 
Office on April 12, 1921, under registration certificate 
No. 141,205, and a prayer that this Court order said 
certificate of registration to be delivered up for can¬ 
cellation. On May 12, 1933 the counterclaim yas 
amended by adding thereto an allegation that the fet¬ 
ing Examiner of Trade Mark Interferences had deter¬ 
mined and decided that the plaintiff had no right to i the 
registration of the trade-mark “Chipso” and recom¬ 
mended the cancellation thereof. 

On February 7, 1934 an amendment was allowed 
to be made to the counterclaim, setting forth that the 
proceedings in the Patent Office as to the cancellation 
of the trade-mark “Chipso” had been appealeC by 
plaintiff to the Commissioner of Patents and that the 
decision of the Acting Examiner had been affirmed. 
Subsequently a motion was made to amend the coun¬ 
terclaim by setting up the fact that an appeal had (been 
taken on said issue to the Court of Customs and Patent 
Appeals, and that that court had affirmed the decision 
of the Commissioner of Patents. Included in this pro¬ 
posed amendment was a declaration that, because of 
the action of the Commissioner, and Court of Customs 
and Patent Appeals, the allegations of the coiinter- 
claim as to the cancellation of the trademark 
4 ‘ Chipso 9 9 had become res judicata, and, based thereon, 
counsel for defendant claimed that this Court, under 
the terms of the pleadings, should decree that thie cer¬ 
tificate of registration of said trade-mark should be 
returned to the Commissioner for cancellation. On 
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this motion a memorandum was filed in which this 
Court held that the amendment should be allowed, but 
that the effect of the doctrine of res judicata was to 
deny to this Court the right to make any order or 
decree on that subject, because the identical issue had 
been determined by a court of concurrent jurisdiction. 

Some of the amendments herein recited were 
made after the taking of testimony on the main issues 
had been closed, and the recital is put in this opinion 
only for the purpose of showing the state of the plead¬ 
ings at this time. 

The plaintiff, as respondent to the counterclaim, 
answered and, as to the issue actually tried, denies 
that the name “Chipso”, the shape, style or coloring 
of the package in any way has the effect of wrong¬ 
fully and deceptively representing to the public at 
large that the “Chipso” product is the product of the 
defendant-counterclaimant, and denies that any of its 
acts have constituted any violation of any rights of 
defendant-counterclaimant in respect to the trade¬ 
mark “Chase-O”, and denies unfair competition. The 
answer further denies that plaintiff-respondent acted 
knowingly or deliberately with intent to usurp to it¬ 
self gains and profits, or that its trade-mark causes 
any confusion in the trade. The answer further denies 
that the two articles were intended for the same gen¬ 
eral use. It sets up by way of prior usage other trade 
names as showing that the mark “ Chase-O’ ’ contains 
no distinctive characteristics. It denies that the pack¬ 
ages are similar to such an extent as to be deceptive, 
and sets forth some other defenses which the Court 
does not deem necessary to state herein. 

A similar position, as to the registration of the 
trade-mark, appears with relation to ‘ 4 Chase-O’’ and 
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“Chips©”, as was present in the controversy between 
“Oxydol” and “Oxol”. “Chase-O” is registered; 
“Chipso”, although once registered, has been can¬ 
celled in proceedings before the Commissioner, Af¬ 
firmed by the Court of Customs and Patent Appeals. 
The same reasoning, as to the binding effect of siich 
registration and cancellation applicable to the contjest 
between “Oxydol” and “Oxol”, applies with eqjial 
force to the instant controversy. It does not control 
this Court in its determination. 

I am satisfied, after reviewing the evidence, tjiat 
the plaintiff-respondent did not wilfully adopt the [use 
of the trade-mark “Chipso”, intending to thereby (en¬ 
deavor to injure the defendant-counterclaimant in (the 
marketing of its product “Chase-O”. Therefore, (the 
conclusions to be reached must be controlled by j the 
similarity of names and packages, the confusion w^iich 
may arise as it affects the purchasing public, which, 
is to some extent, controlled by the descriptive prop¬ 
erties of the two products. The designations used are 
not the same. They are somewhat similar. The frrst 
two letters and the last letter are the same in both 
trade names. It will be noted that each mark contains 

I 

six letters. The letters in defendant-counterclaimant’s 
mark which differ from those in plaintiff-respondent’s 
are “ase”. Those in plaintiff-respondent’s ipark 
which differ from the defendant-counterclaimant’s are 
“ips”. “Chase-O” has a hyphen between the letters 
“e” and “0”, leaving a space between these tw<j> let¬ 
ters. In pronouncing the two words, the lips ar^ ma¬ 
nipulated in a different manner. The Court concludes 
that the marks by themselves do not constitutb in¬ 
fringement or unfair competition. j 
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4 4 Chase-O" is marketed and sold, at the present 
time, mainly, in a small pasteboard package 4% inches 
in height, 3 inches in width and 1 inch in depth, out¬ 
side measurements. The base color on the face of the 
package is orange, or a dark yellow; diagonally across 
the face is printed a blue ribbon, about seven-eighths 
of an inch in width, upon which in white is the mark 
4 4 Chase-O’ ’ in large letters set perpendicularly. Near 
the top of the face of the package in a horizontal blue 
ribbon, three-eights of an inch in width, and in white 
letters on this blue background are the words 4 4 Use 
With Soap 7 '. In black letters, on the orange base, 
between the diagonal and horizontal blue lines, are the 
words 44 For washing and bluing clothes 10^". 

Immediately below the diagonal line and placed 
in a diagonal direction, on the orange base, are the 
words 4 4 Soap's Best Pal" in small white capital let¬ 
ters, and below this, on the orange base and placed 
horizontally in black letters, and in three lines, are the 
words 4 4 Less soap — Less Rubbing — Makes Hard 
Water Soft"! At the bottom on the face of the pack¬ 
age there is printed a blue ribbon, placed horizontally, 
three-eights of an inch in width, and on this ribbon 
in white letters are the words 44 Blues As It Washes". 
On each end of the package appear the words “Chase- 
0 — Use With Soap", and on the back directions for 
use. On one side of the package is a direction sug¬ 
gesting that for things to be washed in a bowl or basin 
44 Chase-O" is to be used without soap. The adver¬ 
tised uses of this product appear to be as a water 
softener and as a bluing. For cleaning clothes gen¬ 
erally, it is to be used with soap, and such evidence 
as was produced on this subject conclusively showed 
that it was generally so used. It is recommended on 
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the package for use in other cleaning, such as floods, 
windows, sinks, tiling, toilets, &c. For these purposes, 
it is to be used without soap. 

It was shown that the shade of the basic orange 
or yellow color on some packages was darker or lighter 
than others, and suggestions were made that this w J as 
done to make the colors more nearly correspond to the 
colors of the “Chipso” package. A witness for de¬ 
fendant-counter claimant explained this as being tjhe 
fault of the printer. What was the actual fact, is, in 
my opinion, not important, as it has no bearing upon 
the decision of the real issues involved. 

A five-cent package is, or has been, at some times 
marketed by defendant-counterclaimant. This is a 
smaller package with white background, blue ribbon 
and white and blue letters. It is not important that 
this package should be particularly described. 

“Chipso” is marketed in two sizes of pasteboard 
or paper package. The smaller size is 7% inches high, 
5 inches wide and 2 inches deep. It is many times the 
size of the “Chase-O” package, and, while the gen¬ 
eral colors are very much the same, the arrangement 
is entirely different. The base color on the face of 
the package is dark blue. A diagonal ribbon 3% inches 
wide is a light orange color, and imposed thereon in 
black letters, running perpendicularly, is the Wprd 
“Chipso”. On some packages the word “flakes’f in 
black letters is immediately below the word “Chippo” 
on the orange ribbon; on others in a similar position 
the word “granules”, and on some no designation. 
Below the ribbon, on the blue base, in white letters 
are the words “ Quick Suds —rich and lasting—for 
soaking clothes clean—for dishes-—for washing ma¬ 
chine and boiler”. On some of the packages the rib¬ 
bon is a lemon color. 
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The larger package is 9 inches high, 6% inches 
wide and 3% inches deep. The style of coloring is sim¬ 
ilar. In some instances the ribbon is deep orange 
or light red in color. The words imposed upon the 
face of the package, and the arrangement thereof are 
the same. The package advertises the product “for 
all cleaning”, but, essentially, the fact that it makes 
“Quick Suds” is emphasized. There is no suggestion 
on the package or in the testimony that “Chipso” 
cleans in any other manner than as a soap character¬ 
ized by quick suds. 

Dr. Sadtler, testifying as to analysis of “Chase- 
0”, stated tbat the contents of the smaller package 
described herein as the one with the white base color, 
is a mixture of water softening substance. He fur¬ 
ther testified that it was composed of phosphates cal¬ 
culated to tri-sodium phosphate 10.16 per cent; phos¬ 
phates calculated to di-sodium phosphate 8.80 per cent, 
and alkali calculated to sodium carbonate 55.87 per 
cent; blue coloring and water crystallization by differ¬ 
ence 33.97 per cent. This was in excess of 100 per 
cent, but was explained later by the witness that the 
phosphates contained some water. 

He further testified that the larger orange pack¬ 
age contained tri-sodium or sodium phosphate calcu¬ 
lated to tri-sodium phosphate 12.38 per cent, sodium 
carbonate anhydrous 72.54 per cent and water crystal¬ 
lization by difference 15.08 per cent. 

“Chipso” was analyzed as follows: Moisture 2.50 
per cent, anhydrous soap 92.00 per cent, alcohol in¬ 
soluble 6.19 per cent. 

The witness describing the two products testified 
that “Chase-O” is a mixture of a little soap with the 
greater proportion, or the predominant proportion, 
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of water softening agents, and that “Chipso” is pre¬ 
dominantly soap with a minor proportion of w^ter 
softening agents. 

While he testified that about the same resilts 
would be obtained by using “Chase-O” with soapj as 
directed, as would be obtained by using ‘ 1 Chipso” 
alone, it is apparent that the descriptive qualities of 
the articles are entirely different; that one is a spap 
and the other a chemical cleaner. 

Considerable testimony was introduced by both 
sides as to the experience of housewives in making 
purchases; grocers, wholesale and retail, in making 
sales, and hired canvassers in calling on stores land 
asking for ‘ 4 Chase-O’’ or “Chipso”. Quite a cam¬ 
paign in a number of communities appears to Have 
been engineered by both sides. The results are I not 
very satisfactory by way of proofs. Defendant-coun¬ 
terclaimant’s witneses who canvassed, testified to 
some errors; so did witnesses of that character offered 
by plaintiff-respondent. Most of the testimony of this 
character proved nothing. Occasionally, according to 
witnesses for defendant-counterclaimant, the gijocer 
would give “Chipso” when “Chase-O” was ordered. 
The witnesses for plaintiff-respondent testified to lirge 
numbers of purchases of “Chase-O” when “ChasP-O” 
was requested, but this class of testimony, as a whole, 
is neither controlling nor of great influence. 

With a very minimum of exception, no evidence 
was produced tending to show that any reasonably in¬ 
telligent purchasers were ever deceived or confused. 

The law as cited in this opinion as applied to the 
“ Oxydol ‘ Oxol ” controversy, without restatement, 
is also applicable to the relief prayed for in the Coun¬ 
terclaim. 
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I am convinced that there is no infringement or 
unfair competition. 

I find as facts: 

(1) That the products “Chase-O” and “Chipso” 
are of different composition and of different descrip¬ 
tive properties. 

(2) That the product 46 Chase-O” is a water soft¬ 
ener, chemical bleach and bluing substance. 

(3) That the product “Chipso” is a soap, put up 
in such form as to produce quick suds, and cleanses by 
agitation in the manner of all soaps. 

(4) That the plaintiff-respondent did not wilfully 
adopt its trade-mark with an intention to engage in 
unfair competition with defendant-counterclaimant. 

(5) That no person of ordinary intelligence could 
be deceived or confused in making purchases, so that 
one product may be substituted for the other. This 
conclusion is based on the difference in appearance and 
the diverse descriptive properties. 

(6) That the testimony does not sustain the con¬ 
tention that there was or is actual confusion. 

(7) Defendant-counterclaimant has failed to prove 
any recoverable damages. 

(8) The method of marketing precludes the con¬ 
clusion that the purchasing public may arrive at a 
conclusion that “Chipso” sold by Procter & Gamble 
Company is actually the output of J. L. Prescott Com¬ 
pany. 

(9) Unfair competition has not been proven by 
the defendant-counterclaimant. 


Conclusions of law: l 

I 

Having found as a fact that there is no infringe¬ 
ment and that no unfair competition has been estab¬ 
lished, the defendant is not entitled to the relief prated 
for in its counterclaim. 

The counterclaim will be dismissed. 
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ORDER. 

(Filed July 23, 1936.) 


This cause, having come on for hearing on July 
12, 1935, on defendant-counterclaimant’s ‘ 4 Motion to 
Amend Defendant-Counterclaimant’s Counterclaim ’ ’, 
in accordance with the 4 4 Amendment to Defendant- 
Counterclaimant’s Counterclaim”, attached to said 
motion, and on defendant-counterclaimant’s “Offer of 
Evidence”, filed with said foregoing documents, and 
after hearing oral argument of counsel in behalf of 
defendant-counterclaimant and of counsel in behalf 
of plaintiff-respondent, and having received and con¬ 
sidered briefs filed by both parties, it is hereby 

Ordered, Adjudged and Decreed as follows: 

That said ^Motion to Amend Defendant-Counter¬ 
claimant’s Counterclaim” be, and is hereby, allowed; 
that said “Amendment to Defendant-Counterclaim¬ 
ant’s Counterclaim” be, and stand as, paragraph thir¬ 
teenth of “Defendant-Counterclaimant’s Amended 
Counterclaim”; that the evidence set forth in defend¬ 
ant-counterclaimant’s “Offer of Evidence” be, and the 
same is hereby, received in evidence, and made a part 
of the record in this cause. 

This order is entered by agreement of counsel, 
prior to the entry of the final decree, and nunc pro 
tunc as of March 13, 1936, on this twenty-second day 
of July, A. D. 1936. 

John Boyd Avis, 

United States District Judge . 

Approved as to form: 

Thomas G. Haight, 

Counsel for Plaintiff-Respondent. 

Joshua It. H. Potts, 

Basel H. Brune, 

Eugene Vincent Clarke, 

Counsel for Defendant-Counter claimant. 






FINAL DECREE. 

(Filed July 23, 1936.) 


This cause came on to be heard upon the issjues 
joined on (1) the original bill and answer, (2) the 
original counterclaim and answer thereto, and l (3) 
amendments to said counterclaim, and was argued 
by counsel; and thereupon, upon consideration thereof, 
it is, on this twenty-second day of July, 1936, Ordered, 
Adjudged and Decreed as follows, viz: j 

1. That the original bill be and the same is he 
dismissed for want of equity, with costs. 

2. That all of the counterclaim except the alleged 

cause of action therein set forth upon which is b^sed 
the prayer thereof for an order that “The Certificate 
of Registration of the Plaintiff for the word “Chipjso”, 
No. 141,205, be delivered up to the Commissioner of 
Patents for cancellation”, be and the same is hereby 
dismissed for want of equity, with costs. I 

3. That the part of said counterclaim in which is 
set forth the alleged cause of action upon which is 
based the prayer thereof for an order that “thej Cer¬ 
tificate of Registration of the Plaintiff for the (Word 
‘Chipso’, No. 141,205, be delivered up to the Commis¬ 
sioner of Patents for cancellation”, be dismissed upon 
the ground that the decision of the United States 0ourt 
of Customs and Patent Appeals affirming the order of 
the Commissioner of Patents that such certificate of 
registration be so cancelled is res adjudicata. 

John Boyd Avis, 

United States District Judge. 

Approved as to form: 

. Thomas G. Haight, 

Counsel for Plaintiff-Respondent. 

Joshua R. H. Potts, 

Counsel for Defendant-Counterclaimant. 
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PETITION FOR APPEAL. 

(Filed October 7, 1936.) 


The above - entitled defendant - connterclaimant, 
feeling itself aggrieved by the decree rendered and 
entered herein on July 22, 1936, does hereby appeal 
from said decree to the United States Circuit Court of 
Appeals for the Third Circuit, for the reasons set forth 
in the assignment of errors, filed herewith, and prays 
that this appeal be allowed, that citation be issued, as 
provided by law, and that a transcript of the record, 
exhibits, proceedings and documents herein, duly cer¬ 
tified and authenticated, be sent to the United States 
Circuit Court of Appeals for the Third Circuit, under 
the rules of the Court made and provided 
Your petitioned further prays that the proper 
order, relating to the required security to be furnished 
by it, be made. 

J. L. PRESCOTT COMPANY, 

By Joshua R. H. Potts, 

Basel H. Brune, 

Eugene Vincent Clarke, 
Its Attorneys 

Dated second day of October, A. D. 1936. 


A copy of “Petition for Appeal” received this 
fifth day of October, A. D. 1936. 

Cooper, Kerr & Dunham, 
i Solicitor for Plaintiff-Respondent. 
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ASSIGNMENT OF ERRORS. 

(Filed October 7, 1936) 


Now comes the defendant-counterclaimant in ihe 
above-entitled cause, and assigns the following errors 
as its reasons for appeal from so much of the decree 
entered herein by this Honorable Court on July |22, 
1936, as related to defendant - counterclaimaiit’s 
amended counterclaim, to wit: 


That the Court erred: 


1. In dismissing defendant-counterclaimaiit’s 
amended counterclaim. 

2. In failing to sustain defendant-countercla|m- 
ants amended counterclaim and grant the relief prated 
for therein, except that the trade-mark registration 
the trade-mark “Chipso” be canceled. 


for 


3. In allowing costs to plaintiff-respondent on 
fendant-counterclaimant/s amended counterclaim. 


4. In failing to allow to defendant-counterclaimant 


costs on its amended counterclaim. 


de- 


i 

5. In failing to hold that defendant-counterclaim- 

^ l 

ant’s trade-mark 44 Chase-O” is a valid, common l^w, 
technical trade-mark. 


6. In failing to hold that the trade-mark 


44 Chase-O” is a valid, technical, registered trade-mark. 


7. In failing to hold that defendant-countercla 
ant is the owner of the trade-mark 44 Chase-O”, and 
rights thereunder. 


im- 

all 


v. ■ ■ -r L .- It'. 








.v»v 




: fife' 
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8. In failing to hold that defendant-counterclaim- 
ant’s use of its trade-mark 44 Chase-O” was prior to 
the use by plaintiff-respondent of the infringing trade¬ 
mark “Chipso”. 

9. In failing to hold that the goods upon which 
plaintiff-respondent uses the trade-mark “Chipso” are 
goods of substantially the same descriptive properties 
as those upon which defendant-counterclaimant uses its 
trade-mark “Chase-O”. 

10. In failing to hold that plaintiff-respondent’s 
use of the trade-mark “Chipso” infringes defendant- 
counterclaimant’s common law trade-mark 4 4 Chase-0 ’ ’. 

11. In failing to hold that plaintiff-respondent’s 
use of the trade-mark “Chipso” infringes defendant- 
counterelaimant’s registered trade-mark “Chase-O”. 

12. In failing to hold that plaintiff-respondent had 
engaged knowingly in unfair competition with defend¬ 
ant-counterclaimant, by simulating defendant-counter- 
claimant’s trade-mark, and the dress of its packages 
upon which the trade-mark “Chase-O” is used. 

13. In failing to enjoin plaintiff-respondent from 
employing the trade-mark “Chipso”, or any other 
simulation of “Chase-O” on its goods, or any goods 
having substantially the same descriptive properties as 
those upon which defendant-counterclaimant uses its 
trade-mark 4 4 Chase-0 ’ ’. 

14. In failing to enjoin plaintiff-respondent’s un¬ 
fair competition in simulating defendant-counter claim¬ 
ant’s trade-mark 44 Chase-O” and package dress. 

15. In failihg to order plaintiff-respondent to ac¬ 
count to defendant-counterclaimant for all profits and 
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damages arising from plaintiff-respondent’s infringe¬ 
ment from the time it first adopted and used the trade¬ 
mark “Chipso”. | 

16. In failing to order plaintiff-respondent to ac¬ 
count to defendant-counterclaimant for all profits and 
damages arising after defendant-counterclaimant 
served written notice upon plaintiff-respondent to clis- 
continue infringing the trade-mark “Chase-O” and 
competing unfairly with defendant-counterclaimant. 

17. In failing to order plaintiff-respondent to ac¬ 
count to defendant-counterclaimant for all profits ^nd 
damages arising through plaintiff-respondent’s in- 
fringment and unfair competition after the date of the 
filing of the counterclaim herein. 

18. In failing to increase the award for damages 

suffered by defendant-counterclaimant by reason of 
plaintiff-respondent’s infringement of the trade-mark 
“ Chase-O”. [ 

19. In excluding and failing to receive the offered 
testimony of Miss Dorothy Booker that she was [en¬ 
gaged by a representative of The Procter & Ganjible 
Company, in 1932, to visit two hundred (200) stores 
in the City of Baltimore, and to ask for a package of 
“Chase-O” in each of those stores; that she was xold 
by Miss McElrath, a Procter & Gamble employee, that 
she was to be careful in asking for “Chase-O” because 
of the similarity of names, a package of “Chip£o” 
might be offered to her, and that in no case was sh^ to 
take it; that she was also told at that time that there 
was a controversy or suit pending between The Procter 
& Gamble Company and J. L. Prescott Company, 
that her evidence, which she was collecting on this c 







40 


paign, might be necessary in that case. Further, im¬ 
mediately before going on this campaign, she received 
an offer of another position, and, therefore, did not do 
the work which was requested of her; that Miss Mc- 
Elrath had left town, and she was not able to com¬ 
municate wfith her, but communicated with the other 
girl who had been employed, and the other girl, in turn, 
supplied someone else to take Miss Booker’s place. 

20. In excluding and failing to admit the offered 
testimony of Ralph E. Burkey, that approximately two 
(2) months before the witness testified, the American 
Store on the corner of Main and Lancaster Avenue, in 
Berwyn, had given Mrs. Henrietta Fritz TenBroeck a 
package of “Chipso” in substitution for “ Chase-O’’ 
when she had ordered 4 ‘Chase-O” during her purchas¬ 
ing of some groceries at said American Store; that 
Mrs. TenBroeck raised an objection, and Mr. Burkey 
then said to the clerk who was waiting on Mrs. Ten¬ 
Broeck, “If you want to make Mrs. TenBroeck angry 
just give her ‘Chipso’ when she orders ‘Chase-O’, or 
give her sliced bread”; that approximately four (4) 
or five (5) years before the witness, Mr. Burkey, testi¬ 
fied, he overheard Mrs. TenBroeck complain to Mr. 
LaFevere, the manager of the store, that on numerous 
occasions “Chipso” had been delivered to her when 
she ordered “Chase-O”. 

Wherefore, defendant-counterclaimant prays that 
said decree, so far as it relates to the counterclaim, 
and except as to that part which relates to the cancella¬ 
tion of the trade-mark “Chipso” , be reversed, with 
costs in favoi* of defendant-counterclaimant, and that 
the District Court for the District of New Jersey be 
ordered to enter a decree, sustaining defendant-coun¬ 
terclaimant’s counterclaim, with costs in that court in 


favor of defendant-counterclaimant, and granting the 
relief prayed for therein, except that part which prays 
for the cancellation of the trade-mark “Chipso”, and 
that defendant-counterclaimant be granted such other 
and further relief as equity and justice may deem m^et. 

J. L. PRESCOTT COMPANY, 

By Joshua R. H. Potts, | 
Basel H. Brune, | 
Eugene Vincent ClarIkb, 
Its Attorneys. 

Dated second dav of October, A. D. 1936. 

V j 

A copy of 4 ‘Assignment of Errors” received this 
fifth day of October, A. D. 1936. | 

i 

Cooper, Kerr & Dunham, 

Solicitor for Plaintiff-Respondent. 
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ORDER ALLOWING APPEAL AND FIXING BOND. 

(Filed October 7, 1936.) 


On petition of defendant-connterclaimant it is 
hereby Ordered: 

That an appeal to the United States Circuit Court 
of Appeals for the Third Circuit, from the decree here¬ 
tofore filed and entered herein, be, and the same is 
hereby, allowed; 

That a transcript of the record, exhibits, proceed¬ 
ings and documents herein, duly certified and authenti¬ 
cated, be forthwith transmitted to the United States 
Circuit Court of Appeals for the Third Circuit; and 

That the cost bond on appeal be fixed in the sum 
of one thousand dollars. 

Dated this seventh day of October, A. D. 1936. 

John Boyd Avis, 

United States District Judge. 


A copy of “Order Allowing Appeal and Fixing 
Bond” received this fifth day of October, A. D. 1936. 

Cooper, Kerr & Dunham, 

Solicitor for Plaintiff-Respondent. 


PETITION FOR APPEAL. 


I 

| 

(Filed October 9, 1936.) j 

The plaintiff here, conceiving itself aggrieved 
by parts of the order and decree made and entered in 
this cause on the twenty-second day of July, 4936, 
hereby appeals to the United States Circuit Court of 
Appeals for the Third Circuit, from so much of sai<4 de¬ 
cree as adjudges and decrees that the bill of compjaint 
should be dismissed with costs, and that the part of 
the counterclaim referred to in paragraph 3 of the said 
decree should be dismissed upon the ground therein 
stated, and files herewith an assignment of errors] and 
prays that this appeal may be allowed and a transcript 
of the record, including the testimony in narrative 
form and the proceedings on which said decree was 
made and founded, duly authenticated, together with 
such exhibits and other evidential matter as cannbt be 
conveniently printed, may be sent to the United States 
Circuit Court of Appeals for the Third Circuit. 

THE PROCTER & GAMBLE COM¬ 
PANY, 

By Cooper, Kerr & Dunham, 

Its Attorneys. 
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ORDER ALLOWING APPEAL. 

(Filed October 9, 1936.) 


The appeal above prayed is hereby allowed with 
bond, condition for the payment of costs in the amount 
of one thousand dollars ($1000). 


October 7, 1936. 


John Boyd Avis, 

U. S. District Judge. 


Receipt of a copy of petition for appeal and order 
allowing appeal, and fixing bond, is hereby acknowl¬ 
edged this seventh day of October, 1936. 

Joshua R. H. Potts, 

Basel H. Brune, 

Eugene Vincent Caere, 
Solicitors for Defendant- 
i Counterclaimant. 






ASSIGNMENT OF ERRORS. 


(Filed October 9, 1936.) 

Now comes the plaintiff in the above-entitled chuse 
and files the following assignment of errors, ubon 
which it will rely upon the appeal from the decree 
entered by this Court on the twenty-second day of 
July, 1936. 

Errors in that Portion of the Decree Dealing With 

the Bill and Answer. 

1. The Court erred in dismissing the bill of com¬ 
plaint. 

2. The Court erred in finding that the plaintiff Was 
without equity. 

3. The Court erred in directing the taxatior. of 
costs against the plaintiff. 

4. The Court erred in not finding that “Oxol” and 
“Oxydol,” having regard to the common properties of 
the two materials, and the peculiarity of the names, 
and the association together of the products by the 
purchasing public, were likely to and had in fact 
caused confusion in the minds of the purchasing public, 
and hence erred in not finding for the plaintiff. 

5. The Court erred in disregarding the proofs 
showing confusion of origin between the goods of the 
defendant and the goods of the plaintiff, and instead 
of this classifying the confusion as other than one 
which would give rise to unfair competition, and hence 
erred in not finding for the plaintiff. 





6. The Court erred in not finding that the proofs 
introduced showing that purchasers actually were led 
to believe that the product of the defendant was a 
liquid form of the product of the plaintiff, or came 
from the plaintiff and was an associated product with 
plaintiff’s product, was sufficient to override the opin¬ 
ion of the Court itself as to probable confusion in 
trade, and hence erred in not finding for the plaintiff. 

Errors in That Portion of the Decree Dealing With 
the Counterclaim Praying Cancellation of 
Trade-Mark Certificate for the Name ‘ ‘ Chipso. 99 

7. The Court erred in holding that the finding of 
the Court of Customs and Patent Appeals in cancella¬ 
tion proceeding No. 2373 in that court, was res adjudi- 
cata as to the issue of cancellation of the registration 
for “Chipso.” 

8. The Court erred in not finding for the plaintiff 
(respondent) on the said counterclaim. 

9. The Court erred in not accepting jurisdiction 
of the said counterclaim, and on the proofs before it, 
deciding the issue thereof. 

10. The Court erred in not finding that the pro¬ 
ceeding und^r the counterclaim was a statutory pro¬ 
ceeding involving the registration for “Chipso”, as a 
res, and in not deciding the issue as to the said res. 

11. The Court erred in reopening the cause on the 
said counterclaim for the purpose of admitting in evi¬ 
dence the record in the United States Patent Office on 
said counterclaim, long after the final submission of 
the cause oh said counterclaim, and in admitting the 
said record in evidence. 


12. The Court erred, in not having (a) accepted 
jurisdiction of the said counterclaim, and (b) havihg 
accepted jurisdiction in not ordering the Commj.s- 
sioner of Patents to refrain from cancelling the reg¬ 
istration for “Chipso.’’ 

Cooper, Kerr & Dunham., 
Attorneys for Plaintiff . 

Receipt of a copy of assignment of errors is 
hereby acknowledged this seventh day of Octobpr, 
1936. | 

Joshua R. H. Potts, 

Basel H. Brune, 

Eugene Vincent Clarke, 
Solicitors for Defend^nt- 
C ounter claimant. 
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STATEMENT. 

The Appellant, The Procter & Gamble Company, 
appeals from a decree executed by the District Court 
of the United States for the District of Columbia, Oc¬ 
tober 8, 1936, Mr. Justice Adkins sitting. This decree 
(R. 43) dismissed Appellant’s Bill and vacated a re¬ 
straining order directed against the Appellee,! The 
Commissioner of Patents, theretofore entered Jui^e 15, 
1935 (R. 38) by Mr. Justice 0 ’Donoghue; that restrain- 
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ing order restrained the Appellee from cancelling the 
Trade-Mark Registration Certificate No. 141,205 for 
Appellant’s trade-mark “CHIPSO”, “until the fur¬ 
ther order of this Court in the premises.” 

In the Bill of Complaint (R. 2, paragraph 2) it is 
stated: 

“* * * the Court of Customs and Patent Appeals 
did on the 29th day of April, 1935, decide that the 
said proceeding for cancellation was well taken and 
order the cancellation of the said registration for 
the mark Chipso by the defendant, the Commis¬ 
sioner of Patents, * * 

In Appellant’s Motion for Injunction (R. 5) it is 
stated: 

“* * * unless a preliminary injunction is granted 
to the coilnplainant against the said defendant, he 
will, in the course of his duty, cancel the complain¬ 
ant’s registration, * * * .” 

We have already seen from Appellant’s own Bill 
that the final decision of the United States Court of 
Customs and Patent Appeals was that the registration 
for Appellant’s trade-mark “CHIPSO” should be 
cancelled, and that The Commissioner planned to do 
his duty as established by the decision of that Court. 

A brief history of the cancellation proceedings in¬ 
augurated in the Patent Office Tribunals and those 
instituted in the United States District Court for the 
District of New Jersey is desirable at this point since 
the latter proceedings ostensibly, according to Appel¬ 
lant’s contentions, form a basis for enjoining The 
Commissioner from cancelling the “CHIPSO” Trade- 
Mark Registration. 
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On October 26, 1931 the J. L. Prescott Company 
filed in the Patent Office its Petition for Cancellation 
of the “CHIPSO” trade-mark registration, and based 
its prayer for cancellation on its prior use, adoption 
and registration of the trade-mark “ CHASER) ”. 
(R. 2.) The Examiner of Trade-Mark Interferences 
ruled that the “CHIPSO” trade-mark registration 
should be cancelled and appeal by Appellant here to 
The Commissioner of Patents was unsuccessful, and 
Appellant’s appeal to the United States Court of Cus¬ 
toms and Patent Appeals was likewise unsuccessful; 
the latter Court ordered The Commissioner of Patents 
to cancel the “CHIPSO” trade-mark registration 

(R. 2). 

On November 20, 1931, twenty-five (25) days after 
the cancellation proceedings was inaugurated, by | the 
J. L. Prescott Company in the Patent Office, a cancel¬ 
lation proceeding was started under 15 U. S. C. A. 102, 
entitled “ Suits Involving Interfering Registered 
Trade-Marks.” This proceeding was brought by way 
of counterclaim in the United States District Court for 
•the District of New Jersey (R. 2). 

After the final decision of the United States Court 
of Customs and Patent Appeals, and while the proceed¬ 
ing was still pending in the United States District 
Court for the District of New Jersey, the J. L. Prescott 
Company moved to amend its pleadings to set up the 
proceedings instituted in the United States Court of 
Customs and Patent Appeals, and offered in evidence 
full records thereof, including the opinion and mandate 
so as to show that the cancellation proceeding pnder 
15 U. S. C. A. 102 had been rendered res judjcata 
by the final decision of the United States Court of Cus¬ 
toms and Patent Appeals. District Judge Avis in 
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Procter & Gamble Co. v. J. L. Prescott Company, 16 P. 
Supp. 65, 66, ruled on these matters in these words: 

4 ‘I am satisfied that the amendment should be 
allowed, and that the evidence should be received, 
and 1 hold that the order of the United States 
Court of Customs and Patent Appeals is res judi¬ 
cata.” 

He then ordered, on page 67, that the prayer of the 
J. L. Prescott Company for the cancellation of the 
“CHIPSO” trade-mark registration should be denied 
on the ground of res judicata and dismissed that part 
of the Prescott Company’s Counterclaim with costs in 
favor of The Procter & Gamble Company. 

In the Answer of The Procter & Gamble Company 
to the Counterclaim of the J. L. Prescott Company (R. 
23) we find: 

“In answer to the counterclaim of the J. L. 
Prescott Company, now comes The Procter & Gam¬ 
ble Company and prays that said counterclaim be 
dismissed with costs awarded to the plaintiff.’’ 

The Answer concludes (R. 30) with: 

“Wherefore, plaintiff prays this Honorable 
Court that the counterclaim of the defendant be 
dismissed, and that plaintiff be awarded its cost 
herein expended.” 

Thus, The Procter & Gamble Company received the 
precise relief for which it prayed, but has now taken an 
appeal to the United States Circuit Court of Appeals 
for the Third Circuit from the part of the final decree 
w’hich dismissed the cancellation procedings, with costs 
in favor of The Procter & Gamble Company. 

Appellant’s position below and here is that The 
Commissioner of Patents should be restrained from 
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cancelling the “CHIPSO” trade-mark registration,! in 
accordance with the order of the United States Co^irt 
of Customs and Patent Appeals, pending a final deci¬ 
sion of its above appeal to the United States Co^irt 
of Appeals for the Third Circuit. J 

Appellant’s position is thus stated on page 19 of its 
brief: 

“The present proceeding is not statutory at 
all. It is an invocation of general equity jurisdic¬ 
tion and powers to enjoin the doing of a wrongful 
act by an administrative officer of the govern¬ 
ment.” 

The position of The Commissioner of Patents (R. 
38, 39) is that he is duty-bound to cancel the trade-mark 
“CHIPSO” registration, in accordance with the final 
decision of the United States Court of Customs and 
Patent Appeals and the provisions of 35 U. S. C. A|. 62, 
which includes: 

“After hearing the case the Court shall return 
to the Commissioner a certificate of its proceed¬ 
ings and decision, which shall be entered of record 
in the Patent Office and shall govern the further 
proceedings in the case.” 

The Commissioner also supports his position thaf the 
Appellant’s Bill should be dismissed and the restrain¬ 
ing order be vacated by urging that concurrent ijeme- 
dies for the cancellation of confusingly similar trade¬ 
mark registrations are given by 15 U. S. C. A. 8^ and 
15 U. S. C. A. 102, and that a final decision in one 6f the 
proceedings is conclusive in the other as res judicata 
(R. 39); further, that if Appellant desired to havfe the 
cancellation issues tried in a Court of Equity it could 
have filed, under 35 U. S. C. A. 63 (Section 4915 R. S.) 
in a United States District Court of Equity a bill to set 
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aside the decision of The Commissioner of Patents that 
the “CHIPSO” trade-mark registration should be 
cancelled instead of taking an appeal to the United 
States Court of Customs and Patent Appeals—it hav¬ 
ing elected to appeal to the United States Court of 
Customs and Patent Appeals, the Appellant is not en¬ 
titled to have the order of cancellation, in accordance 
with that Court’s decision, withheld (R. 39). 

QUESTIONS INVOLVED. 

1. Are cancellation proceedings between two con¬ 
flicting registered trade-marks, under 15 U. S. C. A. 93 
(Trade-Mark Act 1905, Section 13) in the Patent Office 
Tribunals, and cancellation proceedings between the 
same two registered trade-marks in a United States 
District Court under 15 U. S. C. A. 102 (Trade-Mark 
Act 1905, Section 22) concurrent remedies? 

2. Where concurrent remedies are provided by 
statute in different Tribunals, may the party having the 
remedies prosecute them simultaneously in both Tribu¬ 
nals until a finhl judgment is reached in one? 

3. Where concurrent remedies are provided by 
statute and both remedies are prosecuted simultane¬ 
ously in two different Tribunals, does the final decision 
of one Tribunal render res judicata the still pending 
proceeding in the other Tribunal? 

4. Is it a! wrongful, illegal or arbitrary use of 
power for The Commissioner to cancel a trade-mark 
registration in accordance with the decision and order 
of the United States Court of Customs and Patent Ap¬ 
peals and 35 U. S. C. A. 62 (R. S. 4914), simply because 
a cancellation proceeding under 15 U. S. C. A. 102 


(Trade-Mark Act 1905, Section 22) was inaugurated 
after tlie cancellation proceeding in the Patent Office? 

5. Do unsuccessful motions to stay cancellation 
proceedings in the Patent Office and United States 
Court of Customs and Patent Appeals, on the ground 
that a subsequently filed cancellation proceeding is 
pending in a United States District Court unde^ 15 
U. S. C. A. 102 (Trade-Mark Act 1905, Section 22) ren¬ 
der res judicata an attempt in the Supreme Court of 
the District of Columbia to stay cancellation of a trade¬ 
mark registration ordered finally by the United Spates 
Court of Customs and Patent Appeals ? 

6. Should the Supreme Court of the District of 
Columbia stay The Commissioner from cancelling the 
trade-mark registration “CHIPSO” pending an ap¬ 
peal in the Third Circuit from a decision dismissing a 
cancellation proceeding against the same registration 
subsequently filed in a District Court of that Circuit? 

BRIEF AND DISCUSSION. 

I. Where Registered Trade-Marks Are Involved, Can¬ 

cellation Proceedings in the Patent Office tribu¬ 
nals and in a United States District Court Are Con¬ 
current Remedies. 

In this case the trade-mark “CHASE-O” of the 

J. L. Prescott Company was a registered trade-mark 
and the alleged confusingly similar trade-mark 
“CHIPSO” of The Procter & Gamble Company was 


likewise registered. As before stated, in order tp can¬ 
cel the trade-mark registration “CHIPSO”, a proceed¬ 
ing was first started in the Patent Office under 15 iU. S. 
C. A. 93 (Trade-Mark Act 1905, Section 13) and! later 
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on another one was started in the United States Dis¬ 
trict Court for the District of New Jersey under 15 
U. S. C. A. 102 (Trade-Mark Act 1905, Section 22). 

The J. L. Prescott Company was proceeding under 
the belief that the two remedies were concurrent, and 
The Procter & Gamble Company, Appellant here, took 
no steps to enjoin the prosecution of the proceeding in 
the Patent Office until after a final decision, adverse 
to it, had been rendered by the United States Court of 
Customs and Patent Appeals. 

In Corning Glass Works v. Robertson, Commis¬ 
sioner of Patents, 65 F. (2d) 476, this Court stated 
clearly, at page 477, the true rule of law: 

“We are clearly of the view that section 13 
(15 U. S. C. A. 93) authorizes a proceeding in the 
Patent Office for the cancellation of a registered 
mark by the owner of a registered mark, and that 
section 22 (15 U. S. C. A. 102) provides for an inde¬ 
pendent equity suit. In other words, concurrent 
remedies are provided by the two sections, one in 
the Patent Office, the other in a court of equity. 
This interpretation gives force and effect to the 
plain words of the statute and is in harmony with 
Patent Office practice of 27 years.” * 

A Petition for Writ of Certiorari was denied in that 
case in 290 U. S. 645, and the case was cited with ap¬ 
proval (1934) by this Court in Alexandrine v. Coe, 
Commissioner of Patents, 71 F. (2d) 348,350. 

In view of the decisive holding of this Court, a con¬ 
tention that the subsequently filed cancellation proceed¬ 
ing pending in a District Court should take precedence 
over the cancellation proceeding previously filed in the 
Patent Office is not well-founded. The final adverse de- 


* Emphasis our unless otherwise specified. 



cision of the United States Court of Customs and Pat¬ 
ent Appeals surely cannot give the United States Dis¬ 
trict Court of New Jersey precedence where it had 
none in the first instance. 

2. Where Concurrent Remedies in Different Tribunals 
Are Provided They May Be Prosecuted Simulta¬ 
neously Until a Final Judgment Is Reached in One. 

It would seem that a trade-mark cancellation pro¬ 
ceeding is clearly an action in personam and not ojne in 
rem. If it is in personam, concurrent remedies miy be 
exercised simultaneously. To say that it is an aJction 
in rem is equally fatal to Appellant’s attempt to stay 
the execution of The Commissioner’s duty, for th^ pro¬ 
ceeding in the Patent Office was started first—October 
26, 1931, and that in the United States District Court 
for the District of New Jersey was not started until 
November 20,1931. It is a well-recognized rule that in 
actions in rem the first tribunal to gain jurisdiction will 
exercise it to the exclusion of all others. Kline v. 
Burke Construction Co., 260 U. S. 226, 236. 

Assuming then that cancellation proceeding^ are 
actions in personam, the following rule of law iomes 
into play, where concurrent remedies are proyided. 
Kline v. Burke Construction Co., 260 U. S. 226, 232: 

“Where a suit is strictly in personam, in [which 
nothing more than a personal judgment is sbught, 
there is no objection to a subsequent action in 
another jurisdiction, either before or after judg¬ 
ment, although the same issues are to be tried 
and determined; and this because it neither ousts 
the jurisdiction of the court in which the first suit 
was brought, nor does it delay or obstruct the exer¬ 
cise of that jurisdiction, nor lead to a conflict of 
authority where each court acts in accordance with 
law.” 
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On page 230 we find the further statement: 

“Each court is free to proceed in its own way 
and in its own time, without reference to the pro¬ 
ceedings in the other court. Whenever a judgment 
is rendered in one of the courts and pleaded in the 
other, the effect of that judgment is to he deter¬ 
mined by the application of the principles of res 
ad judicata by the court in which the action is still 
pending in the orderly exercise of its jurisdiction, 
as it would determine any other question of fact or 
law arising in the progress of the case. ’ ’ 

This proposition has been sustained by most of the 
Circuit Courts of Appeals and by the Supreme Court 
of the United States. Some of the leading cases are: 
Grubb v. Public Utilities Commission, 281 U. S. 470, 
476; Insurance Co. v. Brune’s Assignee, 96 U. S. 588 
(1877); Chicago, R . 7. d; P. Ry. v. Schendel, 270 U. S. 
611 (1926); Merritt, et al. v. American Steel-Barge 
Co., 79 F. R. 228 (1897, C. C. A. 8th); Brown, et al. v. 
Puffin, 13 F. (2d) 708 (1926, C. C. A. 6th); Hudson v. 
McWilliams, et al, 17 F. (2d) 733 (1927, C. C. A. 9th); 
Premier Malt Products Co. v. G. A. Acherman Printing 
Co., Inc., et al., 24 F. (2d) 89 (1927, C. C. A. 7th); In re 
Putnam, 55 F. (2d) 73 (1932, C. C. A. 2d); Hall, et al. v. 
Cottingham, et al.; Cottingham, et al. v. Hall, et al., 55 
F. (2d) 664 (1932, C. C. A. 4th), and Raphael v. Mon¬ 
roe, 60 F. (2d) 16 (1932, C. C. A. 1st). 

It seems clear that the J. L. Prescott Company 
could proceed simultaneously in the Patent Office and 
in the United States District Court for the District of 
New Jersey and The Procter & Gamble Company must 
have entertained this view for it did not seek to enjoin 
the Patent Office from proceeding until after a final 
decision had been rendered against it on appeal from 
the Patent Office. 


3. Where Concurrent Remedies in Different Tribunals 
Are Provided by Statute and Both Remediesj Are 
Prosecuted Simultaneously, the Final Decision of 
One Tribunal Renders Res Judicata the Still pend¬ 
ing Proceeding in the Other Tribunal. 

As we have seen, the decision of the United States 
Court of Customs and Patent Appeals was adverse to 
Procter & Gamble Company. It was handed <jlown 
April 29th, 1935 (R. 2) and rehearing was denied (Ap¬ 
pellant’s brief, p. 4) June 3d, 1935. (77 F. (2d) page 
98.) It cannot be doubted that the decision of the 
United States Court of Customs and Patent Appeals is 
a final one, for otherwise, under any theory, th^ Ap¬ 
pellant’s Bill here would have been premature hr ill 
founded, that is, if a review by the Supreme Court of 
the United States was possible, then that would have 
been the remedy of The Procter & Gamble Company, 
if any, and not the present one to restrain the perform¬ 
ance of a legal duty. This view as to finality is[ sup¬ 
ported by Postum Cereal Co . v. California Fi$ Nut 
Co., 272 U. S. 693, in which it was held that the Supreme 
Court of the United States had no jurisdiction fo re¬ 
view decisions of the Court of Appeals of the District 
of Columbia, rendered in appeals from decisions of The 
Commissioner of Patents. 

No longer is it possible to resort to a Bill in Equity 
to review decisions of the Patent Office after an alppeal 
has been taken to the United States Court of Customs 
and Patent Appeals. McKesson & Robbins, Ike. v. 
Charles H. Phillips Chemical Co., 53 F. (2d) 342, 344. 
Hygienic Products Co. v. Coe, 85 F. (2d) 264, 266, de¬ 
cided by this Court June 1, 1936. 

We thus have a final decision in one of twp con¬ 
current proceedings and its effect is clearly stalled by 
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Circuit Judge Learned Hand in In re Putnam, 55 F. 
(2d) 73, (1932) on page 75: 

“The first judgment obtained becomes res judi¬ 
cata, and mag be pleaded in bar in the suit still 
remaining undecided, though that be the first in 
which a writ issued, and though in that event the 
plea in effect takes the case out of the mouth of the 
first court, quite as much as if the suits were in 
rem.” 

Stated somewhat differently, although to the same 
effect, we find in Kline v. Burke Construction Co., 260 
U. S. 226, 230, that the same principle has been sus¬ 
tained : 

“Each court is free to proceed in its own way and 
in its own time, without reference to the proceed¬ 
ings in the other court. Whenever a judgment is 
rendered in one of the courts and pleaded in the 
other, the effect of that judgment is to be deter¬ 
mined by the application of the principles of res 
adjudicata by the court in which the action is still 
pending in the orderly exercise of its jurisdiction, 
as it would determine any other question of fact or 
law arising in the progress of the case.” 

The latest and most complete discussion of this 
point of which we are aware is found in Grubb v. Pub¬ 
lic Utilities Commission, 281 U. S. 470, 473, 475 (1929), 
and the principle was reaffirmed in all particulars as 
stated above. 

Under the precise facts involved in the cancella¬ 
tion proceedings here in issue, United States District 
Judge Avis ruled in Procter & Gamble Company v. 
J. L. Prescott Company, 16 F. Supp. 65, 66: 

“I am satisfied that the amendment should be 
allowed, and that the evidence should be received, 
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and 1 hold that the order of the United Stdtes 
Court of Customs and Patent Appeals is res judi¬ 
cata.” 

| 

(a) Rules of Res Judicata Apply to the Same Degree 
Even Though Proceedings Are Started in I an 
Administrative Tribunal. 

There is quite some discussion in Appellant’s bjrief 
as to the administrative nature of decisions of the 
United States Court of Customs and Patent Appeals. 
However, this is entirely beside the point for rulep of 
res judicata apply to final decisions of administrative 
tribunals as well as to those of other tribunals. j 
This Court has had occasion to define the effect of 
final decisions of the Patent Office Tribunals and in 
Lothrop, et al. v. Robertson, Commissioner of Patents, 
61 F. (2d) 404, 406, we find: 

“ (1-3) The doctrine of res judicata, or estop¬ 
pel by former judgment, applies to adjudications 
of the Patent Office tribunals. Blackford v. Wilder, 
28 App. D. C. 535; In re Marconi, 38 App. D. C. 
286. In United States ex rel. Newcomb Motojr Co. 
v. Moore, 30 App. D. C. 464, 476, we expressly 
ruled that the remedy of a defeated party jn an 
interference proceeding is by way of appeal; that 
‘he has no right whatever thereafter to prosecute 
the claims of the issue in an ex parte case.’ See, 
also, In re Capen, 43 App. D. C. 342; In re Boble, 
57 App. B. C. 10,16 F. (2d) 350. The Patent Office 
correctly ruled, therefore, that the decision in the 
interference case as to the nonpatentability of 
these process claims is res judicata.” 

In Dennison v. Payne, 293 F. R. 333 (C. C. A.. 2d), 
the contention was raised that a decision of the Work¬ 
men’s Compensation Board did not have the effect of 
res judicata since the tribunal was not a Court having 
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general equity and legal jurisdiction. Contrary to this 
contention, it was urged that the final decision of the 
Workmen's Compensation Board was just as effective 
as the decision of a Court, and the latter contention was 
sustained on page 341 in the language of Circuit Judge 
Rogers : 

“(3-5) We do not doubt the principle. South¬ 
ern Pacific R. R. Co. v. United States, 168 U. S. 1, 
18 Sup. Ct. 18, 42 L. Ed. 355. It is also undoubted 
law that the rule which forbids the reopening a 
matter once judicially determined by competent 
authority applies as w’ell to the judicial and quasi 
judicial acts of public officers and boards as to the 
judgments of courts having general judicial pow¬ 
ers. * * * If jurisdiction existed over the person 
and the subject-matter, its decision can only be 
reversed, annulled, or set aside in some direct pro¬ 
ceeding authorized by law for the purpose. * * * 

(6) As the Workmen’s Compensation Board 
had authority to make an award for injuries in¬ 
flicted upon persons employed in intrastate com¬ 
merce, it had necessarily jurisdiction to determine 
whether an injury complained of occurred in intra¬ 
state or in interstate commerce. In making its 
decision, its award would not be void. If erro¬ 
neous, its decision would simply be voidable, to be 
corrected by writ of error or appeal. Its award 
has the effect of a judgment of a court of compe¬ 
tent jurisdiction, no appeal having been taken 
therefrom. It cannot be attacked collaterally, and 
cannot be declared a nullity by any court after a 
writ of error or appeal is barred by limitation.” 

The principles of these decisions are fully sup¬ 
ported by Grubb v. Public Utilities Commission, 281 
U. S. 470, in which a proceeding started before the 
Public Utilities Commission of Ohio, and was deter¬ 
mined finally on appeal to the Supreme Court of Ohio. 



15 


It was held, pages 478 and 479, that the final decision 
on appeal rendered res judicata a copending proceed¬ 


ing in the United States District Conrt. Thus, 


the 


Supreme Court of the United States fully supports [the 
doctrine laid down by this Court and the Court of Ap¬ 
peals of the Second Circuit. 

(b) The Subject Matter and Issues Before the 
United States Court of Customs and Patent 
Appeals and Those Before the United States 
District Court for the District of New Jersey 
Were the Same as to the Cancellation of the 
“CHIPSO” Trade-Mark Registration. 

Appellant, in its brief, seeks to establish the belief 
that if it had been free to litigate questions of estopjpel, 
acquiescence, etc., before the United States District 
Court for the District of New Jersey, a decree of can¬ 
cellation would not have followed. This is based upon 
the mistaken assumption that those issues were not 
presented to the United States Court of Customs and 
Patent Appeals and decided adversely to Appellant, 
Procter and Gamble. The fact that the issues \jrere 
before the latter Court and were decided is made 4ear 
in the decision 77 F. (2d) 98, 102: 

“We agree with the decisions of the tribunals 
below that the marks at the time of registration so 
nearly resembled each other that likelihood of Con¬ 
fusion would result. It is impossible to escape this 
conclusion, and while appellant has asserted that 
there was no confusing similarity between the 
marks at the time of registration, that phase of the 
case has not been pressed with much vigor, and 
certainly not convincingly, in this court. Appel¬ 
lant has relied chiefly upon its estoppel defenses.” 

Thus, the Court was fully aware that appellant here 
relied upon its estoppel defenses, and further on pages 
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102 and 103, the Court clearly decides these issues 
against appellant: 

“As to whether the doctrine of unclean hands, 
arising from conduct happening subsequent to the 
registration of the newcomer’s mark, in view of the 
particular provisions of the statute above quoted, 
may constitute a defense in a Patent Office cancel¬ 
lation proceeding, we find it unnecessary to decide. 
We think it proper to say, however, that no author¬ 
ity has been cited and none has been found which 
holds that such a defense under such circumstances 
is well founded. It is our view that if such a de¬ 
fense could he properly interposed , *the charge 
was not established by the evidence .’ The last- 
quoted language was used by the Court of Appeals 
of the District of Columbia in Krank v. Phillippe, 
295 F. 1001, 54 App. D. C. 180, an appeal involving 
a Patent Office cancellation proceeding. 

(6) Aside from the fact that when appellee 
enlarged the size of its package, its mark was 
placed in more of a horizontal position than that 
shown in the registration and more in the same 
position as that occupied by appellant’s mark, we 
find nothing complained of that relates to the use 
of the mark itself. It is true that appellee changed 
the color of a portion of its package from white to 
orange . This portion of appellant’s mark on ap¬ 
pellant ’s package is blue. Appellee did somewhat 
change its formula and changed the size of its 
package from a 5-cent to a 10-cent package, but 
even then its package was little more than one- 
fourth as large as appellant’s package. As far as 
concerns us in this particular case, appellee had 
the right to make the said change in its formula 
and adopt the color and the package which it did , 
since it was the owner of the mark. Being the 
owner of the mark , it had a right to rely upon the 
mark and its name upon the package to distinguish 
its goods from the goods of others. A. G. Morse 
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Co. v. Lowney Co. (D. C.), 256 F. 935, 9 T. M. Rep. 
341; Thum Co. v. Dickinson et al., 7 T. M. Rep. 496, 
reversed on other grounds; 0. & W. Thum Co. v. 
Dickinson (C. C. A.), 245 F. 609; Oliver Chilldd 
Plow Works v. Wm. J. Oliver Mfg. Co., 40 Apb. 
D. C. 125.” j 

Clearly then, we find that the subject matter and 
issues involved in the two cancellation proceedings 
were the same and that these estoppel, acquiescence, 
etc., defenses were decided adversely to the Appellant 
here. 

We believe that those issues were properly decidqd, 
according to all existing authority, and on the cleaijly 
established facts, but even if this were not so, res judi¬ 
cata principles would still apply. 

“The matter being res judicata , as the result of 
the decree in the former suit, it is of no conse¬ 
quence whether it was correctly decided or nbt. 
We say this without intending to intimate the leist 
doubt about the propriety of that decision.” Okla¬ 
homa v. Texas, 256 U. S. 70, 93. 

Even if the Appellant here had omitted to brihg 
forward some of its alleged defenses, such omission 
could not prevent a decision of the United States Court 
of Customs and Patent Appeals from being res judi¬ 
cata of the cancellation controversy in New Jersey. In 
Grubb v. Public Utilities Commission , 281 U. S. 470, 
478, 479, we find: 

“The thing presented for adjudication in the 
case in the state court was the validity of the 
order, and it was incumbent on the appellant to 
present in support of his asserted right of attack 
every available ground of which he had knowledge. 
He was not at liberty to prosecute that right by 
piecemeal, as by presenting a part only of the 
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available grounds and reserving others for another 
suit, if failing in that. Werlein v. New Orleans, 
177 U. S. 390, 398, et seq.; United States v. Cali¬ 
fornia and Oregon Land Co., 192 U. S. 355, 358. 

As the ground just described was available 
but not put forward the appellant must abide by 
the rule that a judgment upon the merits in one 
suit is res judicata in another where the parties 
and subject matter are the same, not only as re¬ 
spects matters actually presented to sustain or 
defeat the right asserted, but also as respects any 
other available matter which might have been pre¬ 
sented to that end. Baltimore S. S. Co. v. Phillips, 
274 U. S. 316, 319; United States v. Moser, 266 
U. S. 2 36\, 241; Cromwell v. County of Sac, 94 U. S. 
351, 352. 

Further authorities of like character are Baldwin v. 
Traveling Men's Association, 283 U. S. 522; Reed v. 
Allen, 286 U. S. 191; American Surety Co. v. Baldwin, 
287 U. S. 256; Baltimore S. S. Co. v. Phillips, 274 U. S. 
316, 319, 325. 

In view of the foregoing authorities, the inescapa¬ 
ble conclusion is that the decision of the Court of Cus¬ 
toms and Patent Appeals settled finally and for all 
time the question of whether the “CHIPSO” trade¬ 
mark registration should be cancelled. 

4. It Is Not a Wrongful, Illegal or Arbitrary Use of 
Power for The Commissioner of Patents to Cancel 
a Trade-Mark in Accordance With the Decision 
and Order of the United States Court of Customs 
and Patent Appeals and the Provisions of 35 U. S. 
C. A. 62 (R. S. 4914). 

The main reason Appellant urges that The Com¬ 
missioner is about to do a wrongful act in cancelling 
the “CHIPSO” trade-mark registration is that after 
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having lost in the United States Court of Customs ai^d 
Patent Appeals it would prefer to have another chance 
before some other Tribunal. 

Appellant’s professed affection for a Court of 
Equity is apparently one conceived of: 

“the exigencies of his situation” (language of this 
Court in Engel v. Sinclair, 34 App. D. C. 212, 1910 
C. D. 310. 

As a matter of fact, when Procter & Gamble tobk 
its appeal to the United States Court of Customs and 
Patent Appeals it had the election of going into a Coiirt 
of Equity of the then Supreme Court of the District of 
Columbia to review the decision of The Commissioher 
of Patents that its “CHIPSO” trade-mark registfa- 
tion should be cancelled. 

The principle that a dissatisfied party in a can¬ 
cellation proceeding in the Patent Office might obtaih a 
review by resort to Bill in Equity vras established in 
1923 by Baldwin v . Robertson, et al., 265 U. S. 168. 

That principle has been recognized recently by 
this Court and adapted to the change in 35 U. S. Cj A. 
63 (R. S. 4915), which gave a party the option of ap¬ 
pealing to the United States Court of Customs And 
Patent Appeals, or filing his Bill in Equity. That deci¬ 
sion is Alexandrine v . Coe, 71 F. (2d) 348, and at p^ige 
350 the rule is stated: I 

“Under the provisions of section 9 of the Trlade 
Mark Act, as amended, and section 4915, R. S.^ as 
amended, appellant in the cancellation proceeding, 
had it so elected, might have prosecuted an appeal 
to the United States Court of Customs and Patent 
Appeals. Marshall Field & Co. would necessarily 
have been a party to that appeal. The filing bf a 
bill in equity is an alternative remedy and, utider 
the authority of the Baldwin Case, properly fnay 
be brought against the Commissioner here.” I 
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Where, as here, the Appellant elected to state its 
chances in the United States Court of Customs and 
Patent Appeals, and that Court has finally decided the 
issues adversely to it, The Commissioner of Patents 
has no election save to carry out the order of the 
United States Court of Customs and Patent Appeals. 
In 35 U. S. C. A. 62 (R. S. 4914) it is provided: 

4 ‘After hearing the case the court shall return to 
the commissioner a certificate of its proceedings 
and decision which shall be entered of record in 
the Patent Office, and shall govern further proceed¬ 
ings in the case.” 

The only thing upon which Appellant relied below to 
establish that The Commissioner’s contemplated can¬ 
cellation of the “CHIPSO’’ trade-mark was wrongful 
was that a cancellation proceeding for the same pur¬ 
pose was pending in the United States District Court 
for the District of New Jersey. 

We have already seen that the two cancellation 
proceedings are concurrent remedies; that concurrent 
remedies may be simultaneously prosecuted; that a 
final decision in one renders res judicata the issues of 
the other, and the above-quoted statute clearly requires 
The Commissioner to follow the decision and order of 
the United States Court of Customs and Patent Ap¬ 
peals. 

Under such circumstances it is not believed proper 
to characterize The Commissioner’s contemplated ac¬ 
tion as illegal, wrongful or arbitrary in order to con¬ 
jure up a fallaciously colorable basis for staying the 
legal execution of a legal duty. 


« 


*) 
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5. Appellant’s Attempt Below to Stay The Commis¬ 
sioner from Cancelling the Trade-Mark 
“CHIPSO” Is Rendered Res Judicata by Its Pre¬ 
vious Motions to Stay Proceedings. 

On pages 3 and 4 of Appellant’s brief are recited 
Appellant’s previous attempts to stay cancellation pro¬ 
ceedings in the Patent Office because of a subsequently 
filed and pending cancellation proceeding in the United 
States District Court for the District of New Jersey 
under 15 U. S. C. A. 102 (Trade-Mark Act 1905, Sec¬ 
tion 22). These attempts were: 

(a) A motion before the Examiner of Interfer¬ 
ences. Denied. 

(b) An appeal from the denial to The Comijais- 
sioner of Patents. Examiner affirmed. 

(c) After hearing on the merits and decision] by 
The Commissioner on appeal, a further motion 
to suspend proceedings was made. Deikied 
October 13, 1933. 

(d) Instead of coming then to the Supreme Court 
of the District of Columbia under 35 U. S. C. 
A. 63 (R. S. 4915), Appellant here appealed 
to the United States Court of Customs and 
Patent Appeals and renewed its motion tljiere 
to suspend proceedings. Denied. 


The question now arises: if Appellant here 


had 


any recourse by appeal or Bill in Equity from denial 
(b) above, to review the propriety of The Commis¬ 
sioner’s denial, why did not Appellant seek a rejiew 
at that time, within forty (40) days, for an appeal to 
the United States Court of Customs and Patent Ap¬ 
peals, or within six (6) months from the denial, by Bill 
in Equity * 
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Appellant’s attempt, by filing the Bill below, June 
11, 1935, to override unfavorable decisions on its mo¬ 
tions to stay would seem to be barred by the express 
six (6) months’ limitation contained in 35 U. S. C. A. 
63, as amended March 2,1929. 

Appellant’s reasons for appeal in its “Notice of 
Appeal to Court of Customs and Patent Appeals” 
(record of that case, pp. 926, 927, 928) did not complain 
of the decision of The Commissioner, under (b) above, 
or the denial of the motion to suspend, under (c) 
above. It would seem that the following rule of law 
should bar any attempt by Appellant on June 11, 1935, 
to review, in effect, a decision which had been ren¬ 
dered October 13, 1933, and not appealed from: 

‘ 4 Its award has the effect of a judgment of a court 
of competent jurisdiction, no appeal having been 
taken therefrom. It cannot be attacked collaterally, 
and cannot be declared a nullity by any court 
after a writ of error or appeal is barred by limita¬ 
tion.” Dennison v. Payne , 293 F. R. 333 ( C. C. A. 
2d) 341. 

This Court stated in Lothrop, et al. v. Robertson , 
Commissioner of Patents, 61 F. (2d) 404, 406: 

“The doctrine of res judicata , or estoppel by 
former judgment applies to adjudications of the 
Patent Office tribunals.” 

Appellant admits, in its brief, page 4, that it made 
a motion to the United States Court of Customs and 
Patent Appeals to stay proceedings pending a decision 
in the proceedings being had in the United States Dis¬ 
trict Court for the District of New Jersey, and thus 
it surely waived any right to proceed under 35 U. S. 
C. A. 63 (R. S. 4915), which states, as amended, that 
a Bill in Equity shall be open to a defeated party 


i 
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“ unless appeal has been taken . . . to the United 
States Court of Customs and Patent Appeals.” 

If Appellant challenges this reasoning on ;he 
ground that its motion to suspend was not a technical 
appeal from The Commissioner’s denial of October 
13,1933, then its resort to equity below was plainly £oo 
late—a lapse of eighteen (18) months before the pres¬ 
ent Bill was filed on June 11, 1935. 

On page 19 of Appellant’s brief we find: 


u 


The present proceeding is not statutory at 
all. It is an invocation of general equity jurisdic¬ 
tion and powers to enjoin the doing of a wrongful 
act by an administrative officer of the govern¬ 
ment.” 

After Appellant’s delay from October 13, 1933, 
until June 11,1935, to file its Bill below, it is, of coujrse, 
easily understood why it should disclaim that the pres¬ 
ent proceeding is a statutory one—the statute h^s a 
six (6) months’ limitation in which to seek review, j 
To circumvent the express limitations of a staiute 
by calling a legal act of a duly constituted authority a 
wrongful one is what the Appellant is trying to do 
here. Equally as well might any disappointed party 
in the Patent Office wait long after his time for filing 
a bill had expired, under 35 U. S. C. A. 63, then come 
into a Court of Equity, say The Commissioner’s action 
w~as wrongful, and obtain a review where it was the 
clear congressional intent to make such a right or re¬ 
view end within six (6) months at most after the pnal 
decision in the Patent Office. Of course, no one w^uld 
consent to such a doctrine. Proceedings would n^ver 
end as long as a litigant desired to continue the fight. 
Doctrines of res judicata clearly forbid any such prac¬ 
tice. 
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1 ‘ This doctrine of res judicata is not a mere 
matter of practice or procedure inherited from a 
more technical time than ours. It is a rule of 
fundamental and substantial justice, ‘of public 
policy and of private peace,’ which should be cor¬ 
dially regarded and enforced by the courts to the 
end that rights once established by the final judg¬ 
ment of a court of competent jurisdiction shall be 
recognized by those who are bound by it in every 
way, wherever the judgment is entitled to respect. 
Kessler v. Eldred, supra.” 

Hart Steel Co. v. Railroad Supply Co., 244 
U. S. 294, 299. 


6. The Present Proceeding Can Be of No Avail to Ap¬ 
pellant; Equity Should Not be Called Upon to Per¬ 
form a Useless Task. 

As before stated, the cancellation proceeding in 
the Patent Office was filed first, and a final decision on 
appeal was rendered in that proceeding first. The 
proceeding in the United States District Court for the 
District of New Jersey was dismissed at the cost of the 
petitioner for cancellation. This was exactly what Ap¬ 
pellant here prayed in that proceeding. The Procter 
& Gamble Company, Appellant here, concluded its An¬ 
swer to the Counterclaim, which included the petition 
for cancellation of the “CHIPSO” trade-mark regis¬ 
tration with these words (R. 30): 

“Wherefore, plaintiff prays this Honorable 
Court that the counterclaim of the defendant be 
dismissed, and that plaintiff be awarded its cost 
herein expended.” 

It is not clear how a party who receives the pre¬ 
cise relief for which he prays may appeal from a decree 
giving him that relief. While there are many innova- 
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tions in modern jurisprudence, it is still believed to be 
a sound rule of law that one who receives the prayed 
relief in a legal proceeding is not entitled to take i|p 
the time of Courts of Appeals by objecting to tljie 
reasons for which the prayed relief was granted. 

On page 7 of Appellant’s brief we find: 

‘‘ Hence, if the Bill of Complaint here is sustained 
and the injunction restored, the outcome may 
either be that the Commissioner will ultimately 
cancel the registration or will be ordered by the 
Court of Appeals of, the Third Circuit, to refrain 
from doing so.” 

There are three (3) very good reasons why the 
Court of Appeals of the Third Circuit cannot legally 
order The Commissioner of Patents to refrain frym 
cancelling the trade-mark “CHIPSO”: 

(a) The Commissioner is not a party to the pro¬ 
ceeding pending in the Court of Appeals of 
the Third Circuit; 

(b) That proceeding is not one under 35 U. S. C. 
A. 63 (R. S. 4915) to prevent The Commis¬ 


sioner of Patents from cancelling the trade¬ 
mark; 

(c) Appellant here prayed only that the petition 
for cancellation under 15 U. S. C. A. jL02 
(Trade-Mark Act 1905, Section 22) be dis¬ 
missed with costs in its favor. 

Thus, at most, the proceeding here, even if Ap¬ 
pellant were to prevail, would only stay The Commis¬ 


sioner of Patents from doing a legally imposed [act 
while Appellant was prosecuting an appeal which 
could not, in any wise, change The Commissioner’s 
duty. Equity is thus called upon to do a useless act. 
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Conclusion. 

It would seem clear that there is no legal or 
equitable ground upon which Appellant is entitled to 
the relief for which it prays, and a conclusion that the 
decree of the lower Court was proper would seem to be 
inevitable. 

Very respectfully submitted, 

Joshtja R. H. Potts, 

Basel H. Brune, 

Eugene Vincent Clarke, 

Amici Curiae . 

12 South Twelfth Street, 

Philadelphia, Pennsylvania, 

May 8, 1937. 









IN THE 


Bmteti States Court of Appeals 

FOR THE DISTRICT OF COLUMBIA. 


No. 6894. 


The Procter & Gamble Company, a Corporation^ 

Appellant, 


v. 


Conway P. Coe, Commissioner of Patents, Appellee. 


PETITION FOR REHEARING. 


Now comes the Appellant in the above entitled cajise 
and prays this Honorable Court for a rehearing of 
the cause, decided by this Court on February 28, 1^38, 
on the following grounds: 

1. That the trade mark Chipso is, in view of the de¬ 
cision in the cause of Procter Gamble Co. v. The 
J. L. Prescott Co., now pending in the Court of ap¬ 
peals of the Third Circuit, as reported in 16 Fed. Supp. 
65, not creating confusion in trade in so far as Con¬ 
cerns the trade-mark Chase-0 of The J. L. Prescott 
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Co., therefore a consideration of every point advanced 
by Appellant for staying the hand of the Commissioner 
of Patents would seem to be called for, there being a 
flat conflict of opinion on a matter of fact between the 
Commissioner of Patents, and the District Court. 

2. The Court of Appeals in its decision of February 
28, 193S, did not pass upon the essential point raised 
by the Appellant and upon which it based its cause. 
This point was that there was pending in the Court 
of Appeals of the Third Circuit a proceeding for can¬ 
cellation of the registration for Cliipso. According 
to the statute 15 U. S. C. A. Sec. 102 (Trade Mark Act, 
Sec. 22), as construed by the Supreme Court in U. S . 
ex rel . Baldiuin v. Commissioner of Patents , 265 U. S. 
181, the Commissioner of Patents is bound to respect 
the decision in such a cause, whether that decision be 
Yea or Nay on the issue of requiring cancellation: 

“Examination of section 22 shows that it refers 
to an independent suit between claimants of trade¬ 
marks, both of which have already been registered. 
The Commissioner is not a party to such litigation 
but is subject to the decree of the court after it is 
entered * * 

3. The contemplated act of the Commissioner of Pat¬ 
ents is nothing but the formal act of cancelling the 
registration for Chipso. Since the Commissioner is 
bound to respect the decision in the pending cause in 
the Third Circuit, he will be performing an act which 
is beyond the scope of his authority if he cancels the 
registration, there being no statutory way whereby it 
could be revived. This is the sixth ground as stated by 
the Court in its opinion of February 28, 1938, upon 
which the proposed act of a government departmental 
agency, can properly be enjoined by the Courts. There 
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could be no aspect of the facts which would warrant 
the Commissioner of Patents in cancelling the trade¬ 
mark registration of Appellant, while the propriety of 
his doing so is known to be pending in a proceeding 
under U. S. C. A. Title 15, Sec. 102. 

4. The rule of the Baldwin case clearly implies a pro¬ 
ceeding for mandamus on the Commissioner, if he Re¬ 
fuse to obey the ruling of a Federal Court in a pro¬ 
ceeding under the said statute (97 U. S. 531, 54i), 
hence injunction against his proposed action is sound. 

5. It is admitted that the statutes are confusing in 
their nature, but until changed or amended, it woifild 
seem to be the proper province of this Court, within 
whose jurisdiction the Commissioner of Patents is 
solely to be found and sued, to protect the dignity of 
the Federal Courts thus avoiding a situation whfere 
the Commissioner of Patents may preclude himself 
by his own acts from obeying a declaration of a Co|irt 
given jurisdiction over the subject matter, but not the 
jurisdiction over the Commissioner. 

Respectfully submitted, 

The Procter & Gamble Company, 


By F. D. McKenney, 

C. Russell Riordon, 

Its Attorneys . 

MOTION FOR EXTENSION OF TIME. 

Now comes the appellant, by its attorneys, and prays 
this Court to stay issuance of Mandate herein for 
thirty days from and after the announcement by this 
Court upon the above and attached Petition for Re- 
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hearing—this for the purpose of affording petitioners 
reasonable opportunity to initiate and establish basis 
for such further or different action in this or another 
Court of the United States as may be desired. 

F. D. McKenney, 

C. Russell Riordon. 

Attorneys for Appellant . 

I hereby certify that in my opinion this Petition for 
Rehearing is well founded in law and fact and not 
made for the purpose of delay. 

C. Russell Riordon. 
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United States CoufTSfA 

For the District of Oolum^j^^*- a /, 
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No. 6894. 
Special Calendar. 


L.&RK 


The Procter & Gamble Company, a Corporation, 

Appellant, 


v. 


Conway P. Coe, Commissioner of Patents, 

Appellee. j 


Appeal From the District Court of the United States 
for the District of Columbia. 


PETITION FOR LEAVE TO APPEAR AND FILE A 
BRIEF AS AMICI CURIAE. 

Now come Joshua R. H. Potts, Basel H.iBrune, 
and Eugene Vincent Clarke, and state that they are 
members of the bar of this Honorable Court, the United 
States District Court for the District of Columbia, the 
United States Court of Customs and Patent Appeals, 
and are admitted to practice in the United States Pat¬ 
ent Office; that they were of counsel for J. L. Prescott 
Company in a certain cancellation proceeding brought 
by J. L. Prescott Company against The Procter & 
Gamble Company in the United States Patent Office 
to cancel the trade-mark registration for the word 
“CHIPSO”, and were counsel for the same company 
during the subsequent appeals which finally ended in 
a decision sustaining the cancellation, rendered by the 
United States Court of Customs and Patent Appeals 





2 


on or about April 29, 1935, rebearing denied June 3, 
1935, and that the mandate from that Court to tbe 
Commissioner of Patents issued June 12, 1935; that 
the opinion of the United States Court of Customs and 
Patent Appeals is reported in 77 F. (2d) 98. 

That they are of counsel for J. L. Prescott Com¬ 
pany in the equity proceeding mentioned in the Bill 
of Complaint filed hereinbelow; said proceeding was 
filed in the United States District Court for the Dis¬ 
trict of /New Jersey subsequent to the filing of the 
said cancellation proceeding in the United States Pat¬ 
ent Office, and had for its object the cancellation of the 
registration of the trade-mark “CHIPSO” under the 
provisions of 15 U. S. C. A. 102 (Trade-Mark Act 1905, 
Section 22); that in view of the final decision of the 
United States Court of Customs and Patent Appeals, 
the United States District Court for the District of 
New Jersey dismissed, with costs, the cancellation pro¬ 
ceeding pending before it, and The Procter & Gamble 
Company took an appeal to the United States Circuit 
Court of Appeals for the Third Circuit, and said appeal 
is now pending. 

That the questions involved below and on this 
appeal in this Honorable Court are of vital public im¬ 
portance inasmuch as the construction of 15 U. S. C. A. 
102 (Trade-Mark Act 1905, Section 22), and 15 U. S. 
C. A. 93 (Trade-Mark Act 1905, Section 13) rendered 
by this Honorable Court in Corning Glass Works v. 
Robertson, Commissioner of Patents, 65 F. (2d) 476 
is brought into serious question; that the authority of 
the United States Court of Customs and Patent Ap¬ 
peals to render effective decisions on appeals from the 
Commissioner of Patents in trade-mark matters under 
15 U. S. C. A. 89 (Trade-Mark Act 1905, Section 9) 







is flaunted on the ground that a subsequently filed pro¬ 
ceeding in a United States District Court robs the 
United States Court of Customs and Patent! Appeals 
of statutory authority given to decide matters of which 
this Honorable Court formerly had jurisdiction, and 
exercised for many years 'without that authority be¬ 
ing questioned, and that the question is squarely pre¬ 
sented whether a litigant may relitigate the matters 
in the Court below which were decided adversely to it 
more than six i(6) months prior to the filing of the Bill 
below by the charge that the Commissioner of Patents 
is about to do a wrongful act when, as a matter of fact, 
the doing of the act is compelled by a final decision of 
the United States Court of Customs and Patent Ap¬ 
peals and the Statute of the United States: 85 U. S. 
C. A. 62 (R. S. 4914). I 

Your petitioners have, through arduous litigation 
involving the trade-mark “CHIPSO”, been called 
upon to devote a great amount of time and study to 
the questions involved on this appeal, and believe that 
this study will be of some benefit in presenting to this 
Honorable Court the issues and authorities thereon. 

Therefore, your petitioners pray for leave to ap¬ 
pear in this Honorable Court as amici curiae and also 
pray for leave to file herein the accompanying brief, 
of which the Index of Subject Matter discloses the 
important issues which are here for decision. 

Joshua R. H. Potts, 

Basel H. Brune, 

7 j 

Eugene Vincent Clarke. 

12 South Twelfth Street, 

Philadelphia, Pennsylvania, 

May 8, 1937. 
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AFFIDAVITS OF JOSHUA R. H. POTTS AND 

BASEL H. BRUNE. 

Commonwealth of Pennsylvania, 

Connty of Philadelphia, 

Joshua R. H. Potts and Basel H. Brune being 
duly sworn upon oath depose and say that they are 
two of the same persons mentioned in the foregoing, 
who present the foregoing Petition; that they have 
read over carefully the allegations and statements 
made in said Petition, and that they are true, to the 
best of their knowledge and belief; that this Petition 
is being made in entire good faith, in the firm belief 
that the accompanying brief will be of assistance to 
this Honorable Court. 

Joshua R. H. Potts, 
Basel F. Brune. 



Subscribed and sworn to before me this 12 day 
of May, A. D. 1937. 


Anna M. Ward, 

(Seal) Notary Public. 

Commission expires March 24, 1941. 













